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An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New Yor! 
perform the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-six years of existence the Association has been accumulating comprehen 
sive records, files and a general library of information on trade-mark matters. Members 0: 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general servie.*, (he Association is prepared to perform various 
special services free for members, or at cost,r‘icn outlays of money or unusual expenditures 
of the staff’s time are involved. , 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


THE NEW TRADE-MARK ACT OF JULY 5, 1946*+ 
Rudolf Callmannt 


After an unduly prolonged gestation of almost eight years,’ the new Trade-Mark 
Act was born. A Conference Report was approved on June 28, 1946, and the Act 
was given the presidential imprimatur on July 5, 1946. It will take effect one year 
from the date of its enactment.’ 

The purpose of this Act is to place the old Trade-Mark Act and its numerous 
amendments scattered throughout the United States statutes in one statute, to 
eliminate judicial obscurity created by the various conflicting and confusing inter- 
pretations, to simplify registration and to make it stronger and more liberal, to 
dispense with mere technical prohibitions, anc to make ‘elief against infringement 
prompt and effective.’ Moreover, the United States has become a party to a num- 
ber of international conventions dealing with trade-marks, commercial names, and 
the represension of unfair competition. These conventions have been ratified, but 
it is unclear whether they are self-executing or whether they need to be implemented 
by appropriate legislation.* The United States has failed to legislate and as a result 
of this inaction our business enterprises have been seriously handicapped in secur- 
ing protection in foreign countries. The Act remedies this deficiency by eliminating 
these points of friction, especially with Latin America and will facilitate trade in this 
hemisphere.° 


I. Marks Registrable Under the New Act 


Under the general clause of Section 5 of the Trade-Mark Act of 1905 any trade- 
mark that is capable of distinguishing the goods of the trade-mark owner is registrable 
unless it falls within one of three enumerated groups. The first group excludes 
from registration, on grounds of public policy, any mark containing the coat-of-arms 
or the flag of the United States, or of any foreign nation, and any mark containing 
immoral or scandalous matter. The second group excludes trade-marks which, by 
their very nature, cannot be exclusively appropriated, e.g., descriptive and geo- 
graphical terms, surnames and family names. The third group bans certain reg- 
istrations under the principle of priority, e.g., words that are identical or similar to 


* The discussion of the new Trade-Mark Act in this article rests on the author’s treatise 
“Unfair Competition and Trade-Marks” (1945) in which the Lanham Bill, in its latest version 
only slightly different from the new Act, is discussed in its major innovations. 

+ Reprinted from The Columbia Law Review, Vol. XLVI, page 929 (November, 1946). 

t Member New York Bar. 

1. For a short history of the Lanham Bill see Sen. Rep. No. 1333, 79th Cong., 2d Sess. 
(1946) 6. 

2. Act, Section 46. Pub. L. No. 489, 79th Cong., 2d Sess. (July 5, 1946) (Hereinafter cited 
as “Act”). 

3. See Sen. Rep. No. 1333, cited supra note 1, at 3. 

4. Id. at 5. 

5. Ibid. 
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words already used by another in connection with goods of the “same descriptive 
properties.” These are denied registration because of the likelihood of con- 
fusion. 

Over and above certain linguistic improvements in conformity with common- 
law development,® the new Act introduces two innovations: (1) Under the old Act 
trade-marks identical with, or confusingly similar to, the trade-mark of another 
could not be registered when used in connection with “‘merchandise of the same 
descriptive properties.” This phrase can only be understood if a distinction is 
recognized between confusion of goods and confusion of business. Confusion of 
goods arises when an ordinarily prudent purchaser would be apt to purchase one 
product in the belief that he was purchasing another. Confusion of business is a 
confusion with respect to source and origin alone, for, while the products of the 
litigants may actually differ in make, purpose and function, it is conceivable that the 
confusion will be such that the defendant’s goods might be supposed to have 
come from the plaintiff, or that the business of the plaintiff might be supposed to 
have a connection with the business of the defendant. Confusion of goods is likely 
only where the parties are actual business rivals. Confusion of business, however, 
may be present where the litigants are only potential competitors in the sense that the 
public could reasonably be led to assume that the goods advertised by the defend- 
ant were made or sold by the plaintiff. Judicial decisions so interpreted this 
touchstone as to transmute the proposition that protection was to be afforded the 
plaintiff when the goods of the parties belong to the same class or have the “same 
descriptive properties” into the statement that if there is a likelihood of confusion, 


then the goods of the parties are obviously of the same class.’ Section 2 (d) of the 


new Act makes confusion, mistake or deception of purchasers rather than the de- 
scriptive properties of the goods in connection with which the mark is used one of 
the reasons for refusing registration. Thus, this Act recognizes the test which 
has been long and consistently applied by the courts under the common law. 

It remains to be seen whether in the future courts will interpret the new law 
by extending protection of trade-marks to cases where there is not the slightest 
possibility of competition between the litigating businesses as it was in the Rolls- 
Royce, Vogue, Dunhill-and Tiffany cases.* 


(2) The new Act, moreover, recognizes the advertising function of the trade- 
mark, a function which had been woefully neglected because of the dominating 


6. The words “merely a geographical name or term” have been changed to “primarily geo- 
graphically descriptive.” See cases in 2 Callmann, “Unfair Competition and Trade-Marks” 
(1945) 930. 

7. Wall v. Rolls-Royce of America, 4 F. (2d) 333 (C. C. A. 3d, 1925); Yale Electric Corp. 
v. Robertson, 21 F. (2d) 467 (D. Conn. 1927), mod. 26 F. (2d) 972 (C. C. A. 2d, 1928) ; Cali- 
fornia Packing Corp. v. Tillman & Bendel, 40 F. (2d) 108 (C. C. P. A. 1930); Three-In-One 
Oil Co. v. St. Louis Rubber Cement Co., 87 F. (2d) 479 (C. C. P. A. 1937); Standard Brands, 
Inc. v. Smidler, 151 F. (2d) 34 (C. C. A. 2d, 1945). 

8. Wall v. Rolls-Royce of America, 4 F. (2d) 333 (C. C. A. 3d, 1925); Vogue Co. Vv. 
Thompson-Hudson Co., 300 Fed. 509 (C. C. A. 6th, 1924); rehearing denied, 12 F. (2d) 991 
(1926) ; cert. denied, 273 U. S. 706 (1926); Alfred Dunhill of London v. Dunhill Shirt Shop, 
3 F. Supp. 487 (S. D. N. Y. 1929); Tiffany & Co. v. Tiffany Productions, 147 Misc. 679, 264 
N. Y. Supp. 459 (Sup. Ct. 1932), aff'd, 237 App. Div. 801, 260 N. Y. Supp. 821 (1st Dep’t 1932), 
aff'd, 262 N. Y. 482, 188 N. E. 30 (1933). 
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influence of the classical concepts of identification and guarantee. According to 
historical development, economic trends and habits of consumers, the trade-mark 
functions as an indication of origin or ownership, as a guarantee and as an advertise- 
ment. These three—of different importance at different times, in different lines 
of business and for different articles—are correlative. The classical function, that 
of identification, has moulded the law of trade-marks. The importance of the guar- 
antee function has been somewhat overestimated, while the function of advertisement 
still awaits full recognition and an adequate place in the law. 

The new Act takes two significant forward steps by classifying deceptive and 
defamatory trade-marks among the immoral and scandalous matter forbidden by the 
old law and in recognizing a right of civil action in favor of any one who is likely 
to be injured because of the use of a false designation of origin or a false descrip- 
tion. This is a most significant addition to our common-law doctrines of false 
advertising which under the demoralizing influence of the Aluminum Washboard 
case, denied any private suit for false advertising, thus constituting the Federal 
Trade Commission as the sole avenger.’ 


The new Act establishes two registers, a principal register and a supplemental 
register. 


A. Marks Registrable on the Principal Register 
1. “Technical” and “Distinctive” Trade-Marks 


Technical trade-marks are those which, under the common law, may be appro- 
priated to the use of one person and are susceptible of registration under existing 
trade-mark statutes because they are fanciful, arbitrary, unique, distinctive, and 
nondescriptive in character. Words descriptive of qualities or attributes, generic 
designations, personal, partnership and corporate names, geographical terms, marks 
common to the trade, and the like, are nontechnical marks and cannot be registered. 
Only under the so-called “ten-year clause” such marks could be registered if they 
were used actually and exclusively for ten years prior to the passage of the Act 
of 1905. The ten-year clause was relatively valueless. For only marks used prior 
to 1905 were eligible thereunder, and the ten-year period was unnecessarily long. 
Thus registration under the general provisions of the Act was denied to some of the 
most famous trade-marks of American business because of some original weakness 
or defect. 

In practice, however, this distinction has gradually disappeared since non-tech- 
nical trade-marks which had become popular were protected against infringement 
under the unfair-competition doctrine of secondary meaning.” 

It is a marked improvement that under the new Act all marks which had “‘be- 


9. American Washboard Co. v. Saginaw Mfg. Co., 103 Fed. 281, 50 L. R. A. 609 (C. C. A. 
6th, 1900). The Trade-Mark Act of 1920, Section 3, gives also a right of action, which, how- 
ever, is confined to false designations of origin and therefore just as limited as the common 
law under which equity courts granted relief only against misuse of geographical names: Pills- 
bury-Washburn Flour Mills Co. v. Eagle, 86 Fed. 608 (C. C. A. 7th, 1898) ; Grand Rapids Furni- 
ture Co. v. Grand Rapids Furniture Co., 127 F. (2d) 245 (C. C. A. 7th, 1942). 


10. See the famous statement in G. & C. Merriam Co. v. Saaalfield, 198 Fed. 369, 373 
{C. C. A. 6th, 1912). 
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come distinctive of the applicant’s goods” can be registered upon “proof of sub- 
stantially exclusive and continuous use thereof as a mark by the applicant in com- 
merce for the five years next preceding the date of the filing of the application for 
its registration,” and that marks registered under the ten-year proviso of the 
1905 Act shall be deemed to have become distinctive of the registrant’s goods.” 


2. Service Marks 


Under the old Act technical trade-marks can be registered only if they are 
capable of being “applied and affixed to goods.” The courts have adopted a rather 
pedantic approach to this requirement, on the conviction that a trade-mark which is 
not in some manner put upon or affixed to the article indicated by it is almost a 
contradiction in terms.’* Use of the mark on advertising material or in connection 
with sales in a trade-marked store, e.g., “Rexall Store,’ did not satisfy the statute. 
A service mark which performs the same function for a service business, e.g., an 
airline, telephone company, laundry, that the traditional trade-mark does for a 
manufacturer, was, therefore, not registrable. The new Act requires only use and 
not the affixation of the mark."* The term trade-mark is defined accordingly,”* 
and the registration of service marks is specifically authorized.” 


3. “Concurrent” Registration 


The principle of priority is dominant in the law of intangible values and is 
especially significant there since the intangible, as distinguished from the corporeal, 
may be used by several people contemporaneously and independently. The greater 
the effort devoted to creating an intangible value, the more safely can its originator 
rely upon the element of priority. If the right is based upon an inventive idea or a 
purely artistic or literary creation, priority will be determined by an independent 
criterion. Instances are patent and copyright, which are subject to the priority 
concept in a chronological sense. In the law of trade-marks, however, which is a 
part of the law of unfair competition, popularization and advertising value are far 
more significant than the idea on which the intangible value is grounded, and, there- 
fore, priority is less determinative in its chronological sense than as a factor in the 
equities involved. The principle of priority, if considered alone, might often result 
in injustice. When trade-marks collide, there is a patent need for a balancing of in- 
terests. This has been manifestly shown in the problem of territorial business ex- 
pansion. 

It is quite natural that businesses should tend to expand. Extensive selling and 
advertising will be effective to expand the zone of active marketing to include even 
territories in which the business neither sells nor advertises. The questions whether, 
and to what extent, a trade-mark will be protected in these various zones, have been 


11. Act, § 2 (f). 

12. Id. § 46 (b). 

13. See St. Louis Mfg. Co. v. Merkel, 1 Mo. App. 305, 308 (1876); Oakes v. St. Louis 
Candy Co., 146 Mo. 391, 398, 48 S. W. 467, 469 (1898). 

14. Act, § 1 (a). 

15. Id. § 45. The new Act is the first trade-mark statute containing a definition of a trade- 
mark. 
16. Id. § 3. 


oe 
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materially influenced by two famous Supreme Cort decisions, the Hanover," and 
the Rectanus cases.’*. They point up the fact that the priority concept is not based 
upon a calendar date, and will be modified, and even replaced, by the principles of 
unfair competition. Thus, the priority concept is unavailable where a defendant 
builds up his business in good faith, without knowing of the plaintiff and his trade- 
mark and without intending or reasonably anticipating confusion ;” the plaintiff is in 
the market for a considerable period without knowing that elsewhere a possible 
competitor is about to develop a good-will on trade-marks similar to his; a small 
local business embarks upon an intensive advertising campaign, expands, and 
reaches out into new territories or lines of business; the rivals eventually collide, 
either in one of their own or in a third market.” In the Hanover case, it was stated 
that ‘“‘where two parties independently are employing the same mark upon goods 
of the same class, but in separate markets wholly remote the one from the other, the 
question of prior appropriation is legally insignificant ; unless, at least, it appears that 
the second adopter has selected the mark with some design inimical to the interest of 
the first user, such as to take the benefit of the reputation of his goods, to forestall 
the extension of his trade; or the like.” 

The new Act has reconciled the law of registration with the common law by per- 
mitting the “concurrent” registration of the same or similar marks by more than 
one user entitled to its use, but only if it is established that confusion, mistake, or 
the deceit of purchasers is not a likely consequence as a result thereof.” Concurrent 
registration, however, can be granted only in instances where concurrent use oc- 
curred prior to the application date of any registrant, for any registration is con- 
structive notice of the registrant’s claim of ownership and excludes bona fides of a 
later user.2* The grant of concurrent registration must contain conditions and 
limitations dictated by the equities between the users. 


4. Surnames 


There is no exclusive right to the use of one’s name.” It seems logical, therefore, 
that a “mark which consists merely of the name of an individual” cannot be reg- 
istered. Registration is merely an act declatory of a right, and, where there is no right, 
there can be no registration. Therefore, the Trade-Mark Act of 1905 excluded from 
registration marks which consist “merely [of] the name of an individual, firm, cor- 
poration or association.” The new Act denies registration to a mark only when it 
“is primarily merely a surname.” 


17. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 (1916). 

18. United Drug Co. v. Rectanus Co., 248 U. S. 90 (1918). 

19. Cf. Gorham Mfg. Co. v. Weintraub, 196 Fed. 957, 961 (S. D. N. Y., 1912) 

20 Cf. Cohn-Goldwater Mfg. Co. v. Wilk Shirt Corp., 34 T.-M. Rep. 38 (S. D. N. Y., 
1943). 

21. See Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 415 (1916). 

22. Act, § 2 (d). 

23. See infra p. 938. 

24. Du Boulay v. Du Boulay, L. R. 2 P. C. 430 (1869), quoted by Lord Lindley in Cowley 
v. Cowley [1901] A. C. 450, 460. Also Mans v. Philadelphia Brewing Co., 37 F. Supp. 79 
(E. D. Pa., 1940) ; In re Sawyer Electrical Mfg. Co., 144 F. (2d) 893 (C. C. P. A., 1944). 
25. Act, § 2 (e). 
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As a significant innovation the new Act does not prohibit the registration by an- 
other of the name of a firm, corporation or association. Thus, a recurring source of 
hardship and a doctrine that has yielded strained and complicated interpretations 
has now been properly jettisoned. 


5. Collective and Certification Marks 


According to statutory definition” “the term ‘certification mark’ means a mark 
used upon or in connection with the products or services of one or more persons 
other than the owner of the mark to certify regionaé or other origin, material, mode 
of manufacture, quality, accuracy or other characteristics of such goods or services 
or that the work or labor on the goods or services was performed by members of a 
union or other organization. The term ‘collective mark’ means a trade-mark or 
service mark used by the members of a cooperative, an association, or other col- 
lective group or organization and includes marks used to indicate membership in a 
union, an association or other organization.”** They may be registered under the 
new Act. 

Such an organization mark more closely resembles the guild mark of the Middle 
Ages than the modern trade-mark. It is similar to the guild mark in that the user 
is first required to subscribe to or satisfy certain standards of the organization be- 
fore he is entitled to use the mark and must then submit to the supervision of the 
organization in his use thereof. Its purpose, like that of the guild mark, is to pre- 
serve certain standards of quality or craftsmanship as well as the reputation of the 
organization in the market. 

Its function, like that of the trade-mark, is to indicate origin. Unlike the 
trade-mark, however, it does not distinguish the merchandise of a particular busi- 
ness from that of another. Rather, it indicates that the members of a particular 
organization, as distinguished from non-members, produced the merchandise. The 
organization mark symbolizes the relationship between a particular business and 
the organization. 

The organization mark also performs a “guaranty” function to the extent of 
guaranteeing the quality of the product or article of any member, of vouching for 
the method of manufacture, its combination in a trust or holding company, or other 
common features (e.g., “trust free’). Where the goods of all members have uni- 
form peculiarities of production the mark is a standardization mark.” Because of 
the guarantee function the organization mark is a symbol of the collective good-will of 
the organization. If a mark is associated with a particular community, region or coun- 
try, and not a private organization, it usually identifies the source or origin of a prod- 
uct in a particular locality. 

The advertising function is performed somewhat differently, however, for the 
organization mark advertises for the entire membership and makes them the common 


26. Id. § 45. 

27. Examples of marks to certify regional origin are “Idaho” for potatoes, “Mohawk Valley” 
for apples, “Minnesota” for flour, “Sheffield” for steel. 

28. Standardization mark is the term used in the English law for the “Special Trade-Marks” 
of Section 62, Trade-Mark Act, 1905, 5 Edw. VII, c. 15. 
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beneficiaries of extensive and expensive advertising. The mark itself is an advertise- 
ment of and for the organization and enables small producers to profit therefrom. 

International protection of the organization mark was inaugurated by Article 
7b of the International Convention for the Protection of Industrial Property of 1883, 
as revised in 1911.% The organization mark, however, differs so much in character 
from the ordinary trade-mark that several countries have been unable to protect it 
without specially enacted statutes. 

Under an Act of 1938, amending the Trade-Mark Acts of 1905 and 1920, the 
agency applying for registration of a collective mark was considered the owner of the 
mark. Section 2 of the 1938 Amendment indicates that a natural or juristic person 
can be the owner of a collective mark “even though not possessing an industrial or 
commercial establishment.’*” From this language it was concluded that a person 
who owns such an establishment may also be the owner of a certification mark. The 
new Act, however, clarifies the law in as much as a certification mark may be can- 
celled if the registrant’s business establishment engages in the production or mar- 
keting of any goods or services to which the mark is applied.” 


6. Marks Used by Related Companies 


“The term ‘related company’ means any person who legitimately controls or is 
controlled by the registrant or applicant for registration in respect to the nature and 
quality of the goods or services in connection with which the mark is used.”** Under 
the new Act, the use of a mark registered or sought to be registered by a company 
related to the registrant or applicant “shall inure to the benefit” of the latter and 
“shall not affect the validity of such work or of its registration provided such mark 
is not used in such manner as to deceive the public.”* It has been a cardinal prin- 
ciple in the statutory law of trade-marks that registration can only be sought by the 
owner or user of the mark. This exemption recognizes that a holding, parent or 
control corporation can be the owner of a registered trade-mark which is in fact used 
by its sudsidiary and vice versa.“ If a parent corporation has had a trade-mark 
registered for many years, its subsidiary may properly claim the benefits of the 
priority enjoyed by its parent. And, conversely, should a system acquire a new sub- 
sidiary, any trade-mark priority enjoyed by the latter may inure to the benefit of its 
parent or another system subsidiary. Thus the Act gives realistic recognition and 


29. See Ladas, “The International Protection of Industrial Property” (1930) c. XX VII. 

30. See Thralls, “Collective Marks—The Act of 1938 Amending the Trade-Mark Act” 
(1940) 35 T.-M. Bull. 133; Benjamin, “Collective Marks Again,”id. at 345. 

31. Act, § 14 (d). 

32. Id. § 45. 

33. Id. § 5. 

34. In Keebler Weyl Baking Co. v. J. S. Ivins’ Son, 7 F. Supp. 211 (E. D. Pa., 1934), plaintiff 
was one of 16 wholly owned subsidiaries of the United Biscuit Co. of America, a holding company 
owning all the stock of its subsidiaries and controlling their policies and their methods of sale 
and manufacture. With plaintiff's consent, some seven of the other subsidiaries produced the 
same cracker and sold it in similar cartons, marked with their respective names. The cartons 
were manufactured by another subsidiary. This was the beginning of the development of a 
mark of the holding company. In Greyhound Corp. v. Goberna, 128 F. (2d) 806 (C. C. A. 5th, 
1942), the plaintiff corporation had many wholly or partially owned subsidiaries, each of which 
used the word “Greyhound” as part of its corporate name. 
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practical effect to a universally established commercial practice and by so doing 
properly throws into discard such evasive stratagems as license agreements, agencies 
and assignments of trade-marks which have been in vogue despite serious doubts as 
to their legality.* 


B. Marks Registrable on the Supplemental Register 


The new Act authorizes a supplemental register which continues the present 
register for marks qualifying under the Trade-Mark Act of 1920.%° The existing 
requirement of one year’s lawful use has been retained but it is expressly provided 
that the Commissioner may waive that showing when it is established that the ap- 
plicant has begun the lawful use of his mark in foreign commerce and that domestic 
registration is prerequisite to foreign protection of his mark.” 

The significance of this provision becomes apparent when it is recognized that 
many foreign countries condition the registrability of marks of United States 
citizens upon domestic registration. Many rights which are locally protected under 
our legal theories of designs, copyrights or even unfair competition may only be 
protected abroad by foreign registration. And to give further effective protection 
to our export trade, for the purpose of the supplemental register the new definition 
of a registrable mark includes any device or symbol that distinguishes an applicant’s 
goods or services. 

Marks on the supplemental register may be descriptive, geographical or sur- 
names. Their registrations, however, is not prima facie evidence of the registrant’s 
ownership or the validity of the trade-mark nor does it constitute constructive no- 
tice of the registrant’s claim of ownership; it will not be published in the Official 
Gazette, is not subject to opposition, may, however, be cancelled at any time at the 
instance of any person who believes he is or will be damaged by its registration. For 
the mark may not become incontestable. Its registration may not be filed in the 
Treasury Department or be used to stop importation of merchandise bearing an in- 
fringing trade-mark. 

Should a mark registered on the supplemental register subsequently develop a 
distinctiveness that would qualify it for the principal register, such a transfer may 
then be effected.** 


II. Effect of Federal Registration 
A. Procedural Effects 


A trade-mark right is not acquired by registration. Under the old Act the law of 
trade-mark registration is adjective, not substantive; the right to a trade-mark 
does not depend upon the statutory enactments. It stems from common law and is 
perfected by prior appropriation and use. The statute provides only a federally con- 


35. See, e.g., United States Ozone Co. v. United States Ozone Co. of America, 62 F. (2d) 
881 (C. C. A. 7th, 1932). 
36. Act, §§ 23, 46. 
37. Id. § 23. 
38. Id. § 27. 
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trolled place of registration and declares that the federal courts have original and 
appellate jurisdiction in trade-mark cases. 

Thus the incentive to registration was not strong enough and some concerns 
deliberately abstained from registering marks which they used only in a small way. 
When later in good faith, the same or a similar mark was adopted and began to 
be nationally advertised these “ambush” marks would be used for the purpose of 
making claims against the innocent infringer who would in many cases have to settle 
upon the terms of the concern having priority of use. It is indeed true that the 
common law as to trade-marks has not been repealed by the new statute and the 
right to register is still determined by priority of usage. However, the remedies 
available to the nonregistrant who has priority of usage have been sharply curtailed 
in favor of the bona fide infringer.” 

Although registration is merely declaratory of title to the mark, the Patent 
Office conducts a preliminary examination of tlie mark itself. The care with which 
the Patent Office examines applications for trade-mark registration justifies “the 
strong legal presumption that the decision by these qualified experts was correct.’ 
Therefore, registration of the trade-mark by the Patent Office gives rise to a pre- 
sumption of its validity and the registrant’s ownership. 

The new Act codifies this presumption and adds that the certificate of registra- 
tion shall not preclude an opposing party from proving any legal or equitable de- 
fense or defect which might have been asserted if such mark had not been reg- 
istered. 

The acquisition of ownership rests upon the substantive laws of the several states 
and in this respect the federal registration of a trade-mark differs from a patent 
and copyright. As distinguished from patents and copyrights, under the old law, 
federal trade-mark registration did not constitute constructive notice thereof to the 
public. The new Act ascribes such effect to marks registered on the principal 
register.*® 


B. Incontestability 


Prior to the registration of a mark upon the principal register a “person who 
believes that he would be damaged by the registration’ may institute an opposition 
proceeding ; after the registration any such person may seek cancellation thereof.*° 
Though a notice of opposition must be filed within thirty days after the publication 
of the mark sought to be registered, the old Trade-Mark Act imposed no time limit 
upon the institution of cancellation proceedings. It was recognized that this left 






39. Id. § 33 (a) in connection with §§ 49 and 33 (b) (5). 

40. See Feil v. American Serum Co., 16 F. (2d) 88, 89 (C. C. A. 8th, 1926); also, Planten 
v. Gedney, 221 Fed. 281, 283 (S. D. N. Y., 1915), rev’d, 224 Fed. 382 (C. C. A. 2d, 1915), 
amended, 228 Fed. 338 (C. C. A. 2d, 1915). 

41. Act, § 33 (a). 

42. See United States Printing & Lithograph Co. v. Griggs, Cooper & Co., 279 U. S. 156, 
159 (1929); American Trading Co. v. H. E. Heacock Co., 285 U. S. 247, 258 (1932) ; General 


Baking Co. v. Gorman, 3 F. (2d) 891, 894 (C. C. A. Ist, 1925), cert. denied, 268 U. S. 705 
(1925). 


43. Act, § 22. 
44. Id. § 13. 
45. Id. § 14. 
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the registration open to challenge in perpetuity and subjected registrants to a con- 
tinuing risk.“ The new Act, therefore, contains the so-called incontestability clause 
of Sections 14 and 15, and here we have one of its most significant innovations, for it 
his a vital effect upon the substantive law of trade-marks.“ Section 14 declares that 
five years after registration or republication under this Act—hence at the earliest in 
1952—a trade-mark registered on the principal register** shall no longer be open to 
cancellation proceedings. All incontestabl marks will be given the status of technical 
trade-marks just as the so-called ten-year marks were considered technical marks 
under the Act of February 20, 1905. 

However, the incontestability clause merely precludes an attack upon the validity 
of a registration after a certain period of time, and should not be invocable as an 
aggressive device in aid of unfair competition or to shield and secure any inherently 
defective mark. Therefore, a trade-mark that has lost its nature as a trade-mark or 
has been abandoned or a registration initially tainted with fraud or other illegality 
cannot claim the sanctuary provided by this clause. And, finally, a mark can be 
cancelled at any time if it is attached to a patented article and has become the 
descriptive or generic name for that type of article. 

A parallel provision deals with the certification mark. Such a mark is denied the 
privilege of incontestability if it is used illegally—and in this respect the anti-trust 
laws are of prime interest—or if it can no longer be regarded as a certification mark, 
e.g., when the registrant uses the mark in connection with articles or services he him- 
self produces or markets. 


Where the immunity from attack provided by the incontestability clause is not 


available, the Federal Trade Commission sua sponte can institute a cancellation pro- 
ceeding. 


Section 15 further develops presumption of ownership, which derives from the 
registration of a mark, by allowing it to blossom into an incontestable right after 
its continuous use for five consecutive years and Section 33(b) dignifies the certifi- 
cate of registration as conclusive evidence of the registrant’s exclusive right to the 
use of the registered mark. 

Since any registered trade-mark can be tested in a court of equity, an injunction 
may be sought. The court then may determine the right to registration, order the 
cancellation of registrations, in whole or in part, restore cancelled registrations, and 
otherwise rectify the register with respect to the registrations of any party to the 
action. Under the new Act the scope of an injunction is limited. After five years, 
injunction can only be brought in cases where cancellation can be applied for, i.c., 
if the mark has been abandoned or fraudently or unlawfully obtained. 


46. See Procter & Gamble Co. v. J. L. Prescott Co.,77 F. (2d) 98, 103 (C. C. P. A., 1935) ; 
Pemberton, “The ‘Chipso’ Trade-Mark” (1933) 28 T.-M. Bull. 320; Note (1935) 30 T.-M. Bull. 
162. 

47. Therefore there will doubtless be renewed interest in the question whether Congress can 
properly legislate thereon. For an affirmative answer, see 2 Callmann, “Unfair Competition 
and Trade-Marks” (1945) 1668. 


48. Registration on the supplemental register shall not receive the advantage of this innova- 
tion. Act, § 26. 
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It should not be overlooked that the incontestability clause may, in some in- 
stances, work a hardship upon the small business man, who has neither time nor 
faculty to search the registers and the Official Gazette. It may also lead to misuse 
of the mark by the trade-mark owner, unless the incontestability privilege is counter- 
balanced and neutralized by judicial efforts to restrict the scope of protection of 
marks that consist substantially of descriptive or otherwise defective terms. 

From the standpoint of analytical evaluation the incontestability clause endows 
the trade-mark as a juridical institution with a higher conceptual standing than it 
had before. It can hardly be denied that there is no distinction between an incon- 
testable, exclusive right and a property right so that the new Act implicitly demon- 
strates Congressional willingness to recognize the trade-mark as a property right. 
The exceptions to which this clause is subjected do not detract from this highly 
salutary result. They are nothing more than the usual limitations imposed upon 
every property right: the existence of its material substratum and the legality of its 
use. 

III. Assignment of Trade-Marks 


Early doctrine had it that a trade-mark could only be transferred with the busi- 
ness to which it relates, and this was almost universally accepted. With modern 
commercial development, the failings of this doctrine became evident. It became 
increasingly obvious that a more liberal approach would be more consonant with 
justice, and the demand for it grew more insistent. In England the law under- 
went a drastic change,” and the courts in this country have indicated a willingness 
to effect the change by way of interpretation. 

The development of the law on transfer of trade-marks is best evidenced by 
contrasting the provision of the Trade-Mark Act of 1905 with the wording of the 
new Act: 

The old Section 10 reads as follows: ‘That every registered trade-mark, and 
every mark for the registration of which application has been made, together with 
the application for registration of the same shall be assignable in connection with 
the good-will of the business in which the mark is used.” 

Section 10 of the new Act reads as follows: “A registered mark or a mark for 
which application to register has been filed shall be assignable with the good-will 
of the business in which the mark is used or with that part of the good-will of the 
business connected with the use of and symbolized by the mark, and in any such 
assignment it shall not be necessary to include the good-will of the business con- 
nected with the use of and symbolized by any other mark used in the business or by the 
name or style under which the business is conducted: Provided, that any assigned 
registration may be cancelled at any time if the registered mark is being used by, or 
with the permission of, the assignee so as to misrepresent the source of the goods or 
services in connection with which the mark is used.” 


49. English Trade-Marks Act, 1938, 1 & 2 Geo. VI, c. 22, § 22 (1): “Notwithstanding any 
rule of law or equity to the contrary, a registered trade-mark shall be . . . . assignable and 
transmissible either in connection with the good-will of a business or not.” The entire section 
is subject to the limitation that no assignment shall be allowed if it is likely to deceive the public 
or cause confusion. 
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This development is predicated upon the following basic principles : 

(1) The transfer of a trade-mark is the transfer of the good-will it symbolizes. 
It is, therefore, this intangible value, and not the physical assets of the business 
which the trade-mark represents ; 

(2) Good-will is not an indivisible unit, but may vary with the association of 
ideas which the trade-mark generates. We may, therefore, distinguish between the 
good-will of a particular individual, or an impersonal organization, of a place of 
manufacture, or of natural source of supply, of qualities or other properties of one, 
several or all articles of a business ; 

(3) In every transfer, the court must determine the function of the particular 
trade-mark, viz., whether it indicates origin, guarantees properties of the article, 
or is merely an advertising device, or whether several of these functions are com- 
bined ; 

(4) A transfer which is likely to work a deception upon the public will not 
be tolerated. 

Analytically, the fourth consideration is the most significant; the others are 
merely explanations of or bases for legal reasoning. If a prospective transfer is 
otherwise lawful—e.g., not violative of the anti-trust laws—the only limitation on it is 
that which is dictated by public policy. 


IV. Abandonment and Estoppel 
A. Abandonment 


A trade-mark owner may abandon his right. He may discontinue its use or con- 
sciously transfer or surrender his claim to the mark by actually consenting to its 
use by others. Abandonment is a matter of intention. A trade-mark owner may 
also lose his trade-mark rights because the mark itself was deprived of its distintive- 
ness and developed into a generic term. This will occur if the trade-mark owner is 
either apathetic to such a development or does not or cannot take steps to combat 
it. An owner’s inability to prevent the development may be attributable to the 
fact that the public reaction was more compelling than his efforts to influence 
it.” 

Indeed, it may be rather difficult to determine, in a particular case, whether the 
trade-mark owner intentionally abandoned his right thereto or negligently failed to 
protect it or prevent it from developing into a generic designation. The line of 
demarcation between abandonment and loss of distinctiveness may be vague and 
shadowy. The new Act, unfortunately completely neglecting the distinction between 
the two concepts, provides that a mark shall be deemed to be abandoned not only 
when its use has been discontinued intentionally but also when the mark has lost 
its significance as an indication of origin.” In both cases, the mark is fair game for 
cancellation even after the five year period which confers incontestability upon the 


50. See, e.g., “Aspirin” in Bayer Co. v. United Drug Co., 272 Fed. 505 (S. D. N. Y., 1921), 
and “Cellophane” in Du Pont Cellophane Co. v. Waxed Products Co., 85 F. (2d) 75 (C. C. A. 
2d, 1936), cert. denied, 299 U. S. 601 (1936). 

51. Act, § 45. 
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ordinary trade-mark.” Section 45 (b) of the new Act makes reference to the 
“course of conduct of the registrant” that results in the loss of distinctiveness. But 
the statute does not clearly and unequivocally declare that if such a loss results not- 
withstanding the efforts of the registrant to the contrary, the same result shall ob- 
tain. There appears to be no conceivable justification for holding that a mark that 
has lost its distinctiveness because of the negligence of the registrant shall be sub- 
ject to cancellation while a mark that has become generic against the will of its 
owner shall be incontestable. 

The new Act, however, properly provides that nonuse for two consecutive years 
shall be prima facie abandonment™ and that a registration shall be cancelled by the 
Commissioner after a nonuse of six years, unless the registrant shows that the mark 
is still in use or that its nonuse is excusable and not attributable to any intention to 
abandon the mark.™ 


B. Estoppel 


Estoppel represents an equitable defense and the different attitude of courts of 
Equity and the Court of Customs and Patent Appeals or the Patent Office towards 
this defense has long been generally deplored. The patent authorities have refused 
to apply the doctrine of laches. On the other hand, courts have repeatedly stated 
that Congress by the enactment of the Trade-Mark Act of 1905 obviously did not 
intend to authorize the registration of a trade-mark, the use of which could be pre- 
vented by resort to common law.” The new Act abolishes the discrepancy between 
courts and Patent Office in this respect and provides that “in all inter partes pro- 
ceedings before the Patent Office equitable principles of laches, estoppel and 
acquiescence, where applicable, may be considered and applied.”” 


V. Trade-Mark “Monopoly” 


Sometimes the question of the relationship between a “trade-mark monopoly” 
and the anti-trust laws arises. There are undoubtedly more cases than are known 


52. Id. § 14. 

53. Id. § 45. 

54. Id. § 8. 

55. Cluett, Peabody & Co. v. Hartogensis, 41 F. (2d) 94 (C. C. P. A., 1930); Skookum 
Packers Ass'n v. Pacific Northwest Canning Co., 45 F. (2d) 912 (C. C. P. A., 1930); cert. 
denied, 283 U. S. 858 (1931); Cluett, Peabody & Co. v. Wright, 46 F. (2d) 711 (C. C. P. A, 
1931) ; Heger Products Co. v. Polk Miller Prod. Corp., 47 F. (2d) 966 (C.. C. P. A., 1931); 
Traub Mfg. Co. v. R. Harris & Co., 53 F. (2d) 416 (C. C. P. A., 1931); Procter & Gamble 
Co. v. J. L. Prescott Co., 77 F. (2d) 98 (C. C. P. A., 1935); Abell v. Beatrice Creamery Co., 
79 F. (2d) 751 (C. C. P. A., 1935); Pennsylvania Petroleum Co. v. Pennzoil Co., 80 F. (2d) 
67 (C. C. P. A., 1935); White House Milk Products Co. v. Dwinell-Wright Co., 111 F. (2d) 
490 (C. C. P. A., 1940). But it is different if the “affirmative acts” of one lulled the other into 
a false sense of security. Cluett, Peabody & Co. v. Hartogensis, supra; Heger Products Co. v. 
Polk Miller Prod. Corp., supra; Malone v. Procter & Gamble Co., 65 F. (2d) 154 (C. C. P. A., 
1933). 

56. Yale Electric Corp. y. Robertson, 26 F. (2d) 972 (C. C. A. 2d, 1928) ; California Pack- 
ing Corp. v. Tillmann & Bendel, 40 F. (2d) 108 (C. C. P. A., 1930) ; Sun Maid Raisin Growers 
of Calif. v. American Grocer Co., 40 F. (2d) 116 (C. C. P. A., 1930); B. F. Goodrich Co. v. 
er 40 F. (2d) 99 (C. C. P. A., 1930) ; Levy v. Uri, 31 App. D. C. 441 (1908). 

7. Ate, § 19. 


ST SS eT 


16 THE TRADE-MARK BULLETIN 37 T.-M. Rep. 


to or anticipated by the public in which trade-marks are employed for the purpose 
of implementing and strengthening patterns of restraint of trade. So the joint use 
of trade-marks by associations as well as by few dominant concerns serves to ex- 
clude outsiders and deprive smaller independent competitors of the chance to com- 
pete. Examples may be found in domestic and international trade. In per- 
mitting the registration of collective and certification marks the new Act stresses 
the necessity of a showing of “legitimate control over the use of the mark” ;* and 
similarily in the case of “marks used by related companies” registration is condi- 
tioned upon the legitimacy of the relationship.” But it seems too heavy a penalty to 
deny invulnerability to an otherwise uncontestable mark which “has been or is being 
used to violate the anti-trust laws.’”** The mere fact that a trade-mark owner may 
use his mark in a manner not contemplated by the law of trade-marks, but in re- 
straint of trade, does not necessarily suggest that a trade-mark is inherently 
monopolistic in nature. It is axiomatic that the trade-mark is not a “monopoly” 
within the meaning of the anti-trust laws.® It does not, moreover, even have the 
same monopolistic implications as does a patent. Unlike the proprietor of a patent, 
the trade-mark owner may not monopolize his trade-mark by a mere negative and 
prohibitive use thereof. The trade-mark owner does not have the right to a par- 
ticular word but to the word used as the symbol of particular goods. There is no 
monopoly in a word ; any one may use the same word in a nontrade-mark sense or in 
a manner that avoids injury to the rights of the trade-mark owner. We are not 
here concerned with the autocracy of an exclusive right nor its monopolistic tenden- 
cies, but with the rights and duties that inevitably arise out of a competitive relation- 


ship. That is to say, any exclusive right claimed by one must be limited by the 
commercial necessity on the part of others and, even absent any exclusive right, 
the free use by others must be bounded by the rules of fair competition. The 
semantic import of the trade-mark is not alone the reason for affording it protection. 


58. Cf. Borchardt, “Are Trade-Marks an Anti-Trust Problem?” (1943) 31 Geo. L. J. 245, 
(1943) 33 T.-M. Rep. 49; Diggins, “Trade-Marks and Restraint of Trade” (1944) 32 Geo. L. J. 
113, (1944) 34 T.-M. Rep. 71; Zlinkoff, “Monopoly versus Competition: Significant Trends in 
Patent, Anti-Trust, Trade-Mark, and Unfair Competition Suits” (1944) 53 Yale L. J. 514; 
Taggart, “Trade-Marks: Monopoly or Competition?” (1945) 43 Mich. L. Rev. 659; Hall, 
“Possible Monopoly Implications in The Trade-Mark Bill” (1944) 32 Geo. L. J. 171. 

59. Act, § 4. 

60. Id. § 5. 

61. Id. § 33 (b) (7). 

62. See Great Atlantic & Pacific Tea Co. v. Cream of Wheat Co., 224 Fed. 566, 672 (S. D. 
N. Y., 1915), aff'd, 227 Fed. 46 (C. C. A. 2d, 1915) ; Independent Baking Powder Co. v. Boor- 
man, 130 Fed. 726, 728 (C. C. D. N. J., 1904) ; Sen. Rep. No. 1333, supra note 1, at 3; Rogers, 
“Freedom and Trade-Marks” (1944) 34 T.-M. Rep. 55. By Professor Chamberlin’s theory of 
monopolistic competition [Chamberlin, “The Theory of Monopolistic Competition” (1933) ] 
under which pure competition requires complete standardization, not only of the goods, but also 
of the sellers, and under which the slightest differentiation constitutes monopoly, “the protection 
of trade-marks from infringement and of businessmen generally from the imitation of their 
products known as ‘unfair trading’ is the production of monopoly” ; and “to permit such infringe- 
ments and imitations would be to purify competition by eliminating monopoly elements.” /d. at 
204. This “monopoly” of an analytical economic theory is in nature different from the “monopoly” 
concept of the anti-trust laws. 

63. United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 (1918); National Fruit Prod. Co. v. 
Dwinell-Wright Co., 47 F. Supp. 499 (D. Mass., 1942), aff'd, Dwinell-Wright Co. v. National 
Fruit Prod. Co., 129 F. (2d) 848 (C. C. A. Ist, 1942). 
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Upon legal and logical analysis, a trade-mark is in its nature dlifferent from the 
words of which it consists. As indicated above, the mark also serves to identify 
the origin of the products to which it relates, to “guarantee” their standard quality, 
and to advertise them to the public. The significance of a trade-mark, therefore, is 
determined by the association of ideas it generates. The recognized property right 
in a trade-mark is not merely a property in its words. Unless the mark is a mean- 
ingless, arbitrary or fanciful word, a mark evolves out of the transformation of 
common words or pictures from their general or primary meaning into a trade- 
mark or secondary meaning or out of the adaptation of primary meaning to a 
trade-mark use.“ The trade-mark owner desirous of exploiting all the functions 
of the trade-mark successfully, would be wise to avoid the primary meaning of the 
words of which the mark consists; the competitor who then uses the same word in 
its primary meaning is under the affirmative duty of scrupulously avoiding its sec- 
ondary meaning and any trade-mark use. 

While the exclusive right of the trade-mark owner cannot be invaded with 
impunity, it nevertheless does not deny the right of any competitor to describe 
the species, quality and origin of his goods or services in the words of the common 
language, or to use his own name to indicate that he is the owner of the business. 
On the other hand, free use of the common language and of one’s own name must 
be limited to this purpose. It has been said that a business man “has no right to 
appropriate a sign or a symbol which, from the nature of the fact it is used to signify, 
others may employ with equal truth, and therefore have an equal right to employ for 
the same purpose.’”* This holds true if he who claims the right also uses the word 
or name descriptively. But it should also be recognized that, as a general rule, he 
who appropriates a trade-mark has a purpose markedly different from the purpose of 
others who use the word descriptively. Therefore, the new Act expressly states 
that the use of a word which another uses as a trade-mark is free not only if it is 


used “‘otherwise than as a trade- or service mark” but also if it is used ‘fairly and in 
good faith.’’® 





























VI. Remedies 
A. Injunction 
1. Innocent Infringer 
An injunction may be justified even though the defendant is innocent. Since 


unfair competition is a tort, all who participate are answerable as principals, and 
as such, may be sued jointly or severally.” Under the new Act, therefore, the owner 
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64. In Wotherspoon v. Currie, L. R. 5 H. L. 508 (1872), the Glenfield Starch case, Lord 
Westbury said that the name of the place “Glenfield” had become a trade denomination for the 
plaintiff’s starch; it no longer had its ordinary meaning, and, in connection with starch, had 
acquired a peculiar secondary significance. 

65. Canal Co. v. Clark, 13 Wall. 311, 324 (U. S. 1871), quoting Amoskeag Mfg. Co. v. 
Speare & Ripley, 2 Sand. 599, 606 (N. Y., 1849). 

66. Cf. Celluloid Mfg. Co. v. Cellonite Mfg. Co., 32 Fed. 94, 98 (C. C. D. N. J., 1877): 
“As a common appellative, the public has a right to use the word for all purposes of designating 
the article or product, except one,—it cannot use it as a trade-mark.” 

67. Act, § 33 (b) (4). 
68. Lever Bros. Co. v. J. Eavenson & Sons, Inc., 7 F. Supp. 679 (S. D. N. Y.,. 1934). 
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of a registered trade-mark may seek an injunction also against the maker or printer 
of such advertising material as labels, signs, prints, packages, wrappers, receptacles, 
who, in connection therewith, uses a mark confusingly similar to the plaintiff's, but 
he shall not be entitled to recover profits or damages unless the acts have been com- 
mitted with knowledge that such mark is intended to be so used as to cause confusion 
or mistake or to deceive purchasers.” If the defendant is engaged solely in the busi- 
ness of printing the mark for others and he establishes the fact that he acted in ig- 
norance of the resulting infringement, the injunction will be limited to “future print- 
ing.” He cannot, however, be enjoined from using the mark in connection with the 
articles to which it refers, because his exclusive function is the printing of the mark 
in question.” 

With respect to newspapers and similar publications the new Act specifically 
provides” that an injunction against an innocent infringer shall not be available if it 
could cause delay in the delivery of issue disseminated in the customary course of 
business “conducted in accordance with sound business practice.” 

2. Scope of Decree 

In principle, an injunction is preventive; it is issued to restrain the defendant 
from doing or continuing an act deemed to be unlawful. It is not the court’s func- 
tion—and it ordinarily refrains from so doing—to advise the defendant as to the 
manner in which he may lawfully conduct his business without infringing upon the 
plaintiff’s rights.** Such a direction may sometimes be obtained by way of a dec- 
laratory judgment. 

But it is not unusual for courts to issue mandatory injunctions, specifically direct- 
ing the defendant to do a particular act,’* and there are also cases in which the court, 
instead of directing affirmative acts, suggests that the defendants submit a list of 
proposals for the court’s approval,” or restrains the defendants until “they shall sub- 
mit to the District Court a plan of business which will satisfy the court that their 
[article] will not be confused with that of the complainant, and will not in any wise 


69. Act, § 32 (2) (a). 
70. In Canister Co. v. Owens-Illinois Glass Co., 95 F. (2d) 303 (C. C. A. 3d, 1938) the 
court refused to enjoin the supplier on the theory that the defendant was not responsible for his 
customer’s act; the Court referred to Federal Elec. Co. vy. Flexlume Corp., 33 F. (2d) 412 
(C. C. A. 7th, 1929), cert. denied, 280 U. S. 590 (1929). 

71. Act, § 32 (2) (c). 

72. Charles E. Hires Co. v. Consumers’ Co., 100 Fed. 809 (C. C. A. 7th, 1900) ; Van Houten 
v. Hooton Cocoa & Choc. Co., 130 Fed. 600 (C. C. D. N. J., 1904) ; Myles Standish Mfg. Co. v. 
Champion Spark Plug Co., 282 Fed. 961 (C. C. A. 8th, 1922) ; Andrew Jergens Co. v. Bonded 
Products Corp., 13 F. (2d) 417 (E. D. N. Y., 1926), mod., 21 F. (2d) 419 (C. C. A. 2d, 1927), 
cert. denied, 275 U. S. 572 (1928) ; Vick Chemical Co. v. Strohmeir, 39 F. (2d) 89 (E. D. Pa., 
1930) ; Potter Press v. C. W. Potter, Inc., 303 Mass. 485, 22 N. E. (2d) 68 (1939); Oneida 
Community v. Oneida Game Trap Co., 168 App. Div. 769, 154 N. Y. Supp. 391 (3d Dep't, 1915). 

73. Burger Brewing Co. v. Maloney-Davidson Co., 86 F. (2d) 815 (C. C. A. 6th, 1936) ; 
Société Vinicole de Champagne v. Mumm Champagne & Importation Co., 13 F. Supp. 575 
(S. D. N. Y., 1935); O. & W. Thum Co. v. A. K. Ackerman Co., 257 Fed. 394 (C. C. A. 6th, 
1919) ; Shredded Wheat Co. v. Humphrey Cornell Co., 250 Fed. 960 (C. C. A. 2d, 1918) ; Coca- 
Cola Co. v. Gay-Ola Co., 211 Fed. 942 (C. C. A. 6th, 1914) ; Rushmore v. Saxon, 154 Fed. 213 
(Cc. C. &. D. N. ‘Y., 67). 

74. New York World’s Fair 1939 v. World’s Fair News, 163 Misc. 661, 297 N. Y. Supp. 923 
(Sup. Ct., 1937). 
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unfairly affect complainant’s business,”** or permits the continued use of a contested 
word on the condition that the defendant adds distinguishing marks” or explanatory 
statements.” 

Under the new Act an injunction “may include a provision directing the de- 
fendant to file with the court and serve on the plaintiff within thirty days after the 
service on the defendant of such injunction, or such extended period as the court 
may direct, a report in writing under oath setting forth in detail the manner and 
form in which the defendant has complied with the injunction.” 







B. Damages 


With respect to damage the new Act makes it clear that treble damages are not 
to be regarded as a penalty but as compefisation™ and it provides that: “If the court 
shall find that the amount of the recovery based on profits is either inadequate or 
excessive the court may in its discretion enter judgment for such sum as the court 
shall find to be just, according to the circumstances of the case.’’° 








VII. International Conventions 













Foreign trade-mark owners domiciled in the United States, of countries which 
by treaty or law offer similar privileges to citizens of the United States, may seek 
trade-mark registration here. This principle of reciprocity results in an unequal 
treatment of foreign trade-mark owners. Thus, for example, though a French 
manufacturer can register in the United States a trade-mark used in connection 
with tobacco manufactured by him, an Italian citizen is not entitled to that privilege, 
because the Italian government’s monopoly over the manufacture of tobacco would 
prevent an American citizen in Italy from registering his trade-mark for tobacco 
he manufactures.” 


a ia ll eal 


The owner of a trade-mark registered in a foreign country may apply for reg- 
istration in the United States if reciprocal benefits are available. If the foreign 
applicant files within four months of the date of his foreign application, his appli- 
cation in the United States will date back to the foreign application. In such a case, 











75. See Chapin-Sacks Mfg. Co. v. Hendler Creamery Co., 254 Fed. 553, 559 (C. C. A. 4th, 
1918). 

76. O. & W. Thum Co. v. Dickinson, 245 Fed. 609 (C. C. A. 6th, 1917), cert. denied, 246 
U. S. 664 (1918); O. & W. Thum Co. v. A. K. Ackerman Co., 257 Fed. 394 (C. C. A. 6th, 
1919). 

77. See especially the cases involving the use of plaintiff's family name by defendant: 
International Silver Co. v. Rogers, 72 N. J. Eq. 933, 67 Atl. 105 (1907); Allegretti Chocolate 
Cream Co. v. Keller, 85 Fed. 643 (C. C. S. D. N. Y., 1898) ; Stark v. Stark Bros. Nurseries & 
Orchards Co., 257 Fed. 9 (C. C. A. 8th, 1919), aff'd, 255 U. S. 50 (1921); W. R. Speare Co. v. 
Speare, 49 App. D. C. 318, 265 Fed. 876 (1920), quoting Stark Bros. Nurseries & Orchards Co. 
v. Stark, 248 Fed. 154. (W. D. Mo., 1918), mod., 257 Fed. 9 (C. C. A. 8th, 1919), aff’d, 255 U. S. 
50 (1921) ; Coty v. Parfums de Grande Luxe, 298 Fed. 865 (C. C. A. 2d, 1924), cert. denied, 266 
U. S. 609 (1924) ; Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554 (1908) ; 
L. E. Waterman Co. v. Modern Pen Co., 235 U. S. 88 (1914) ; Rowley v. J. F. Rowley Co., 161 
Fed. 94 (C. C. A. 3d, 1908) ; J. F. Rowley Co. v. Rowley, 18 F. (2d) 700 (C. C. A. 3rd, 1927). 

78. Act, § 34. 

79. Id. § 35. 

80. Ibid. 

81. De Nobili v. Scanda, 198 Fed. 341 (W. D. Pa., 1912). 
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however, registration will not be granted prior to actual registration in the foreign 
country. This discrimination between foreigners and citizens should be eliminated 
under the national-treatment clause of Article 2 of the Paris Convention, a self- 
executing international stipulation to which the United States is party.” 

These reciprocity laws are, in reality, boomerangs. A foreign trade-mark owner, 
who had no prior use of the mark in the United States, is required to show a cor- 
responding registration in his home country. This limitation is equally applicable 
to American trade-mark owners. Thus, an American trade-mark owner engaged in 
foreign trade can only seek foreign registration for the same mark registered in the 
United States; even though he might wish to adapt his foreign registration to a 
form more suitable for use there. And, similarly, he can only register for the goods 
covered by his United States registration, even though he might wish to use the 
mark for other goods. Moreover, an American trade-mark owner who is primarily 
interested in foreign trade, and who for one reason or another, is either unable or 
unwilling to register his mark in the United States, will be denied the right to seek 
registration in the foreign country. Under the Act of 1905, a foreigner who can 
prove use in the United States may register without showing a corresponding 
registration in his home country; a national of the United States, however, though 
he may have used his mark in Germany, for many years, will be denied registration 
in that country unless he can show registration in the United States. The new Act 
removes this inconsistency. 

A trade-mark registered in a foreign country may be registered pursuant to 
section 1 (a) of the Trade-Mark Act of 1920 through the International Bureau at 
Havana provided by the 1910 Convention in Buenos Aires. In such a case, the reg- 
istration is not confined to the technical concept of a trade-mark ; “we place upon our 
register marks coming from foreign countries which apparently are cartons or 
labels or wrappers.”™ Section 44 (a) of the new Act, with respect to the regis- 
ter for international marks, continues the existing procedure under Section 1 (a) of 
the Act of 1920, though somewhat more broadly. It authorizes the Commissioner to 
keep a separate “register of all marks communicated to him by the international 
bureaus provided for by the conventions for the protection of industrial property, 
trade-marks, trade and commercial names, and the repression of unfair competition 
to which the United States is or may become a party.” Such marks, duly registered 
in the country of origin of the foreign applicant, may, if eligible, be registered either 
on the principal or supplemental registers, without any showing of prior use in this 
country. It is noteworthy that paragraph (g) of this Section extends protection 
against unfair competition, in a manner not heretofore possible, to the trade names 

or commercial names of nationals or of businesses in foreign countries. 


82. Bacardi Corp. of America v. Domenech, 311 U. S. 150 (1940). 
83. Act, § 44 (c) reads as follows: “No registration of a mark in the United States by a 
[national resident or business of a foreign country] shall be granted until such mark has been 
registered in the country of origin of the applicant, unless the applicant alleges use in commerce.” 
“ 84. Ex parte Standard Oil Co. (New Jersey), 328 O. G. Pat. Off. 785; (1924) 15 T.-M. Rep. 
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TRADE-MARKS AND PATENTS—INTANGIBLES OF OPERATING 
ABROAD* 


By Walter E. F. Bradley+ 


The subject assigned to me—Trade-marks and Patents—lIntangibles of Operat- 
ing Abroad—seemed to me to be rather formidable and to cover considerable 
ground, so I asked the program maker just what he had in mind. His answer 
was that those now operating abroad and those considering such operations fre- 
quently do not realize the part played by intangibles, and he thought it would be 
of value to those attending this convention to briefly point out how best to utilize 
the protection afforded intangibles by most of the nations of the world. 

Now, just what are intangibles? They may be defined as patents, trade-marks, 
good-will and know-how. 

Patents and trade-marks are generally referred to as industrial property. Prac- 
tically every foreign country has extensive laws which deal with industrial property, 
but title to such property in each country does not run beyond its borders. Thus, 
if a United States national owns United States patents or trade-mark registrations, 
his rights under them do not extend outside the jurisdiction of the United States. 

Fortunately the leading industrial nations of the world got together in 1883 at 
Paris and formed the Union for the Protection of Industrial Property. They adopted 
a convention based on the principle that each member nation shall grant to the 
nationals of all other member nations the same rights with respect to industrial 
property as it grants its own nationals. 

This does not mean that if a national of one member nation obtains a patent or 
a trade-mark registration in his home country he automatically obtains protection in 
the other member countries, but that he is assured of the same protection and the 
same legal remedies as nationals of such other member countries with respect to 
patents and trade-marks he does take out in such countries. In taking out patents 
and trade-marks in foreign countries he must observe the rules and conditions im- 
posed upon the subjects and citizens of such countries. One of the greatest bene- 
fits of the international convention is the priority right under which an applicant for 
a patent or a trade-mark in one of the member countries enjoys a period of priority in 
which to apply for protection in other member countries. This period is twelve 
months in the case of patents and six months in the case of trade-marks. 

The international convention has been a tremendous influence in protecting the 
rights of foreigners doing business in the various countries of the Union and hence 
has been an important inducement to those seeking to invest capital in foreign 
trade. 

It was revised at Brussels in 1900, at Washington in 1911, at the Hague in 
1925 and at London in 1934. Practically every nation of the world is a member 


* Address at Third General Session, 33rd National Foreign Trade Convention, The Waldorf 
Astoria, New York, Tuesday, November 12, 1946, 11 a.m. 

+ Chairman, Sub-Committee on Industrial Property, Law Committee, National Foreign 
Trade Council; Manager, Patent Department, Otis Elevator Company, New York. 
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of the International Union, the notable exceptions being Argentina, China and Rus- 
sia. 

Good-will is an intangible that derives from fair trading and a good product. 
Its value builds up over the years and may be very great. Extensive use of trade- 
marks and their recognition by the public are a most important factor in the develop- 
ment of good-will. 

Know-how is that skill and knowledge acquired by a manufacturer in carrying 
on his production and may contribute greatly to his success. Frequently some of 
the know-how is patentable. 

To bring out the part intangibles may play in operations abroad I will assume 
that a United States corporation has been manufacturing wheelbarrows for years, 
that a new model is about to be put on the market and that a United States patent 
application has been filed on a valuable improvement. This company is called the 
Red Arrow Wheelbarrow Co. and uses as a word trade-mark the words “Red Ar- 
row” and also a red arrow as a picture trade-mark on every barrow sold. It has 
built up a good-will of great value and has developed in its factory a considerable 
know-how. It has in the past limited its sales almost exclusively to the domestic 
market and has been quite successful. 

The management has heard a lot about foreign trade and decides to investigate 
the possibilities of either putting up a branch plant in some foreign country or ex- 
panding the production of the company in the United States and exporting. 

First a survey is made to determine the market in various countries and naturally 
it is found that wheelbarrows are used quite universally. Then the questions of 
competition, import duties, taxes, freight rates, etc., are considered. Finally it is 
concluded that a branch factory would be profitable in Country X, which has a good 
supply of raw materials and labor, and which is adjacent to other countries affording 
a considerable market. It is also decided to export from the United States into 
Country Y, which is largely agricultural, through an importing firm in Country Y. 

At about this time some one brings up the question of whether there are any 
patents in Country X that might be infringed by manufacture there or in Country 
Y that might be infringed by sale in that country. A search is made and fortunately 
no conflicting patents are brought to light. However, the management is reminded 
of its own United States patent application and of the advisability of filing a patent 
application in Country X. It is also suggested that applications be filed in the 
countries adjacent Country X and also in Country Y. Since the United States appli- 
cation was only recently filed, and since Countries X and Y as well as the other 
countries in question are members of the International Union, advantage can be 
taken of the priority provisions of the International Convention and the date of filing 
of the United States application claimed for the applications in the foreign countries. 

The management decides to file application in its name in all the countries recom- 
mended and turns the job over to an International Patent Agent. It immediately 
appears that the foreign countries all have different languages, which means that 
the patent application has to be translated several times. It is also brought out that 
there are filing fees and that if patents are secured, annual taxes must be paid. 
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However, in due course, the various patents issue and protection is assured for 
terms varying from fifteen to twenty years. 

In the meantime similar investigations of the trade-mark situation are proceed- 
ing. It is found that the word-mark “Red Arrow” and also the symbol showing a 
red arrow have not been registered or used as trade-marks with respect to wheel- 
barrows or similar goods in any of the countries in which trade is contemplated. 
Were this not the case it might be necessary to select a new trade-mark or to negotiate 
for the right to use the red arrow marks with the proprietor thereof. 

It will be observed that the word-mark “Red Arrow” is meaningless in languages 
other than English and would doubtless be difficult for many foreigners to pronounce. 
On the other hand the symbol showing a red arrow is immediately recognized for 
what it is by anyone regardless of language. Thus the word-mark is not a par- 
ticularly good trade-mark, whereas the symbol is. 

These two marks were chosen to bring out the importance of selecting a trade- 
mark when operating abroad which will be distinctive, will not require translation 
to be intelligible, which will not be descriptive and which will be attractive. A good 
trade-mark must distinguish the goods of a manufacturer from those of his com- 
petitors. In selecting trade-marks the advice of experts in this field should be 
sought. 

The Wheelbarrow Company proceeds to register its two trade-marks in the 
various countries and is careful to do so in its own name. This latter is important 
in countries such as Country Y where the business is being handled by an agent. 
Cases have been known where an agent has registered his principal’s marks in his, 
the agent’s, name. Later on when the manufacturer has tried to enter this market 
himself he has found that he cannot use his own trade-mark unless he purchases the 
registration from his ex-agent. 

The terms of trade-mark registrations vary from ten to twenty years and are re- 
newable at the end of each term. It is important not to depart from the form of a 
trade-mark once it is adopted as it is the constantly recurring impression on the 
eye of the prospective purchaser that fixes the mark in his mind. 

The Wheelbarrow Company now reviews its good-will situation. Although it 
is the acknowledged leader of its industry in the United States it finds that in 
Countries X and Y its product is practically unknown. It therefore decides to 
do a considerable amount of advertising, in which it stresses its trade-mark so that 
when its wheelbarrows are put on the market the public will recognize them by the 
trade-marks they bear. It must be mentioned here that the use of trade-marks in ad- 
vertising is not strictly a trade-mark use as the latter is confined to use of the marks 
on the goods themselves. However, advertising does help to build up good-will and 
if the promises of the advertising are scrupulously carried out, it does not take long 
to build up a good-will of considerable value. 

It will be remembered that the Wheelbarrow Company is to build a plant in 
Country X. In addition to furnishing the capital for the buildings, tools, furnishings, 
etc., it must furnish the know-how, which can only be done by sending from the 
United States a sufficient number of skilled men to put the plant into operation. 
Furthermore as materials, tools and methods are continually being improved, so is 
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know-how being developed. Therefore continuous contact must be kept between the 
parent company and its branch. 

From the above recital of the activities of a fictitious company it is hoped that 
there will emerge a fairly clear picture of the part played by intangibles in opera- 
tions abroad. There are certain direct investments in intangibles which anyone 
engaging in foreign trade should carefully consider, whether he market his prod- 
ucts through agents, establish branch offices of his own or build manufacturing 
plants in other countries. These are 

(1) Adequate patent protection. 

(2) Registrations of carefully selected trade-marks. 

(3) Establishment of good-will. 

(4) Development of maximum know-how. 

These may involve a sizable sum but for the long pull there is little doubt that 
such investment will yield a satisfactory return. 

I have said nothing about the many dislocations brought about over the 
entire globe by the last world war. Perhaps a word about this might be of in- 
terest. 

Due to difficulties in communication, government restrictions on the transfer 
of funds and the concentration of effort in war activities, many patents lapsed in 
foreign countries through non-payment of the annual taxes and many trade-mark 
registrations expired without being renewed. In addition applications for many 
inventions which might have been filed under the international convention were 
not filed and consequently the priority rights were lost. 

Steps have been and are being taken in nearly every country to restore rights 
in patents by extending the period of priority, by permitting the payment of over- 
due taxes and by extending the period within which any action may be taken when 
the time for taking such action has expired. Likewise where trade-marks have ex- 
pired renewal may be affected as from the date of expiration. The United States 
Congress passed legislation covering these matters just before adjourning last 
August, but no privileges are granted to nationals of countries with which the 
United States was at war after December 7, 1941. 

As to German patents, their status is not clear, but attempts are being made to 
reestablish the patent office in Berlin. German-owned patents granted by the allied 
nations and seized by them are the subject of an accord signed at London July 27, 
1946, by which each government will license freely and without payment of royalty 
the nationals of the other allied nations under all former German-owned patents 
in its possession. 

The disposition of Japanese patents seems to rest with the Inter-Allied Com- 
mission and will undoubtedly be taken up in the Peace Treaty. 

In closing I would like to say that our state department has a keen realization 
of the desirability of safeguarding rights of all nations in intangibles and that most 
of the other nations are similarly minded. Thus it can be expected that in the future 
intangibles will play an increasing role in connection with American investments 
abroad. 
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CANCELLATION OF THE REGISTRATION OF A FOREIGN TRADE- 
MARK FOR LACK OF USE IN LATIN AMERICA 


By J. Bentata* 


Argentine.—According to formal legal dispositions in that country it does not 
appear that the lack of real exploitation or commercial use of the foreign trade-mark, 
within Argentine, might result in diminishing the rights of the registrants. There 
is no jurisprudence either as to possibility of cancellation in case of disuse. The 
effectiveness of the registration only lies with irregularity of the title or certificate. 

Registration is granted for ten years and may be renewed indefinitely for like 
periods. 

Bolivia.—The Bolivian legislation does not include any sanction for lack of use 
in Bolivia of a registered foreign trade-mark. It is important though that such trade- 
mark be used in the international business. 

Should ‘e apply for cancellation it could be easily counteracted by the mere 
production -ertificate legalized by the Consul of Bolivia to the effect that the 
registrants are using the trade-mark in a foreign country, applied to the same 
goods. 

So the importation into Bolivia is not indispensable. 

Registration is indeed invulnerable during the ten years of validity of the reg- 
istration. Renewals for like periods can be obtained indefinitely. 

Brazil—Registration is granted for a period of ten years and may be renewed 
indefinitely for like periods. 

Section 152 of the Code of Industrial Property says: “Registration of commercial 
or industrial marks, title, insignia, expression or sign of propaganda, shall be for- 
feited if anyone with a lawful interest proves before the National Department of 
Industrial Property, that the respective owner or his local representative, without 
reason of force majeure, has not made effective use of same for a consecutive period 
of two years, either in the first decennium of protection or in consecutive renewals 
of same.” 

Administrative jurisprudence has recently been very strict in the interpretation 
and application of these prescriptions. Therefore the owner of a foreign trade- 
mark should not rely on an occasional token shipment to avoid cancellation. Un- 
less real commercial and continued use is made, a risk of cancellation is incurred. 

Colombia.—Registrations are granted in this country for a fixed period of ten 
years and are definitely renewable for periods of five years. 

There is no legal disposition which makes an obligation of keeping permanent 
exploitation and use of a trade-mark. In Colombia the registration is therefore 
independent of the commercial use of the trade-mark. 

So there is no ground on which a cancellation can be obtained under whatever 
circumstances within the period of validity of the registration, for lack of use. 





* Trade-Mark Attorney, Caracas, Venezuela. 
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Cuba.—A foreign registered trade-mark can be cancelled for lack of use during 
three consecutive years, except in cases of “force majeure.” When an application 
for cancellation is filed, information is officially asked from the Chamber of Com- 
merce of Cuba. If the answers are unfavorable, cancellation may be granted. But 
should proof be given that the trade-mark is actually used, even by one single 
merchant, such affidavit is taken into consideration and the cancellation will be de- 
nied. Toa certain extent, there is a means of reinforcing the protection by the ap- 
pointment of a patent attorney. The letter of appointment may be filed by the at- 
torney with the patent office. In such case the administration will have to notify the 
attorney as to any disposition affecting registration. 

Registration in Cuba is granted for fifteen years from the date of issue. Re- 
newals are granted for like periods. 

Chile——It is by no means indispensable to use a foreign trade-mark in Chile. 
The lack of use does not affect in any way the registration. Besides, when two years 
have elapsed since registration, registration can never be impugned. During the 
period of validity of registration, which is of ten years, registration would thus be 
quite safe. Renewals for like periods may be obtained indefinitely. 

Ecuador.—There is no legal disposition to reduce or limit the ownersh‘p of reg- 
istration if the trade-mark is not actually used. The law does not associate at all the 
ownership with the necessary condition of use. So as long as the registration is 
valid, cancellation will not be possible, at least for the reasons mentioned. 

Registration is granted for twenty years from the date of the application and may 
be renewed indefinitely for periods of fifteen years. 

El Salvador—Registration is granted for twenty years and is indefinitely re- 
newable for like periods. 

If the trade-mark is not used within one year from the date of registration or if 
it ceases to the used for the same period its avoidance may be applied for, but in the 
case of a foreign trade-mark it will suffice to fulfill the requirements of use without 
the Republic to make the cancellation impossible. 

Guatemala.—There is no legislative prescription to that effect, but the general 
opinion is that since the object of a registration is to protect the use, the lack of use 
would entail abandonment in the long run. At any rate, a lawsuit would have to be 
introduced by a third party interested in the matter. 

Guatemala also figures among the countries who ratified the Pan-American 
Convention of 1929. This international instrument is construed so as to provide 
sufficient legal basis against any possible cancellation, should the trade-mark be 
used in any of the other signatory countries. 

Registration is granted for 10 years from the date of registration and may be ex- 
tended indefinitely for like periods. 

Honduras.—Section 25 of the law of trade-mark says textually that “a trade- 
mark will be considered abandoned if more than a year elapses without production 
of the goods to which the trade-mark is applied, or when the mark has not been 
used during this period in the Republic. But the registration can be revalidated 
by means of the payment of a new tax.” 
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The interpretation of the law has been consulted with the most prominent lawyers 
of the country. The general opinion is that cancellation will not be granted without a 
lawsuit being introduced by an interested party. There is no precedent yet of such 
acase. Further, it is generally admitted that payment of the revalidation tax, even 
during the course of the lawsuit and after the period of validity of the registration, 
would suffice to close the case in favor of the registrant. 

Registration is granted for a period of ten years from the date of issue of the cer- 
tificate of registration. It may be renewed indefinitely for like periods. 

The revalidation tax is 50 lempiras, equivalent to U. S. $25. 

Mexico.—Registration is granted for ten years, commencing with the date on 
which the application was filed. Indefinite renewals can be obtained for like periods. 

The patent office may cancel the registration of a trade-mark which has not been 
used in that country for five consecutive years. But the owners can avoid this 
by filing, prior to the expiration of such period, a statement to the effect that they 
wish to maintain their rights in spite of the non-user. A small fee has to be paid 
at the same time to obtain the certificate proving that such a statement was filed. 
This extends the validity of the registration for a fresh period of five years. The 
procedure can be renewed indefinitely. 

Nicaragua.—Registration is granted for a period of ten years and is renewable 
indefinitely for like periods. 

Section 22 of the law in force stipulates that the duration of the ownership of 
a trade-mark is indefinite, but it would be deemed abandoned through closing or 
lack of production during more than one year of the establishment, factory or busi- 
ness, in which the trade-mark has been used. 

This disposition is construed to base the abandonment on the cessation of the 
business. So cancellation could not be granted unless a third party can give full 
and written evidence that the foreign firm is out of business in its own domicile. 

Some protection is derived from the signature to the Pan-American Convention 
of 1929, as Nicaragua is one of the countries who signed and ratified that instru- 
ment. 

Panama.—Registration is granted for a period of ten years and is indefinitely 
renewaable for like periods. There is no jurisprudence or precedents as to possible 
cancellation for lack of use. 

Section 43 of Decree No. 1 of the year 1939 comments but does not define 
abandonment. It is construed so as to mean that if a foreign or even a national 
trade-mark is used elsewhere it cannot be considered as abandoned. 

On the other hand, Panama ratified the Pan-American Convention of 1929, and 
it is considered that the use in any other of the signatory countries can be effectively 
invoked. 

Paraguay.—There is no sanction possible, according to the national laws, for the 
lack of use of a foreign trade-mark registered in Paraguay. 

Therefore, the ownership depends on the registration in itself. 

Registration is granted for ten years and may be renewed for like periods. 

Peru.—The trade-mark law does not contemplate cancellation for lack of use. 
Registration only elapses at the end of the period of ten years. 
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Some of the most important professionals in Peru believe in fact that even 
closing or liquidation of the business would not entail cancellation of the registra- 
tion. Renewals may be obtained indefinitely for like periods. 

Uruguay.—The rights of the registration of a foreign trade-mark will not be 
affected if the mark is not used in the country. There is no provision in the law in 
respect of a possible cancellation for disuse. So under normal conditions there is 
no risk of cancellation or discontinuing the use. Registrations are granted for ten 
years and are renewable indefinitely for like periods. 

V enezuela.—Section 7 of the trade-mark law is very strict and definite. It says 
that a trade-mark registration elapses by full right if it has not been used for two 
consecutive years. 

Of course the party (not necessarily interested) who applies for the cancellation, 
will have to prove the lack of use during said period. Such proof is easily obtained 
when it is a matter of pharmaceuticals, tobacco, alcoholic beverages, or any 
other goods which require a special license; but it will not be easy for the rest of 
commodities. 

There is no revalidation. 

The administration would not accept a token use as sufficient proof of commercial 
continued activity. So the only safe guarantee is to apply for fresh registration after 
a period of two years of disuse. 

Dutch West Indies (Curacao, etc.)—Registration is granted for a period of 
twenty years from the date of registration and may be renewed indefinitely for periods 
of twenty years. 

Registration is perfectly safe during the first three years with or without use. 
After that, cancellation may be applied for and obtained if evidence is given of lack 
of use in the country. Yet a token shipment would suffice to avoid the granting of 
a cancellation. 

A temporary law is being prepared to the effect of extending the safe period to 
six years for war time registration. 

Haiti.—Registration is granted for twenty years. There is no provision in the 
laws as to the use of a trade-mark being a condition for the maintenance of owner- 
ship. So, as the matter stands cancellation will not be granted on the grounds of 
lack of use. Registration might be renewed indefinitely for the same term. 

Trade-marks based on foreign registration have the duration limited to the rest 
of period of protection in the registrant’s own country. 

Costa Rica.—Section 16 of the trade-marks law promulgated by Decree No. 559 
(Issue No. 146 of “La Gaceta” of the 29th June 1946) determines that the first 
registrant of a trade-mark has the ownership. Further the same section affirms 
the priority in favor of the first applicant. 

On the other hand, Section 28 which deals with cancellations and prescriptions, 
does not consider at all the lack of use. 

Consequently, the ownership acquired by registration, is definite and lasts 
fifteen years. Renewals may be obtained indefinitely for light periods. 

Dominican Republic.—Registration is considered null and void if, within one year 
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from the date of registration, no use is made by the owner. But cancellation has to 
be applied for. It will not be pronounced automatically. 

However if, after a term of a year without using the trade-mark, and before an 
application for cancellation is applied for, the owner makes use of the Trade-Mark, 
the mark will not be cancelled, even if evidence is given, to the effect that no use 
was made during the first year. 

Registration is granted for periods of five, ten, fifteen and twenty years, as the 
applicant wishes. On expiry of the term for which the registration was granted, 
renewal can be obtained for any new period. 





RECENT CANADIAN TRADE-MARK DECISIONS 
By Harold Fox* 


A point of practice in Canadian trade-mark law which had previously been in a 
somewhat obscure condition was recently settled by Thorson, J., President of the 
Exchequer Court of Canada, in J. H. Munro, Ltd. v. Neaman Fur Co., Ltd. in a 
judgment handed down December 17, 1946. 

In that case, the plaintiff's predecessor in title obtained an award of a gold 
medal for his furs at an international exhibition in the year 1925. After 1926 he 
commenced using the words “Gold Medal” in connection with his furs on circular 
letters, letter-heads and newspaper advertising. In 1929 he adopted as a trade- 
mark and label for his goods the words “Canada’s Gold Medal Furrier,” which 
label was used continuously on the fur coats manufactured by him. In 1931 his 
business was taken over by the plaintiff company and in 1932 the plaintiff company 
applied for and was granted registration of the trade-mark “Gold Medal Furs” 
under the later repealed Trade-Mark and Design Act. The trade-mark was not 
used as a label attached to the furs although it was referred to throughout by the 
plaintiff in its advertisements. 

The defendant manufactured fur coats on which it placed a label carrying the 
words “Gold Medal Seal” which coats were sold to the T. Eaton Co., Limited, which 
company in turn sold them to the public. 

In a previous action, J. H. Munro, Ltd. v. The T. Eaton Co. Western, Ltd. and 
the T. Eaton Co., Ltd., heard in the Supreme Court of British Columbia and re- 
ported in (1942) 2 Fox Pat. C. 204, the validity of the plaintiff’s trade-mark was 
sustained and judgment for infringement given against the T. Eaton Co., Limited. 
The present action was brought against the manufacturer of the fur coats concerned 
in that action. 

In the present action the plaintiff’s registration was held to be invalid on several 
grounds. The first of these was that the words registered as a trade-mark, namely 
“Gold Medal Furs” had never been used as a trade-mark. “If the use of the words 
‘Canada’s Gold Medal Furrier’ on the plaintiff’s label” said Thorson, J., “can be 


* Member of the staff of the University of Toronto Law School. Author of several textbooks 
on the Canadian law of copyrights and trade-marks. 
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said to be a use of the speecific trade-mark ‘Gold Medal Furs’ then, of course, there was 
a use of it within the meaning of Section 5 [of the Unfair Competition Act, 1932] 
but I am unable to think that those words were used as a trade-mark: they were in 
my opinion merely descriptive either of J. H. Munro or of the plaintiff, or of the 
Munro Fur Store, and were not used for the purpose of distinguishing the plaintiff's 
goods. The use of the words ‘Gold Medal Furs’ in the plaintiff’s advertising, cir- 
culars, pamphlets and radio broadcasts was clearly not a use within the meaning 
of the section.” 

Thorson, J., held further, that the registration was invalid on the ground that the 
words ‘Gold Medal Furs” were not properly the subject of a trade-mark registra- 
tion. Following such decisions as Fisher v. British Columbia Packers, Ltd. (1945), 
Ex. C. R. 128; 5 Fox Pat. C. 50; Food Machinery Corporation v. Registrar of 
Trade-Marks (1946), Ex. C. R. 266, 5 Fox Pat. C. 150; Standard Ideal Co. v. 
Standard Sanitary Manufacturing Co. (1911), A. C. 78, the words “Gold Medal 
Furs” did not at the time of registration have the distinctiveness that is one of the 
essentials necessary to constitute a trade-mark; they were, on the contrary, mere 
laudatory or commendatory epithets, as indicated in such decisions as Joseph Cros- 
field & Sons, Ltd.’s Application (1909), 26 R. P. C. 837. They were common 
English words and did not meet the requirements of distinctiveness referred to in the 
cases and were not iippropriate for trade-mark use. 

It was contended by the plaintiff that even though the word-mark in question 
might be descriptive, it had through long and extensive use acquired a secondary 
meaning. The learned trial judge referred to such cases as Canadian Shredded 
Wheat Co., Ltd. v. Kellogg Co. of Canada, Ltd., et al. (1938), 1 All E. R. 619, in 
which it was pointed out that the onus on the plaintiff of establishing a secondary 
and distinctive meaning for descriptive words is a very heavy one. In the present 
case the evidence fell short of establishing any such meaning and the plaintiff had 
failed to satisfy the onus resting upon it. 

But the most important part of this judgment is the settlement of the practical 
point as to the time at which it is necessary to show the acquisition of secondary 
meaning in dealing with a registered trade-mark. Thorson, J., settled this point 
clearly and concisely in the following words: 


If the words “Gold Medal Furs” were not per se apt and appropriate for trade- 
mark use at the time of their registration because of their lack of distinctiveness and, 
therefore, not properly registrable, then any subsequent acquisition of a secondary and 
distinguishing meaning denoting only the plaintiff’s furs could not for the purpose of sup- 
porting an action for infringement give validity to a registration that was invalid when it 
was made. . . . If the plaintiff must rely upon a secondary and distinguishing meaning of 
the words “Gold Medal Furs” as denoting only its furs in order to support the registra- 
tion of its alleged trade-mark, it must show not only that the words had acquired such 
meaning at the time of the registration, but also that the application for it had been 
made under the provisions applicable thereto. 


Thorson, J., indicated that Rule X under the Trade-Mark and Design Act, in 
force at the time of the registration, as well as the present Section 29 of the Unfair 
Competition Act, 1932, both required that, in the case of words otherwise un- 
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registrable, but of which registration was sought on the ground of the acquisition 
by user of a secondary and distinguishing meaning, evidence of such acquisition 
of secondary meaning must be given at the time of application. No application hav- 
ing been made under the relevant provisions and no evidence of secondary meaning 
having been given, the registration was invalid. 

In the previous decision involving this trade-mark in the Supreme Court of 
British Columbia the court held that the acquisition of secondary meaning at the 
time of trial was sufficient. In his annotations to that judgment, which will be found 
at (1942) 2 Fox Pat. C. 206, it was suggested by the present contributor that the 
learned Chief Justice of British Columbia had misdirected himself, it being there 
pointed out that “the time to prove secondary significance in connection with 
registrability is at the time of registration and in accordance with the procedure 
laid down.” The present judgment is authority for the suggestion then made. 

A trade-mark decision of some importance was recently handed down by 
O’Connor, J., in the Exchequer Court of Canada in the case of Standard Brands, 
Limited v. Staley. The trade-mark in issue was the “V-8” mark, owned in the 
United States by the instant plaintiff's predecessor in business, Standard Brands, 
Inc., and adjudicated in the courts of the Eastern District of New York in Standard 
Brands, Inc. v. Smidler (1944), 62 U.S. P.Q. 135; (1945), 66 U.S. P. Q. 337. 

The present action was brought for expungement of the trade-mark “V-8”" 
registered by the defendant as applied to non-alcoholic beverages. 

Standard Brands, Inc., a United States corporation, was the owner of the trade- 
mark “V-8,” applied to the sale of a combination of vegetable juices and the good- 
will in such business, which it had carried on for a nuinber of years. Some of the 
publications in which it advertised had a substantial circulation in Canada. Small 
sales were made in Canada in 1939. The good-will of the business and trade-marks 
in Canada had been assigned to the plaintiff. 

In 1940 the defendant registered the trade-mark “Vigor 8” as applied to a food 
beverage. In 1943 he registered the trade-mark “V-8” as applied to a beverage and 
commenced use of the mark in the autumn of 1944. He contended that, the product 
being a seasonal one, he was precluded from placing it on the market until the 
autumn of 1944 by reason of certain orders of the Wartime Prices and Trade 
Board. 

The plaintiff’s predecessor in title applied on November 29, 1943, for registra- 
tion of the trade-mark “V-8” which application was rejected by the registrar on the 
grounds of the prior registration above mentioned. An appeal from that decision 
is now pending in this court. 

It was contended that plaintiff, having appealed the registrar’s decision, was 
precluded from bringing an action for expungement by the terms of Section 52 (2) 
of the Unfair Competition Act, 1932. Section 52 (1) of the Unfair Compe- 
tion Act, 1932, provides the basis for an action for expungement of trade-mark on 
the ground that “at the date of such application the entry as it appears on the register 
does not accurately express or define the existing rights of the person appearing to 
be the registered owner of the mark.” Subsection (2) then provides that: 
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No person shall be entitled to institute under this section any proceeding calling into 
question any decision given by the registrar of which such person had express notice 
and from which he had a right to appeal. 


It was, however, held that the decision that was called in question in the present 
proceedings was the registrar’s decision to grant registration to the defendant of 
the trade-mark “V-8,” and of that decision the plaintiff did not have express notice 
or a right of appeal. It was, therefore, held that the plaintiff was clearly a “person 
interested” within the meaning of Section 2 (h) and was for that reason entitled to 
bring the action. 

It was contended that the defendant adopted and registered the mark with full 
knowledge of the rights of the plaintiff and its predecessors in title to the said mark 
and in contravention of the provisions of Section 3 of the Unfair Competition Act. 
It was proved in evidence that the plaintiff had used the trade-mark and had ad- 
vertised it extensively in association with its wares, and the publications carrying 
the advertisements had substantial circulation in Canada. There was also evidence 
of some sales in Canada in 1939. Under Section 10 there is a presumption that 
the trade-mark was knowingly adopted unless the defendant establishes that he was 
in ignorance of the use of the same mark and that in adopting it he acted in good 
faith and believed himself entitled to adopt it. This onus the defendant had dis- 
charged. 

The second ground of attack was that the defendant had not used the mark in 
association with wares before he registered it. This was admitted but the 
defendant contended that he was prevented from doing so by the existence of cer- 
tain orders of the Wartime Prices and Trade Board (the Canadian counterpart of 
the O. P. A.). It was held, however, that however proper it may have been for the 
defendant to have refrained from placing on the market a new product when such 
was forbidden by the orders above mentioned, the fact remained that under the 
common law the only way in which a trade-mark could be acquired was by use. 
This position has not been changed by the Unfair Competition Act, 1932. The whole 
scheme of that Act is based on the acquisition of a trade-mark right by use. Such 
right cannot be acquired by registration made under the Act before use for the 
simple reason that valid registration cannot be obtained unless there has been 
use. Registration under the statute merely serves to confirm the title, which has 
already been established by use. The exclusive use of a trade-mark in Canada is 
given to a person (a) who first uses the trade-mark provided (b) that in com- 
pliance with the provisions of the Act he makes application for the registration of 

such trade-mark within six months of the date of his first use thereof in Canada 
in accordance with Section 4 (1). Use is defined in Section 6 and the requirement of 
registration based upon use is contained in Section 30. The mere invention of a 
trade-mark, without use, is insufficient basis for registration. 

Assuming that the orders of the Wartime Prices and Trade Board absolutely 
prohibited the manufacture of a new product and that the trade-mark of the 
defendant could not be used within the meaning of Section 6 of the Act, it was 
quite clear that he had no right to the trade-mark, such right being created by use 
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and not by invention. The entry on the register of the defendant’s trade-mark was, 
therefore, ordered to be expunged. 

This decision emphasizes a point which is sometimes lost sight of in the law 
of trade-marks, namely, that the title to a trade-mark is acquired by adoption for use, 
and that registration serves only to confirm the title which has been created by 
priority of use. As observed by Ritchie, C. J., in Partlo v. Todd (1888), 17 S.C. R. 
196 at 200: “It is not the registration that makes the party proprietor of the trade- 
mark ; he must be the proprietor before he can register it.” And again, as Duff, J., 
said in Bayer Co. v. American Druggists Syndicate (1924), S. C. R. 558 at 569, 
in speaking of registrability of a trade-mark : “Adoption by the applicant for the pur- 
pose of distinguishing his goods is the ruling condition.” 

But the interesting point about this judgment appears to be the complete ignoring 
of the jurisprudence on this point previously established by a series of judgments in 
this court—judgments which, it is suggested, were wrongly decided. 

In Canada Crayon Co., Ltd. v. Peacock Products, Ltd. (1936), Ex. C. R. 178, 
the petitioner commenced the use of the word “Peacock” and a representation of a 
peacock in July, 1926, but did not apply for registration until April, 1934. In 
February, 1933, the respondent, acting in good faith, obtained registration of a 
similar trade-mark which it had been using since December, 1932. On a motion to 
expunge, it was held that since the petitioner had not complied with the provisions 
of Section 4 (1) of the Unfair Competition Act, 1932, in that it had not applied for 
registration within six months from the date on which the Act came into force, the 
action should be dismissed. 

In Fine Goods of Canada, Ltd. v. Metcalfe Foods, Ltd. (1942), Ex. C. R. 22; 
2 Fox Pat. C. 113, 202, the petitioner moved for expungement of a certain mark 
alleging prior use without registration, of a similar mark. Maclean, J., held that 
Section 4 (1) of the Unfair Competition Act requires the registration of all marks 
coming into use in Canada, within a certain period, and Section 4 (2) states that 
the use of a trade-mark by a person who is not registered as the owner thereof shall 
not confer upon such person any right therein as against the person who is registered 
as the owner of the same or a similar mark. These provisions of the Act were held 
to be conclusive against the petitioner. An appeal to the Supreme Court of Canada 
was dismissed on the grounds of lack of similarity between the two marks, Kerwin, 
J., making only an oblique reference to the point in this observation: “I express no 
opinion on this point for even assuming that the court may take into consideration the 
unregistered mark, the two marks are not ‘similar.’ ” 

In Fisher v. British Columbia Packers, Ltd. discussed in (1945) 40 T.-M. Bull., 
124, Thorson, J., held, following the decision in Canada Crayon Co., Ltd. v. Peacock 
Products, Ltd. (1936), Ex. C. R. 178, that, in view of the petitioner’s failure to 
register his mark, his prior use of it was immaterial and the respondent’s registra- 
tion could not be disturbed on that ground. 

In the present decision, those three former judgments of the Court are ignored, 
and, while the principle of stare decisis may have been evaded, it is nevertheless 
suggested that the jurisprudence of the court has now been restored to the position 


from which it should never have departed. For, as pointed out in the annotations 
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to Fisher v. British Columbia Packers, Ltd. ((1945), 40 T.-M. Bull. at 125) the 
right to register a trade-mark is given by the statute only to the person who “first 
uses or first makes known” the mark in Canada. In none of the three cases above 
noted, nor in the present decision, was the registrant the first user. In the present 
judgment the learned judge based his reasons upon this essential fact and, once that 
fact was perceived, the result followed as a matter of pure logic. In the former 
decisions, the illogical course was pursued of giving such undue emphasis to the 
terms of Section 4 (2) that the non-acquisition of rights in a mark by an unregistered 
user overshadowed the obviously plain fact that the provisions of Section 4 (1) 
create no rights in a subsequent user no matter when he may register. The learned 
judge here emphasizes the principle, which can never be over-emphasized, that reg- 
istration never can create title to a trade-mark, but only confirmation of a title 
which arose through priority of adoption for use. If, then, there is no title, it can- 
not be seen where, and on what ground, Section 4 enters into the discussion at 
all. 

In these cases the controlling section is not Section 4 but Section 52. The ac- 
tion for expungement is not a contest between opposing parties for possession of 
a certificate of registration. It is a proceeding whereby a “person interested” seeks 
to have the register amended and the court acts, not as balancing the rival claims 
of the parties but for the preservation of the “purity of the register” in the public 
interest. (Billings & Spencer Co. v. Canadian Billings & Spencer Co. (1921), 20 
Ex. C. R. 405; Goulet v. Serre (1922), 21 Ex. C. R. 342; Henry Glass & Co. v. 
Hampton Mfg. Co., Ltd. (1930), Ex. C. R. 217; Warren v. Excel Petroleum, Ltd. 
(1933), Ex. C. R. 131). It is, therefore, immaterial whether the petitioner in an 
expungement action alleges ownership or entitlement to the mark in question so 
long as he has a sufficient interest in the matter to qualify as a “person interested” 
within the meaning of Section 52. Unfortunately, in each of the three cases above 
noted the court treated the matter as one involving a contest between rival claim- 
ants. In the present decision the point is approached from the proper angle, namely 
that at the date of the application to amend or strike out an entry on the register 
that entry “does not accurately express or define the existing rights of the person 
appearing to be the registered owner of the mark.”’ 

In so far as this precise principle is concerned the law of Canada is similar to 
that of the United States rather than that of England. Thus, Mr. H. D. Nims in his 
work on “Unfair Competition and Trade-Marks,” 3rd ed., 1929, at p. 557, points out 
that “it is priority of use and not priority of invention or adoption which affords 
the right to a trade-mark.” And in Columbia Mill Co. v. Alcorn (1893), 150 U. S. 
460 at 463 the United States Supreme Court observed: 

“The exclusive right to the use of the mark or device claimed as a trade-mark 
is founded upon priority of appropriation ; that is to say, the claimant of the trade- 
mark must be the first to use or employ the same on like articles of production.” 

In his work on “Unfair Competition and Trade-Marks,” 1945, at p. 974, Mr. 
Rudolph Callmann puts the matter succinctly in these words: “Prior use by one will 
controvert a claim of legal appropriation by subsequent users.” 
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In England, however, registration gives an independent title. But as pointed out 
by Sir Duncan Kerly in his work on ‘“Trade-Marks,” 6th ed., 1927, p. 376, “registra- 
tion, if properly made in accordance with the Acts, confers upon the registered 
proprietor trade-marks rights in the registered mark in respect of the goods for 
which it is registered and upon which it is used, subject—to the rights of persons 
who have used their marks before the user or registration, whichever is the earlier, 
of the registered trade-mark.” 

That the British Trade-Marks Act of 1875 created a new mode of acquiring 
trade-mark rights subject to the limitation on that mode of acquisition as above 
expressed, appears from the judgment of Cotton, L. J., in “Hudson’s Trade-Marks” 
(1886), 32 Ch. D. 311; 3 R. P. C. 155: 

“In my opinion, the language, though not appropriate, means this, that a man 
who designs one of those special things pointed out in Section 10 is, as designer, to 
be considered as the proprietor of it, and if there is no one else who has used it, 
or who can be interfered with by the registration and subsequent assertion of title 
to the mark, then he is to be considered as entitled, within the meaning of the Act, 
to the exclusive use of that which, in fact, has never been in any way used, but 
which has only been designed by him, and which he can be treated as the person en- 
titled to register, if no one else has so used it, as that his user would be interfered 
with by the registration.” 

In Canada the United States principle has been adhered to subject to the 
qualification that, in addition to the first user, that person is entitled to registra- 
tion who first makes the mark known in Canada by advertising wares in association 
with the mark in a “printed publication circulated in the ordinary course among 
dealers in and/or users of such wares in Canada.” (Unfair Competition Act, 1932, 
Section 3 (b). But subject to this qualification, the common law principle still 
applies, as emphasized in this judgment, that use alone creates trade-mark rights 
and registration merely serves to confirm the title to such right. 

Whatever may be the true interpretation of Section 4 of the Unfair Competition 
Act, and this is something which cannot as yet be said to have been settled, it can 
be considered as nothing less than shocking to the business conscience if the final 
interpretation is to be that registration can defeat prior user. Such an interpretation 
is to put a premium on fraud and to place a dangerous barrier in the path of the 
development of the law of unfair competition along the lines of dynamic growth 
which it is now undergoing in the United States. 

The locus standi of the petitioner was also denied on the basis of the provisions 
of Section 52 (2). But, as pointed out by the learned judge, the decision of which 
the petitioner had express notice and which it had the right to appeal was the refusal 
to allow its application for registration. That proceeding was completely separate 
from the present proceeding which was aimed, not at confirming any title of the 
petitioner’s but at maintaining the purity of the register in the interest of the public 
as well as of the petitioner—which are obviously two distinct causes of action. 

It may appear that the respondent suffered some hardship in view of the fact 
that his mark was expunged from the register on the ground of his failure to use, 
which non-use was occasioned by his obedience to an order of the Wartime Prices 
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and Trade Board. Perhaps there is hardship but, as experience has shown, any 
attempt to realize that type of misfortune and to compensate for it only leads in the 
wrong direction. ‘Hard cases make bad law” only when there is an attempt to fit 
the law into the hardship and ameliorate its operation. Fortunately, no attempt 
was made to do so in the present decision. But this case is a good illustration of the 
difficulties which are bound to arise when an attempt is made to superimpose upon 
the common and statute law an entire set of principles to be promulgated at will by 
administrative officials, few of them trained in the law, and most of them regarding 
only an objective considered proper and desirable from the standpoint of their own 
philosophies. 

This trade-mark was also the subject matter of litigation in the United States 
at the suit of the plaintiff’s immediate predecessor in business. In Standard Brands, 
Inc. v. Smidler (1944), 62 U.S. P. QO. 135; (1945), 66 U. S. P. Q. 337 the trade- 
mark ‘“‘V-8” was held to be a non-descriptive and fanciful symbol which had become 
the distinctive name of the plaintiff's goods because it had been so used as to become 
associated in the public mind as the banner of the plaintiff’s product. The observa- 
tions of Chase, J., in the Circuit Court of Appeals (66 U. S. P. Q. at 339), are of 
particular interest as showing the similarity of the principles of Canadian trade- 
mark law with those of the United States. Chase, J., there stated the law to be 
that, “It is the use of the mark in a going trade or business to distinguish the prod- 
uct of the user from that of others and not the choice of it which creates what becomes 
the subject of property in the mark. Consequently the plaintiff, having established 
such user, is entitled to be protected from the use of it by others in the same territory 
on goods which will be thereby confused with its product and likely to be passed off 
as such.” 





CHINESE EQUIVALENTS OF WORD-MARKS 
By N. F. Allman* 


The Chinese Trade-Mark Bureau now requires a Chinese equivalent of each 
word-mark when such marks are registered. Where a trade-mark has been used in 
China, some form of Chinese equivalent will probably already have been adopted 
and used. If no Chinese equivalent has been adopted, or in the case of new word- 
marks, the bureau requires that an equivalent be made up. Care should be used in 
adopting such equivalents in order to avoid the ridiculous. Few foreign words and 
sounds can be rendered into Chinese exactly. Such Chinese equivalents of foreign 
names are the approximate, but arbitrary, rendering of the foreign sound of the 
word into Chinese. To achieve this one or more characters will be used without 
regard to the meaning of the characters. 

Any Chinese seeing or hearing these arbitrary characters will realize that they 
are intended to represent the foreign word or sounds. Even though obviously used 
for the above purpose characters having a silly, bad or other unsatisfactory mean- 
ing should be avoided. The Chinese language is flowery and something along this 
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line should be adopted and used. For example, America in Chinese is “Mei Kuo” 
(literal translation: “Beautiful country”). 

In some cases the word-mark can be translated directly into Chinese as for ex- 
ample “Horse Brand” would become “Ma Pai.’”’ The actual characters would be 
used, however, rather than the romanization thereof. It is preferable, when suitable 
to do so, to translate directly rather than to use an arbitrary transliteration of the 
sound. Putting the sound into Chinese, the word “horse” would become something 
like ““‘Ho Erh Sau” (literal translation: “Peace, Two, Four,” respectively). 





BOOK REVIEW 
Walter J. Derenberg* 


TrapDE-Mark Act or 1945. Harry Aubrey Toulmin, Jr. The Anderson Co., 

Cincinnati. Price $5.00. 

This is the first book which, according to its introduction, is intended to analyze 
and explain the new Trade-Mark Act of 1946. The book bears all the earmarks of a 
hurriedly compiled reprint of the Act with a few comments or notes on the various 
sections. The so-called “Question and Answer” part of the book appears quite 
inadequate and in part misleading. For instance, in discussing the advantages of the 
Act, it is not even mentioned that registration under it has the effect of constructive 
notice. Instead, it is mentioned as an “advantage” of the Act that the Commissioner 
may establish classification of goods! (The advantage of the new Act in this con- 
nection would, of course, consist of the fact that the significance of the Patent Office 
classification is reduced rather than enlarged.) 

It is already a known fact that numerous other works are in the process of 
preparation or have already been published (see Robert, The New Trade-Mark 
Manual) in which the many new problems which must arise under the Lanham 
Act are more thoroughly and more authoritatively analyzed. In our judgment, 
trade-mark owners and members of the legal profession would be well advised to 
buy the new Trade-Mark Manual or await the publication of other forthcoming 
works rather than to resort to this superficial and hastily prepared analysis. 


* Trade-Mark Counsel to the Patent Office. Member New York Bar. 





TRADE SLOGAN 


We publish below title received and entered in the records of the Association 
in order to place on record the owner’s claim thereto: 
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Harold C. (Shorty) Ezell 











Part II 
DECISIONS 


MAX FACTOR & CO. v. ELIZABETH ARDEN SALES CORPORATION—(D. C. D. 


Dela.) —Where plaintiff has taken depositions in six cities in one section of country to 
establish that its mark has secondary meaning, it may take depositions of not more than 
ten to fifteen witnesses in each of four named cities in other sections of country; it may 
not take depositions in additional cities; with such limitations, defendants will not be 
harassed, so it is not necessary, at this time, for plaintiff to defray expenses of de- 
fendant’s counsel in attending hearings on depositions. ... 2.0.0... cece cence eee eeeeeees 


BULOVA WATCH CO., INC. v. STOLZBERG—(D. C. D. Mass.)—It is the “unfair- 


ness” of the defendant's conduct rather than the existence of “competition” between plain- 
tiff and defendant which forms the basis for the intervention of a court of equity. 
The trade-mark not only serves to designate the source of the owner’s products, but also 
stands as a symbol of his good-will and hence is an instrument for the creation and re- 
tention of custom. Where the mark is strong, i.e., unique or fanciful, the courts have 
been more prone to grant protection from use on non-competing goods.............06. 


EASTERN-COLUMBIA, INC. v. WALDMAN—(Calif. D. C. App., 2nd Dist.) —Where a 


word has acquired a secondary meaning the first appropriator cannot as a general rule 
prevent another from using such words in conjunction with other words. The first user 
is limited to a decree enjoining the second user from using the word or words in a de- 
scriptive way so as to pass off his goods as the goods of the complainant.............. 


WEST 51ST CORPORATION v. ROLAND, trapinc as TOOTS SHORES— 
(N. J. Chance. Ct.)—The jurisdiction of courts of equity to prevent injury from infringe- 
ment of trade-names has been liberally exercised and applied in all circumstances when- 
ever it appeared that the name was an established, distinctive and valuable adjunct to an 
undertaking, whether used to distinguish manufactured articles, a place of business, or 
a service. All that is required to bring into activity the injunctive powers of the court, 
is to inform it that the complainant's trade is in danger of harm from the use of its name, 
by the defendant, in such a way, as is calculated to deceive the public into the belief that 
the defendant’s affairs, in the respect complained of, are those of the complainant. The 
test is, “Is the resemblance calculated to mislead or confuse to the complainant's damage?” 


IN RE W. A. SHEAFFER PEN COMPANY—(C. C. P. A.) —“It is now well settled that 


a 


Je 


a mark is descriptive within the meaning of the Act if it describes the intended purpose, 
function, or use, of the goods to which it is applied” .......cccccccccccccccccccccsccces 


S. IVINS’ SON, INC. v. LAMONT, CORLISS & COMPANY—(C. C. P. A.)— 
Whether applicant for registration has right to use mark is not considered; 1905 Act 
makes likelihood of confusion test for registration. One who really wishes to distinguish 
his goods from those of another has a wide field to select from without going tnto dis- 
ce i cc at ET CEE EET Re EE ee Ne NT RE eT ee 


S. IVINS’ SONS, INC. v. UNITED BISCUIT CO. OF AMERICA—(C. C. P. A.)— 
Appellant has complained quite earnestly of the statement by the commissioner that “a 
town house and a gate house are both houses, differing only in style, location, or purpose,” 
and urges that the style, location, or purpose of the house is what distinguishes his trade- 
mark “Gate House” from “Town House.” It does not seem to us that the purchaser of 
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the particular kind of goods with which we are here concerned would spend much time, 
or should be required to do so, in distinguishing between the particular styles, locations, 
or purposes of houses in selecting his cookies, etc 


CRIDLEBAUGH, borne Business As MARVEL CO. v. MONTGOMERY WARD & 
CO. INC.—(C. C. P. A.)—In order for a mark to be merely descriptive of the character 
of quality of goods it is not necessary that it should be descriptive of every characteristic 
and quality of such goods. “Hen Specs” is clearly descriptive of the form and appear- 
ance of Cridlebaugh’s article, and this certainly is a characteristic 


W. B. RODDENBERY CO. v. KALICH—(C. C. P. A.)—In the case of a trade-mark 
which consists of words accompanied by other pictorial indicia the portion of the mark 
which would be likely to indicate origin would be the words used and that this is par- 
ticularly true in these times when resort is so frequently made to radio advertising.... 


PRIMROSE HOUSE, INC. v. THE RANDOLPH DRUG CO.—(Commissioner of 
Patents)—“Prim” with design and disclaimed “Stops Perspiration” and “deodorant” is 
confusingly similar to “Prim” ; composite mark includes as predominant element whole of 
petitioner’s mark; “Prim” is word by which each product is necessarily identified by cus- 
tomers 


THE VISCOL COMPANY v. VACUUM OIL COMPANY (SOCONY-VACUUM OIL 
COMPANY, INCORPORATED, AsSIGNEE, SUBSTITUTED)—(Commissioner of Pat- 
ents)—Registrations should not be lightly cancelled, particularly where registration is 
forty-seven years old and parties stipulate that for thirty-seven years registrant has sold 
trade-marked goods throughout the world 


| 


BOURJOIS, INC. v. PARFUMS SCHIAPARELLI, INC.—(Commissioner of Patents)— 
“Si.Si...So...,” with or without “de Schiaparelli,” is confusingly similar to “Mais Oui” 
and to “but yes”; “si” and “oui” mean “yes” to considerable portion of American public; 
knowledge of foreign tongue is not essential to such understanding; words are so widely 


popularized that they are virtually part of our language...........ccec eee eeeeeeees 


STATE EX REL. AMERICAN DISTILLING COMPANY v. PATTERSON, Et aLt.— 
(Conn. Sup. Ct. of Errors)—The plaintiff also claims that the statute, 469f, if it gives the 
defendant discretion, is unconstitutional because it sets up no effective standards to 
guide the administrator. In asking for an order requiring the commission to approve the 
brands, it is in the position of seeking relief under a statute which it claims is uncon- 
Sa. FN: OB DOT 4 WNT ois ips nk teks esi cenwnenteiesssi 
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PART II 


MAX FACTOR & CO. v. ELIZABETH ARDEN SALES CORPORATION 
District Court, D. Delaware 
January 7, 1947 


TRADE- MARKS—PLEADING AND PRACTICE 
Where plaintiff has taken depositions in six cities in one section of country to establish 
that its mark has secondary meaning, it may take depositions of not more than ten to fifteen 
witnesses in each of four named cities in other sections of country; it may not take depositions 
in additional cities; with such limitations, defendants will not be harassed, so it is not 
necessary, at this time, for plaintiff to defray expenses of defendant’s counsel in attending 
hearings on depositions. 


Action by Max Factor & Co. against Elizabeth Arden Sales Corporation for 
trade-mark infringement and unfair competition. On defendant’s motion to limit 
number of proposed depositions. Motion granted in part and denied in part. 


Arthur G. Connolly, Wilmington, Del., and William T. Woodson and Rogers & 
W oodson, both of Chicago, IIl., for plaintiff. 

Daniel F. Wolcott and Southerland, Berl & Potter, both of Wilmington, Del., and 
Paul W. Williams, Cahil, Gordon, Zachry & Remdel, and John B. Cunningham, 
all of New York, N. Y., for defendant. 


Leany, D. J.: 


Defendant’s motion to limit the number of plaintiff's proposed depositions is 
granted in part and denied in part. Already plaintiff has taken the deposition of a 
number of witnesses in six representative cities of the United States. It may be 
fairly argued that this affords a fair cross-section within which to establish that a 
secondary meaning has attached to plaintiff's mark and product. However, plain- 
tiff's proposal to widen the cross-section is quite unnecessary. It has now can- 
vassed the northeast section of the country. Future depositions to be taken in 
Chicago, either San Francisco or Los Angeles, Houston and New Orleans should 
suffice. If plaintiff with the evidence it already has, cannot establish secondary 
meaning in the four cities suggested, I doubt if it ever could by adding visits, for 
example, to Pittsburgh, St. Louis, Denver, and Dallas. More than that, I hardly 
see the necessity of requiring more than ten or fifteen witnesses from each city. 
With such limitations imposed, I do not think that defendant will be harassed. Ac- 
cordingly, I see no necessity, at this time at least, for plaintiff to defray the expenses 
of defendant’s counsel in attending the hearings on the depositions. 

An order may be submitted embodying the comments made above in this 
memorandum. 
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BULOVA WATCH CO., INC. v. STOLZBERG 
District Court, D. Massachusetts 
January 3, 1947 


TRADE-MARKS—EFFECT OF REGISTRATION 
Defendant does not contend that plaintiff's 1905 Act is invalid and as registration is prima 
facie evidence of ownership, plaintiff is entitled to the benefits of 1905 Act. 
TRADE-MArKs—Goops OF DIFFERENT DESCRIPTION 
Shoes are not of the same descriptive properties as watches. 
Unratr COMPETITION—JURISDICTION OF CoURTS 

Although the count for trade-mark infringement cannot be sustained, the plaintiff has 
nevertheless established a not “plainly unsubstantial” claim for relief under the 1905 Act. The 
count for unfair competition in the complaint is predicated essentially on the same facts upon 
which the claim of trade-mark infringement was based. This court, therefore, has jurisdic- 
tion of the count in unfair competition which is pendent to the claim for infringement of a 
federally registered trade-mark. 

It appears that federal law governs on the question of infringement of a registered trade- 
mark. This court has jurisdiction because of the interrelationship of the issues of unfair 
competition with those raised under the Trade-Mark Act. Federal law should govern both 
aspects of the complaint, while the local law of unfair competition is restricted to those cases 
where federal jurisdiction is sustainable only on diversity. 

UNFAIR COMPETITION—GENERAL PRINCIPLES 

It is the “unfairness’ of the defendant’s conduct rather than the existence of “com- 
petition” between plaintiff and defendant which forms the basis for the intervention of a 
court of equity. The trade-mark not only serves to designate the source of the owner’s prod- 
ucts, but also stands as a symbol of his good-will and hence is an instrument for the creation 
and retention of custom. Schechter, F. [., “The Rational Basis of Trade-Mark Protection,” 
40 Harvard Law Review 813. Where the mark is strong, i.e., unique or fanciful, the courts 
have been more prone to grant protection from use on non-competing goods. 

Unrair CoMPETITION—NAMES OF COMPANIES 

In the instant case the trade-mark “Bulova” is not fanciful but has been in use for over 
fifty years without interruption it is sufficient to rely on the Waterman case, particularly since 
Bulova is a unique family name and the defendant claims no association with anyone named 
Bulova. Watches and shoes, while non-competing, are not so remote as to foreclose the 
possibility that they come from the same source. Defendant, by using the trade-mark on 
low price shoes, stands to injure plaintiff's reputation and dilute the quality of his trade- 
mark. 


Action by Bulova Watch Company, Inc., against Edward O. Stolzberg for trade- 
mark infringement and unfair competition. Judgment for defendant as to trade- 
mark infringement ; judgment for plaintiff as to unfair competition. 


Robert H. Davison, Stuart MacMillan, and Haussermann, Davison & Shattuck, 
all of Boston, Mass., for plaintiff. 

Nathan Tobin and Tobin & Tobin, both of Lynn, Mass., and Alfred Siegel, Boston, 
Mass., for defendant. 


SWEENEY, D. J.: 


In this action the plaintiff seeks to have the defendant enjoined from use of 
its registered trade-mark, which the plaintiff says the defendant is using in such a 
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manner as to constitute unfair competition. It is to be noted at the outset that this 
court has jurisdiction on two grounds; first, because of the diversity of the citizen- 
ship of the parties and, second, because it is a trade-mark action with a pendent 
count for unfair competition. 


Findings of Fact 


Plaintiff is a New York corporation, while defendant is a Massachusetts resi- 
dent doing business under the name “Eddy’s Shoes.” The Bulova Watch Company 
was founded in 1875 by Joseph Bulova who originally manufactured and dealt in 
all kinds of jewelry. In 1911 the company was incorporated under the name 
J. Bulova Company, and it gradually concentrated on the manufacturing of watch 
cases and watch movements. About 1923 the corporate name was changed to the 
Bulova Watch Company. The plaintiff has continued to concentrate on the watch 
business, except for a period during the 1920’s when it manufactured radios. Dur- 
ing the war years its products were sold almost exclusively to the United States 
government. These included time fuses, clocks, altimeters, rate of climb, hack 
watches, etc. 

On January 26, 1927, plaintiff registered the trade-mark “Bulova” under the 
1905 Act, 15 U. S.C. A., § 81 et seg., for watches, watch movements and watch 
cases. Defendant does not contest the validity of the registration on the ground of 
non-exclusive use during the ten-year period under the statute. According to the testi- 
mony of plaintiff's vice-president, Bulova is a family name but he knows of no 
other family with the same name in the United States. This was not controverted 
by the defendant. 

Plaintiff sells its products through some 8,000 retail jewelers throughout the 
country, as well as through department stores and mail order houses. The plain- 
tiff has continuously used the name “Bulova” in connection with its products and 
in its advertising. Factories are maintained at Waltham, Mass., and Providence, 
R. I., in addition to the factories in other states. Extensive advertising has been 
carried on by the plaintiff, either alone or in association with local dealers, in news- 
papers, national magazines, by direct mail and over some 250 radio stations. The 
advertising budget has run from one million to three million dollars yearly. 
Plaintiff sells through some 210 authorized dealers in the New England area, in- 
cluding stores in Waltham and Quincy, Mass., and Providence, R. I. 

Defendant registered his trade-mark, “Bulova,” on shoes in June, 1941. He 
conducts a shoe business under the name of “Eddy’s Shoes” with stores in Provi- 
dence, Waltham and Quincy. His shoes were selling in 1944 in the price range from 
$4.95 to $5.95. He began using the trade-mark “Bulova” in 1940, stamping the 
shoes “Bulova Fine Shoes” and featuring the word “Bulova” in his advertosing. He 
knew of the existence of the “Bulova” name in connection with watches. There 
has never been anyone with the name “Bulova” connected in any capacity with the 
defendant’s business. The defendant could assign no reason for his choice of the 
word “Bulova,” and I can only find that he chose it because it was a widely ad- 
vertised and well known name in the field of trade. 

In April, 1944, defendant received a letter from plaintiff’s attorneys with refer- 
ence to the use of the name “Bulova” on defendant’s shoes. Defendant then 
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stopped using the name. However, he had a stock on hand of some 2,000 shoes on 
which the name “Bulova” was stamped. The plaintiff agreed to permit the defend- 
ant to dispose of this stock in return for his commitment to discontinue the use of 
the name. Plaintiff further agreed not to institute any legal proceedings at that 
time. Subsequently, however, when a stipulation was prepared, defendant refused 
to sign it on the ground that it included a provision for cancellation of his registered 
trade-mark. From the evidence | cannot find that the defendant has entirely re- 
frained from using the name. In the prayers for relief plaintiff asks for an injunc- 
tion, the destruction of all materials containing the name “Bulova,” damages, and 
an order for the cancellation of defendant’s registered trade-mark. 

The first question for consideration is whether or not there has been any trade- 
mark infringement under the 1905 Act. No contention is made by the defendant 
with reference to the invalidity of plaintiff’s registered mark, and since registration 
is prima facie evidence of ownership the plaintiff is entitled to the benefits of the 
1905 Act. Section 16 of the Act, 15 U.S.C. A., § 96, protects a federally registered 
trade-mark against its use on goods “of substantially the same descriptive proper- 
ties” as those set forth in the registration. Watches are in class No. 27, while shoes 
are in class No. 39. Whether it is held that the concept of “descriptive properties” 
is tied in with class, Beech-Nut Packing Co. v. P. Lorillard Co., 7 F. 2d 967, or that 
descriptive properties is broader than class, L. E. Waterman Co. v. Gordon, 72 F. 
2d 272 it seems clear, under the doctrine of these cases, that watches and shoes do 
not possess “substantially the same descriptive properties” and hence there is no 
trade-mark infringement under the 1905 Act. 

Although the count for trade-mark infringement cannot be sustained, the plain- 
tiff has nevertheless established a not “plainly unsubstantial” claim for relief under 
the 1905 Act. The count for unfair competition in the complaint is predicated es- 
sentially on the same facts upon which the claim of trade-mark infringement was 
based. This court, therefore, has jurisdiction of the count in unfair competition 
which is pendent to the claim for infringement of a federally registered trade-mark. 
Hurn v. Oursler, 289 U. S. 238, Armstrong Paint & Varnish Works v. Nu-Enamel 
Corp., 305 U. S. 315, 324, 325 [29 T.-M. Rep. 3]. This is a derivative jurisdiction 
and exists independently of any diversity of citizenship basis. 

We are now met squarely with the question whether under Erie Railroad Co. v. 
Tompkins, 304 U. S. 64, we are bound to follow the Massachusetts law of unfair 
competition, or, already having jurisdiction on a basis other than diversity, are we 
free to depart from the Massachusetts law and apply what seems to this court to be 
a much more just solution of this particular case? There is much authority to the 
effect that we are bound by the Massachusetts law. Time, Inc. v. Viobin Corpora- 
tion, 128 F. 2d 860 [32 T.-M. Rep. 422, 493]; National Fruit Product Co. v. 
Dwinell-W right Co., 47 F. Supp. 499, 502-504 [32 T.-M. Rep. 114, 516] ; Folmer 
Graflex Corporation v. Graphic Photo Service, 44 F. Supp. 429 [32 T.-M. Rep. 
280]. My own decision in Mishawkaka Rubber & Woolen Mfg. Co. v. Panther- 
Panco Rubber Co., 55 F. Supp. 308 [36 T.-M. Rep. 30] followed this general rule 
although the question was not raised in the case. On more careful consideration, 
I feel that there is a strong policy in favor of interstate uniformity in the field of un- 
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fair competition. There is the dilemma between a checker-board result in the auto- 
matic application of Klaxon Co. v. Stentor Electric Manufacturing Co., Inc., 313 
U. S. 487, to multi-state unfair competition on the one hand, or a return, on the 
other, to the evils of choice of forum if local law is to govern the interstate as well 
as local aspects of the tort. See S. S. Zlinkoff, Erie v. Tompkins: In Relation to the 
Law of Trade-Marks and Unfair Competition, 42 Columbia Law Review 955; 
S. S. Zlinkoff, some reactions to the opinion of Judge Wyzanski in National Fruit 
Product Co. v. Dwinell-Wright Co., 32 T.-M. Rep. 131, December, 1942. 

It appears that federal law governs on the question of infringement of a registered 
trade-mark. Dwinell-W right Co. v. National Fruit Product Co., 140 F. 2d 618, 620 
[34 T.-M. Rep. 128]. This court has jurisdiction because of the interrelationship 
of the issues of unfair competition with those raised under the Trade-Mark Act. 
Federal law should govern both aspects of the complaint, while the local law of un- 
fair competition is restricted to those cases where federal jurisdiction is sustainable 
only on diversity. 

This brings us to the problem whether under broad principles of unfair com- 
petition the plaintiff is entitled to protection. The older cases in this field denied pro- 
tection unless there was confusion on the part of the purchasing public as to the 
source of the goods and a resulting diversion of custom from the plaintiff. In the 
“unfair competition” formula the existence of competition was vital. 

Gradually, however, the cases have come to recognize that it is the “unfairness” 
of the defendant’s conduct rather than the existence of “competition” between plain- 
tiff and defendant which forms the basis for the intervention of a court of equity. 
The trade-mark not only serves to designate the source of the owner’s products, 
but also stands as a symbol of his good-will and hence is an instrument for the 
creation and retention of custom. Schechter, F. I., “The Rational Basis of Trade- 
Mark Protection,” 40 Harvard Law Review 813. Where the mark is strong, 1.¢., 
unique or fanciful, the courts have been more prone to grant protection from use on 
non-competing goods. 

There is the line of cases which develops the doctrine that equity will protect 
the plaintiff from the use of the mark on non-competing, but related goods. Aunt 
Jemima Mills Co. v. Rigney & Co., 247 F. 407. In Eastman Photo Materials Co. v. 
Griffiths Cycle Corp., 15 R. P. C. 105, “Kodak” on cameras won an injunction 
against the same mark on bicycles, with some emphasis on the fact that both products 
were frequently carried by the same stores. In Wall v. Rolls-Royce of America, 
Inc., 4 F. 2d 333, “Rolls Royce” on automobiles was enough to enjoin its use on 
radio tubes. The use of electricity in both products was seized upon to establish a 
relationship. 

In Yale Electric Corporation v. Robertson, 26 F. 2d 972, 974, involving locks 
and flashlights, Judge Learned Hand wrote the words which express the philosophy 
of broad trade-mark protection: 

However, it has of recent years been recognized that a merchant may have a sufficient 
economic interest in the use of his mark outside the field of his own exploitation to justify 
interposition by a court. His mark is his authentic seal; by it he vouches for the goods 


which bear it; it carries his name for good or ill. If another uses it, he borrows the 
owner’s reputation, whose quality no longer lies within his own control. This is an in- 
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jury, even though the borrower does not tarnish it, or divert any sales by its use; for a 
reputation, like a face, is the symbol of its possessor and creator, and another can use it 
only as a mask. And so it has come to be recognized that, unless the borrower’s use is so 
foreign to the owner’s as to insure against any identification of the two, it is unlawful. 


The limits of this view were laid down by Judge Hand in L. E. Waterman & 
Co. v. Gordon, supra, where it was emphasized that the doctrine of non-competing 
goods should not be extended to cases where the relationship is too remote, ¢.g., 
steam shovels and lipsticks. In that case plaintiff had used the name Waterman con- 
tinuously on fountain pens for some fifty years when the defendant, Gordon, sold 
razor blades as ““Waterman” blades. A decree for the plaintiff was affirmed on the 
ground that protection should be given against the use of the trade-mark on goods 
which might naturally be supposed to come from him. 

Whatever the distinctions on which the decisions are rested, running through 
them all is a basic notion of ‘“‘unfairness.”” Where the plaintiff has a fanciful or 
strong mark, built by long use and much expense, he has a substantial interest in his 
good-will. A use by the defendant, even on non-competing goods, may result in 
injury to the plaintiff's reputation and dilute the quality of the trade-mark. If the 
relationship in the products is not too remote under the Waterman rule protection 
should be given. 

In the instant case the trade-mark “Bulova” is not fanciful but has been in use for 
over fifty years without interruption is sufficient to rely on the Waterman case, par- 
ticularly since Bulova is a unique family name and the defendant claims no associa- 
tion with anyone named Bulova. Watches and shoes, while non-competing, are not 
so remote as to foreclose the possibility that they come from the same source. De- 
fendant, by using the trade-mark on low price shoes, stands to injure plaintiff's repu- 
tation and dilute the quality of his trade-mark. Defendant has little cause to com- 
plain since he has been riding the coattails of the plaintiff's good-will, and he had 
available to him a wide range of choice to name his products. 


Conclusions of Law 


In the light of the foregoing I conclude and rule that defendant, while not an 
infringer under the Trade-Mark Act, is nevertheless to be enjoined from the use 
of the plaintiff's common law trade-mark “Bulova” in connection with the sale of 
shoes. Plaintiff’s other prayers for relief are denied. 
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EASTERN-COLUMBIA, INC. v. WALDMAN 
California District Court of Appeal, Second District, Division Two 
December 30, 1946 


UNFAIR COMPETITION—SECONDARY MEANING 
Where a word has acquired a secondary meaning the first appropriator cannot as a gen- 
eral rule prevent another from using such words in conjunction with other words. The first 
user is limited to a decree enjoining the second user from using the word or words in a 
descriptive way so as to pass off his goods as the goods of the complainant. 
TRADE-MARKS—NAMES OF COMPANIES 
Although “Western-Columbia” unfairly competes with “Eastern-Columbia,” defendant 
is not enjoined from all use of “Western-Columbia”; defendant is enjoined from using 
“Western-Columbia” alone and from using it with other words unless such words clearly 
indicate to any patron that defendant is not plaintiff; scope of injunction is within court's 
judicial discretion. 


Appeal from Superior Court, Los Angeles County, California, Fox, Judge. 

Action by Eastern-Columbia, Inc., against Jules Waldman for unfair competition. 
From judgment for plaintiff, plaintiff appeals. Modified; Wilson, Justice, dissent- 
ing with opinion. 


Benjamin, Lieberman & Elmore, Los Angeles, Calif., for appellant. 
Hugh B. Rotchford, Los Angeles, Calif., for respondent. 
Before Moore, Presiding Justice, and McComb and Wilson, Justices. 


McComs, J.: 


This is an appeal by plaintiff from a judgment in its favor after trial before the 
court without a jury in an unfair competition action in which plaintiff sought to re- 
strain defendant from the use of the trade-name, Western-Columbia. 

So far as material here these are the essential facts: 

Since August 17, 1939, plaintiff has been doing business in Los Angeles and 
other cities on the Pacific coast under the name of “Eastern-Columbia, Inc.” The 
business consisted in conducting a general department store selling furniture, 
household furnishings, rugs, upholstery, clothing and wearing apparel. 

On April 14, 1944, defendant filed a certificate of business stating that he was 
doing an upholstering and interior decorating business under the name of “Western 
Columbia Decorators.” On November 22, 1944, he filed a new certificate of business, 
dropping the word “Decorators” and stating that he was doing business as Western 
Columbia. In this new certificate he stated the nature of his business as follows: 


Furniture, uph. and mfg. general furn. and appliances, household access. and draperies. 


He thereafter caused to be painted on the window of his store the words “West- 
ern-Columbia.” Some time later he had a large sign installed on his store front 
with the words “Western-Columbia Fine Furniture.” The first two words were in 
large printing and the last two words in small printing. 

The trial court found in favor of plaintiff’s contention that the use by defendant 
of “Western-Columbia” as a trade name was unfair, misleading and confusing in 
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character in view of plaintiff's long continued use of the trade-name “Eastern- 
Columbia.” It further found that defendant had used the trade-name “Western- 
Columbia”’ with the express design and purpose of defrauding plaintiff, its customers 
and the public, and also with the express design and purpose of appropriating plain- 
tiff’s good will, business and reputation. 

The court then enjoined defendant from using the words ‘“Western-Columbia” 
alone as the name or designation of his business, and from using the words “West- 
ern-Columbia” jointly with any other word or words unless the same should be of 
the same size type or lettering or of the same design or style. 

This is the sole question presented for our determination. 

In view of the foregoing facts, should the trial court have permanently enjoined 
defendant from using the words “Western-Columbia” even in conjunction with 
other words? 

This question must be answered in the negative. It is the general rule that 
where a word has acquired a secondary meaning the first appropriator cannot as a 
general rule prevent another from using such words in conjunction with other words. 
The first user is limited to a decree enjoining the second user from using the word 
or words in a descriptive way so as to pass off his goods as the goods of the com- 
plainant. Academy of Motion Picture Art & Sciences v. Benson, 15 Cal. 2d 685, 
691; Modesto Creamery Co. v. Stanislaus Creamery Co., 168 Cal. 289, 294; Dodge 
Stationery Co. v. Dodge, 145 Cal. 380, 392 et seq. See, also, 150 A. L. R. [1944] 
1129. 

In Academy of Motion Picture Arts & Sciences v. Benson, supra, the court said: 
“In all this class of cases, where the word, name, or other mark or device is pri- 
marily publici juris the right to relief depends upon the proof.” If the plaintiff 
proves that the words have been so exclusively identified with his business as to 
have acquired a secondary meaning in his business, he is entitled to protection against 
another’s deceptive use. The court in the same passage declares the rule that “use 
by others may not be absolutely prevented, but only the misleading manner of using 
it will be enjoined, leaving defendant at liberty to use it in all honest ways not 
deceptive.” 

Now, in view of all the facts, namely, the nature and extent of plaintiff’s business, 
the time and expense consumed in building up the good-will which the phrase 
“Eastern-Colombia” now enjoys, the difficulty or facility to be encountered in using 
the words “Western-Columbia” to prevent its misleading the average consumer 
from acting upon the assumption that the phrase means “Eastern-Columbia’—if it 
is practicable so to limit the injunction as to shear defendant’s use of the phrase 
of all of its deceptive implications, there is no reason why the appellate court should 
set aside the decision of the chancellor below. In Weinstock & Co. v. Marks, 109 
Cal. 529, in which defendant had not only appropriated a name practically identical 
with that used by plaintiff but also had constructed a front with the same architectural 
style, the injunction compelled defendant to place signs inside and outside of his 
establishment to show that its proprietor was not the same as that of plaintiff's 
store next door. In Standard Oil Co. of New Mexico v. Standard Oil of California, 
56 F. 2d 973 [32 T.-M. Rep. 363], the injunction restrained defendant from using 
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‘any name containing the words Standard Oil or any similar name or variation 
thereof... . so as to lead to uncertainty or confusion.” In L. E. Waterman Co. v. 
Modern Pen Co., 235 U. S. 88, defendant was required to use Arthur A. Waterman 
instead of A. A. Waterman and to follow it with the phrase ‘not connected with 
the L. E. Waterman Co.” in conspicuous letters. In Herring-Hall-Marvin Safe 
Co. v. Hall’s Safe Co., 208 U. S. 554, defendant was forbidden to use “Hall” on its 
safes unless accompanied by information that defendant was not the original Hall’s 
Safe and Lock Company or its successor, or that the article was not the product 
of the original company. See note, 150 A. L. R. 1130. 

From the foregoing it appears that the court below was not without judicial 
guidance in applying a remedy to the facts proved. Whether it should have decreed 
an absolute injunction or one restricting the prohibition to a denial of the use of the 
phrase “Western-Columbia” except where it is emphasized that such words must not 
be understood to refer to appellant’s places of business was a question necessarily in- 
volving the court’s judicial discretion. In each of the authorities cited by appellant 
as authorizing an absolute injunction (Hainque v. Cyclops Iron Works, 136 Cal. 
351; Jaynes v. Weickman, 55 Cal. App. 557; Benioff v. Benioff, 64 Cal. App. 745; 
Rosenthal v. Brasley-Krieger Shoe Co., 19 Cal. App. 2d 257) the trial court had 
found that not only was the appropriated name practically identical with that used 
as a trade-name by the plaintiff, but in each instance the court had the advantage of 
all the proof and was thereby enabled to apply an intelligent discretion in determin- 
ing the limitations of the injunction. 

It appears that the trial judge herein had in mind prohibiting defendant from 
repeating the fraudulent practices theretofore committed. In order to express 
more definitely the court’s apparent intention to accomplish this result the judg- 
ment should be modified. 

It is therefore ordered that the judgment be modified as follows: Strike from 
the third paragraph the words “unless such other word or words shall be of the 
same size type or lettering, and of the same design or style, as the words ‘Western- 
Columbia’ ”’ and substitute in lieu thereof “unless such words be accompanied by a 
word or words which will clearly indicate to any patron or consumer that defend- 
ant is not plaintiff.” 

As so modified the judgment is affirmed. 


Moore, P. J., concurred. 


WILson, J.: 


I dissent. The injunction approved by the majority opinion is a mirage. The 
law demands reality. My disagreement with the opinion is that it has ignored well 
established and undisputed rules of the law of unfair competition that are applicable 
to the case, it has not given proper consideration to the facts as they appear in the 
findings of the trial court, and it has abandoned the theory of protection to the 
originator of a trade-name and to the public that has been established by a long 
line of authorities. My objection to the original judgment and to the judgment as 
modified by the prevailing opinion is not directed to what is restrained but to what 
is sanctioned and permitted. The judgment does not go far enough in protecting 
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appellant from unfair and unlawful competition and in preserving its good-will, and 
it does not sufficiently safeguard the public from the fraud that the court expressly 
found to have been committed by respondent in adopting the trade-name under 
which he has been transacting business. 

The extent and character of the relief to be afforded in an action to restrain 
the piracy of a trade-name must be determined with the aim (1) of protecting the 
originator of the name from injury occasioned to his business, good-will, and reputa- 
tion by its unauthorized use, and (2) of shielding the public from the fraud and 
deceit practiced by the offending party by acts that falsely lead the members of the 
public to believe that they are dealing with or purchasing merchandise manufactured 
by the first user of the name. Both of these elements of the foundation for a more 
efficacious injunction emerge from the findings in this action. 

Since sufficient facts are not related in the majority opinion to furnish an un- 
derstanding of the issues before the trial court and presented to this court by the 
appeal it is necessary to set them forth here. Among other things the court found: 

(a) That appellant is and it and its predecessors in interest have been engaged 
in the retail merchandising business, selling a varied assortment of articles, includ- 
ing “household furniture, radios, records, household appliances, washing machines, 
men’s and women’s wearing apparel and kindred articles of merchandise, and in the 
upholstering and recovering of furniture, for upward of fifty years, under the dis- 
tinctive trade-names of ‘Eastern,’ ‘Columbia’ and ‘Eastern-Columbia’”’; that under 
said names appellant has acquired a good-will, and that the public generally through- 
out the County of Los Angeles and State of California have come to know and 
identify appellant as “Eastern” or ““Eastern-Columbia” and that it enjoys a reputa- 
tion for honesty and integrity in its business. 

(b) That in May, 1944, respondent commenced the operation of a retail store 
in Los Angeles under the name of Western-Columbia Decorators, engaging in the 
business of recovering and upholstering furniture and decorating ; that in November 
of the same year respondent abandoned the word “Decorators” and commenced the 
use of the words “‘Western-Columbia” alone, under which he has continued to ad- 
vertise and hold himself out as engaging in the business of “selling furniture, radios, 
records, household accessories, draperies and appliances.” (This is the same line 
of merchandising in which appellant has been and is engaged. ) 

(c) “That the use and appropriation by defendant of said trade-name West- 
ern-Columbia in connection with his said business has been and is and will continue 
to be misleading, confusing and deceptive to the public generally; that it has, does 
and will, lead the public into believing that in dealing with defendant at his said 
place of business it is and will be dealing with plaintiff and that plaintiff is 
conducting a branch store at defendant’s said place of business; that the use and 
appropriation of said trade-name by defendant in connection with his said business 
constitutes unfair competition and already has and will continue to result in irrep- 
arable damage to plaintiff.” 

(d) “That defendant commenced the use and appropriation of said trade- 
name Western-Columbia and continues to use and appropriate the same with the 
express design and purpose of defrauding plaintiff, its customers and patrons, and 
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the public generally, and with the express design and purpose of appropriating for 
his use and benefit the good-will and business and reputation of the plaintiff and to 
divert the same from the plaintiff to the defendant ; that the appropriation and use 
by the defendant of the word ‘Columbia’ in combination with the word ‘Western’ 
as his trade-name is similar and identical to the use of the word ‘Columbia’ in com- 
bination with the word ‘Eastern’; that in visual appearance and sound the appro- 
priation and use of the combination of words ‘Western-Columbia’ suggests the words 
‘Eastern-Columbia’ and constitutes unfair competition and that the same is in- 
equitable and unjust and constitutes a fraud upon the public and will cause injury 
to the plaintiff’s business and good-will.” 

The judgment enjoins respondent from doing two things: (1) “from using, in 
any manner, the words Western Columbia alone as the name or designation of his 
business”; (2) “from using, in any manner, the words Western Columbia as the 
name or designation of his business, jointly or in conjunction with any other word 
or words, unless such other word or words shall be of the same size type or lettering, 
and of the same design or style, as the words Western Columbia.” The majority 
opinion orders the emphasized portion stricken, and the insertion of a condition in 
different language, but the amendment does not sufficiently protect either appellant 
or the public. 

The findings furnish cogent reasons for the further enlargement of the injunction 
to the extent of preventing respondent from pretending to be what he is not, and from 
defrauding appellant and deceiving the public with a name appropriated for the 
purpose of decoying unwary and unsuspecting purchasers. 

There are certain well established rules of law that must be taken into considera- 
tion in the decision of cases involving the alleged appropriation of a previously 
adopted and used corporate or trade-name under which its user has acquired a repu- 
tation for honesty and fair dealing. These principles are ignored in the majority 
opinion. 

A corporate name is in the nature of a property right, and the exclusive privilege 
of using it will be protected by the courts. Standard Oil Co. of New Mexico v. 
Standard Oil Co. of California, 56 F. 2d 973, 977 [32 T.-M. Rep. 363] ; American 
Steel Foundries v. Robertson, 269 U. S. 372, 380; Iowa Auto Market v. Auto Mar- 
ket & Exchange, 197 Iowa 420. A trade-name that has become of a pecuniary 
value or a business advantage likewise becomes a property right, and it, too, is en- 
titled to protection from infringement. Standard Oil Co. of New York v. Standard 
Oil Co. of Maine (D. C. Me.), 38 F. 2d 677, 679 [20 T.-M. Rep. 230] ; Peninsular 
Chemical Co. v. Levinson (C. C. A- 6), 247 F. 658, 661). An injunction will lie 
to prevent not only the use by another of the identical corporate name, but the use 
of any name which, by reason of similarity, will tend to create confusion and enable 
the later user to obtain the business of the first. Jowa Auto Market v. Auto Market 
& Exchange, supra. 

Two cases are referred to in the majority opinion in which family names of 
members of the companies have been permitted, by reason of existing circumstances 
in each case, to be used by corporations that were in competition with other corpora- 
tions that had previously appropriated and used the same family name in the same 
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kind of business, provided the second user conveyed the information to the public 
that it was not connected with the first user of the name. See L. E. Waterman Co. 
v. Modern Pen Co., 235 U. S. 88; Herring-Hall-Marvin Safe Co. v. Hall's Safe 
Co., 208 U. S. 554. The name chosen by respondent does not possess the virtue 
of being a family name but was chosen by him, as found by the trial court, “with the 
express design and purpose of defrauding plaintiff, its customers and patrons, and 
the public generally,” and of appropriating to his own use and benefit the good-will, 
business and reputation of plaintiff and of diverting the same from plaintiff to himself. 
The majority opinion, by its amendment of the judgment, follows the line of the 
family name cases. 

Uniformity as well as accuracy is desirable in judicial opinions. The majority 
of this court have not always been of the opinion that an innocuous injunction, such 
as they have annexed to the judgment, is a sufficient protection against fraud when 
the defendant is using, not a fictitous name, but his own. In the opinion in Hoyt 
Heater Co. v. Hoyt, 68 Cal. App. 2d 523 [35 T.-M. Rep. 180] which was joined in 
by the signers of the majority opinion in this action, the trial court had restrained 
the defendant from operating and advertising his business under his own name. In 
affirming the judgment this court said that “one must use his own name honestly 
and not as a means of pirating the good-will and reputation of a business rival; 
and where he cannot use his own name without inevitably representing his goods as 
those of another he may be enjoined from using his name in connection with his 
business,” and “that defendant could not use his own name in advertosing his busi- 
ness without confusing and misleading the public to the detriment of plaintiff.” 
The trial court found in the instant case that the use of the name ‘“Western-Colum- 
bia” is “misleading, confusing and deceptive to the public,’ and “constitutes a 
fraud on the public.” 

No authorities are cited in the opinion or in respondent’s brief, and none have 
been called to my attention otherwise, except the family name cases referred to, that 
sanction the use of a previously appropriated name with an accompanying explana- 
tion that the business is not connected with that of the original user of the name. 
That such a theory of protection, which in fact safeguards but little, if any, of the 
good-will and property right of the senior user of a name, has not been followed is 
exemplified by numerous cases in which the employment of a family name has been 
enjoined, only a few of which are hereinafter cited. 

The inhibition on the usurpation of an established name is extended to the use 
of ones’ own name if such use is calculated to cause confusion or to deceive. A 
corporation is not entitled to use in its name or for its products the name of an 
individual, though the latter is interested in the corporation and consents to the use 
of his name, if the name has been selected in order to aid the corporation in compet- 
ing with an established concern engaged in a similar business and if the name is cal- 
culated and intended to mislead the public in respect to the origin of the goods, 
and has the effect of promoting unfair competition. Dodge Stationery Co. v. Dodge, 
145 Cal. 380, 388-390; De Nobili Cigar Co. v. Nobile Cigar Co. (C. C. A. 1), 56 
F. 2d 324, 328 [12 U.S. P. QO. 442, 446-447] ; Vick Medicine Co. v. Vick Chemical 
Co. (C. C. A. 5), 11 F. 2d 33, 35; R. W. Rogers Co. v. Wim. Rogers Mfg. Co. 
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(C. C. A. 2), 70 F. 1017, 1018; G. B. McVay & Son Seed Co., Inc. v. McVay Seed 
& Floral Co., Inc., 201 Ala. 644; L. Martin Co. v. L. Martin & Wilckes Co.,75 N. J. 
Eq. 39; David E. Foutz Co. v. S. A. Foutz Stock Food Co. (C. C. Md.), 163 F. 
408, 411; Nestor Johnson Mfg. Co. v. Alfred Johnson Skate Co., 313 IIl. 106. 

The extent to which the courts will go in safeguarding the property right in a 
name and in shielding it from despoilation by a rival user, even though not engaged in 
a competitive business, whether it be a corporate name or a trade-name and whether 
used by a corporation or by an individual, is illustrated by cases in which injunctions 
have been issued to restrain a newcomer from appropriating an established name in 
connection with an article wholly dissimilar to that manufactured or sold by the 
original user and which does not come into competition with the latter’s merchan- 
dise. Injunctions are not limited to cases in which there is actual market competi- 
tion. It is sufficient if the unfair practices of one will injure the other and if the 
reputation of the first user of the name for goods of a high quality and standard 
will be damaged by the representation of the second, that the first user produces 
merchandise that it does not in fact produce. 

In the following examples the first and second users are indicated by numerals 
in connection with the goods which they respectively produced: (1) Food products, 
(2) oleomargarine, an item not produced nor intended to be produced by the first 
user: Del Monte Special Food Co. v. California Packing Corp. (C. C. A. 9), 34 
F. 2d 774, 775 [19 T.-M. Rep. 443]. (1) Automobiles, (2) automobile tires: 
Akron-Overland Tire Co. v. Willys-Overland Co. (C. C. A. 3), 273 F. 674. (1) 
Automobiles and aeroplanes, (2) radio tubes: Wall v. Rolls-Royce of America, 
Inc. (C. C. A. 3), 4 F. 2d 333, 334. (1) Electrical apparatus, switchboards, pumps 
and small internal combustion engines, (2) spark plugs: Duro Co. v. Duro Co. 
(C. C. A. 3), 27 F. 2d 339. (1) Hardware, locks and keys, (2) flashlights: Yale 
Electric Corp. v. Robertson (C. C. A. 2), 26 F. 2d 972, 974. (1) Drug store sup- 
plies but not cigars, (2) cigars: Peninsular Chemical Co. v. Levinson (C. C. A. 6), 
247 F. 658, 661. (1) Publisher of style magazine, (2) manufacturer of hats: 
Vogue Co. v. Thompson-Hudson Co. (C. C. A. 6), 300 F. 509, 512. (1) Self- 
rising flour, (2) syrups and sugar creams: Aunt Jemima Mills Co. v. Rigney & 
Co. (C. C. A. 2), 247 F. 407, 409. (1) Electric motors, hair driers, drink mixers, 
etc., (2) washing machines: Wisconsin Electric Co. v. Dumore (C. C. A. 6), 35 
F. 2d 555, 557 [19 T.-M. Rep. 496]. (1) Diamonds, jewelry and silverware, (2) 
production and distribution of motion pictures: Tiffany & Co. v. Tiffany Produc- 
tions, Inc., 147 Misc. 679; afmd. 237 App. Div. 801 [260 N. Y. S. 821] ; afmd. 262 
N. Y. 482. The same rule applies when the businesses of the parties are not directly 
competitive, although both are connected with the same industry, and where the de- 
fendant does not deprive the plaintiff of business that the latter would otherwise 
receive. Academy of Motion Picture Arts & Sciences v. Benson, 15 Cal. 2d 685, 
688, 692. 

In some of the cases hereinbefore cited the originator of the name had registered 
it as a trade-mark and that fact and the similarity of the names, either a corporate 
name or a trade-name, are interwoven in the discussion. However, the presence or 
absence of a trade-mark is not the turning point of the cases. If the name has ac- 
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quired a secondary meaning such registration is not a necessary condition to the 
granting of an injunction restraining the use of the name by the newcomer. Nester 
Johnson Mfg. Co. v. Alfred Johnson Skate Co., 313 Ill. 106; Herring-Hall-Mar- 
vin Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 559. 

The rules deduced from the decisions may be thus summed up: (1) If the 
resemblance of the names is such that purchasers who are acting with reasonable 
caution will be misled, or if the similarity is calculated to deceive the ordinary buy- 
er under ordinary conditions, the junior user will be enjoined from continuing the 
use of the name. (2) An established corporate name or trade-name is a property 
right and will be protected against infringement. (3) Registration as a trade- 
mark is not necessary. (4) The use of one’s own name may be prohibited if so 
used as to confuse or deceive. (5) The names need not be identical, but if so 
similar as to cause confusion or deception the newcomer will be enjoined. (6) 
The products identified by the names may be wholly dissimilar and need not be 
competitive. 

The fictitious name adopted by respondent has been assumed by choice. There 
were thousands of other names at his disposal under which he could have established 
his own reputation and good will without attempting, by means of a sham and 
fraudulent device, to palm off his wares as those of appellant. A corporate name 
identifies not only the corporation but its business and the goods it sells and the 
services it performs. Similarity, not identity, is the usual recourse when one party 
seeks to benefit himself by the good name of another. The court found that sim- 
ilarity was the means adopted by respondent for deception and that the name was 
selected ‘with the express design and purpose of defrauding plaintiff, its customers 
and patrons, and the public generally.” 

The important fact is that the business in which respondent is engaged, to wit, 
that of selling furniture, radios, records, household accessories, draperies and ap- 
pliances, and recovering and upholstering furniture, is identical with that in which 
appellant and its predecessors have been engaged for many years and which appellant 
has carried on under the name of “Eastern-Columbia” since 1939, five years before 
respondent adopted “Western-Columbia.” Appellant’s name has been used so long 
and has been so exclusively identified with its business that it has acquired a second- 
ary meaning, that is to say it indicates appellant’s business and merchandise and 
nothing else. Greater protection from the deceptive use of a similar name by another 
person or corporation should be accorded than is given in the judgment approved 
by the prevailing opinion. 

Without violating the injunction now in force respondent may establish a store 
immediately adjacent to appellant’s place of business and use the name “Western- 
Columbia Upholstery,” “Western-Columbia Department Store,” “Western-Colum- 
bia Furniture,” or any other words in connection with “Western-Columbia” that 
will indicate to the public that they are purchasing the same character of merchandise 
as that sold by appellant, provided only that words be added indicating that “de- 
fendant is not plaintiff.” The deception lies in the similarity of ““Eastern-Columbia” 
and “Western-Columbia,” and in the identity of the type of goods dealt in by the 
parties, the vice of which is not eliminated by the required additional words on the 
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store window and in advertisements. It is common knowledge that the name ta- 
tached to a business is the watchword and that customers will not tarry to read the 
explanatory statement. Notwithstanding the finding of the trial court that re- 
spondent’s use of “Western-Columbia”’ as his trade-name is and has been “mislead- 
ing, confusing and deceptive to the public generally,” and that it will lead the public 
into believing that “in dealing with defendant at his said place of business it is and 
will be dealing with plaintiff,” the effect of the judgment as modified is to allow 
respondent to continue in his deception. 

The majority decision evades the plain duty of an appellate court to correct an 
error of the trial court whether the judgment enjoins too little or the relief granted 
is excessive. A court of equity must exercise its power and perform its full duty 
in arriving at a solution of the questions presented, and to the end that complete 
justice be done it should either enlarge or abridge the relief awarded by the trial 
court to the extent warranted by the facts. The order modifying the judgment 
does not expand the injunction sufficiently to give the protection to appellant and 
to the public that is required by the facts and the applicable law. 

This court has the benefit not only of the findings but of a transcript of the 
evidence that sustains them and that clearly demonstrates the fraudulent purpose 
of respondent in adopting his trade-name. This court therefore is in the same po- 
sition as the trial court to apply discretion in determining the terms of the injunction 
warranted by the law and the facts. 

The majority opinion declares, erroneously, that it is the general rule that where 
a word has acquired a secondary meaning the first appropriator cannot prevent an- 
other from using such word in conjunction with other words, and that the relief to 
which the first user is entitled is limited to enjoining the second user from employ- 
ing the word or words in a descriptive way so as to pass off his goods as those of 
the complainant. This statement is in complete disaccord with the principles re- 
peatedly declared in the decisions to which reference has been hereinbefore made. 

That the purported “general rule” stated by the majority is not a rule is demon- 
strated by the cases which I have cited wherein it is announced as virtually a unani- 
mously approved precept that the senior user of a name is entitled to an injunction 
restraining the junior user from appropriating the same word or words whether the 
parties are engaged in the same kind of business or in noncompetitive pursuits. 

The sterility of the amendment to the judgment is shown by the absence of au- 
thorities supporting or suggesting such an indulgent injunction. The text of the 
opinion is not sustained by the three cases cited in its support: (1) In Academy of 
Motion Picture Arts & Sciences v. Benson, 15 Cal. 2d 685. Mr. Justice Shenk, 
speaking for the court, points out that the business of the parties was not directly 
competitive although both were connected with the motion picture industry, and that 
by the use of the name adopted by the defendant the latter did not take from the 
plaintiff and draw to herself any business which the plaintiff otherwise would re- 
ceive; nevertheless, said the court, the plaintiff was entitled to have the defendant 
enjoined “from any deceptive use of words which in the public mind will con- 
fuse the plaintiff’s and the defendant’s business.”’ (P. 688.) The court further said 
that it was not necessary that the parties be in competitive business but it was 
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enough if the names, although not identical, were sufficiently similar to cause con- 
fusion and injury. (P. 692.) Contrasting the facts in that case with those in the 
instant action, the businesses of the parties here are “directly competitive” and re- 
spondent takes ‘from the plaintiff and draws to [himself] business which the plain- 
tiff otherwise would receive.” In the Academy case the court declared that the de- 
fendant should be enjoined from “any deceptive use of words” that would confuse 
the public, but such approved relief is denied to appellant here. (2) The case of 
Dodge Stationery Co. v. Dodge, 145 Cal. 380, comes within the group of cases 
relating to the incorporation of an individual’s name in the name of a corporation. 
The court said that Dodge could not confer the right to use his name upon the 
corporation for the purpose of enabling it to engage in a business that had been 
conducted by another corporation under a similar name; that the incorporators 
of the second company had no right “to fraudulently adopt a name similar to plain- 
tiff’s name for the purpose of palming off the business to be conducted by the new 
corporation as plaintiff's business, and thus invade the rights of the prior corpora- 
tion”; that the court should take into consideration the fact that the business con- 
ducted by the defendant corporation was the same as that conducted by the plain- 
tiff and that the court had a right to restrain the defendant from using a name so 
similar to plaintiff's name as to mislead the public into believing that the defendant’s 
business was the same establishment as that which had been maintained by the 
plaintiff under that name. (Pp. 388-390.) (3) There is nothing in the case of 
Modesto Creamery Co. v. Stanislaus Creamery Co., 168 Cal. 289, that supports the 
text of the majority opinion. That was an action to restrain unfair competition in 
which an injunction was sustained restraining the defendants from imitating a label 
consisting of the word “Modesto” in connection with a symbol or device on butter 
wrappers. The restraint went not to the use of the word alone but to its use with 
a symbol in such manner as to deceive the public into purchasing the defendant’s 
product in the belief that the plaintiff had produced it. 

The injury to appellant by the infringement on its name lies not only in the finan- 
cial loss occasioned by reason of sales that may be made by respondent to persons 
who believe that they are dealing with appellant, but in the representation that the 
merchandise sold or services performed by respondent are sold or performed by ap- 
pellant when in fact the latter has no control over them. Its reputation for fair and 
honest dealing is thus in jeopardy, since respondent is indifferent to the maintenance 
of appellant’s good-namie and is at liberty to sell goods and services of a quality in- 
ferior to those that the public is accustomed to procure from appellant. 

Although the findings were all in favor of appellant the judgment as modified 
permits respondent to continue the unfair competition that gave rise to the action, 
provided only that he uses words indicating that he is not the plaintiff, which gives 
but a soupcon of protection. 

This is not a case of innocent or unintentional trespass on appellant’s good-will. 
It was a deliberate and premeditated act on the part of respondent and the court 
found that it was done for a fraudulent purpose, was inequitable and unjust, and 
constituted a fraud on the public. No equities rest on respondent’s side of the case. 
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A judgment should be explicit and certain and should so delimit the respective 
rights of the parties that future litigation and construction will be unnecessary. In 
this particular the judgment in the form approved by the majority is deficient. If 
respondent should use the words ‘“Western-Columbia” in connection with other 
words he is required to notify the public that he is not the plaintiff, but the manner 
of giving such notification is not specified. The protective feature of the judgment 
of the trial court that any other words shall be of the same size, style and design of 
lettering is omitted. The explanatory words may be so diminutive as to pass un- 
noticed by the casual observer, and need not be “in equally large and conspicuous let- 
ters” as was required in the Waterman Pen case, L. E. Waterman Co. v. Modern 
Pen Co., 235 U. S. 88, 93, or in letters of the same size and character, ‘as prescribed 
by the trial court. 

In Weinstock, Lubin & Co. v. Marks, 109 Cal. 529, the court said (p. 539) : 
“The fundamental principle underlying this entire branch of the law is, that no man 
has the right to sell his goods as the goods of a rival trader,” and (p. 541) : “Equity 
will not concern itself about the means by which fraud is done. It is the results 
arising from the means, it is the fraud itself, with which it deals.” 

Appellant is entitled to a judgment restraining the invasion of its property right 
in its name and the impairment of its good name and good-will, and one that will 
prevent the foisting of respondent’s merchandise on the public in a manner calculated 
and intended to deceive. 

The judgment should be modified by adding a provision restraining respondent 
from using the words “Western-Columbia” in conjunction with any other word or 
words on or about any establishment in which merchandise is sold or offered or 
advertised for sale similar to or in competition with the merchandise dealt in by 
appellant, and from using said words in connection with or in advertising any busi- 
ness in competition with appellant’s business, or in any manner calculated to cause 
purchasers to believe that they are dealing with appellant. 





51 WEST 51ST CORPORATION v. ROLAND, trapinc as TOOTS SHORES 
New Jersey Chancery Court 
December 18, 1946 


UNFAIR COMPETITION—GENERAL PRINCIPLES 
Most recent decisions hold that actual competition between litigants is not indispensable 
prerequisite to injunctive relief against unfair trade practices; case are collected. 
UnFaiR CoMPETITION—NAMES OF COMPANIES 
Likelihood of reliance upon trade-name of junior user as representing manufacture or 
service of senior, without actual reliance, is sufficient to subject one to liability for fraudu- 
lently marketing goods or services as those of another, particularly where use of simulated 
trade-name is unnecessary to honest prosecution of junior’s business; proof of actual com- 
petition is not essential when imitator of trade-name acts fraudulently; good or bad faith of 
alleged infringer is important factor on territorial question; if he imitates other trade-mark 
or name knowingly and acts in other ways to convey impression that his business is associated 
with other, inference may reasonably be drawn that there are prospective purchasers of senior 
to be misled. 
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In the present suit the parties are in actual competition. Each is seeking to attract the 
ever-moving but ever-present tourist trade. 

The jurisdiction of courts of equity to prevent injury from infringement of trade-names 
has been liberally exercised and applied in all circumstances whenever it appeared that the 
name was an established, distinctive and valuable adjunct to an undertaking, whether used 
to distinguish manufactured articles, a place of business, or a service. All that is required 
to bring into activity the injunctive powers of the court, is to inform it that the complainant’s 
trade is in danger of harm from the use of its name, by the defendant, in such a way, as is 
calculated to deceive the public into the belief that the defendant’s affairs, in the respect 
complained of, are those of the complainant. The test is, “Is the resemblance calculated to 
mislead or confuse to the complaint’s damage?” Of course, if a fraudulent intent to deceive 
is present, the court will take hold, regardless of the consideration whether the defendant would 


otherwise have the right to use its name. Cape May Yacht Club v. Cape May Yacht and 
Country Club, supra. 


Action by 51 West 51st Corporation against Bert Roland, trading as Toots 
Shores, for unfair competition. Decree for complainant. 


Lloyd, Horn & Perskie and David M. Perskie, both of Atlantic City, N. J., and 
David T. Wilentz, Trenton, N. J., for complainant. 
Victor D. Tort, Atlantic City, N. J., for defendant. 


WooprurFF, V.-C.: 


The nationally known “Toots Shor Restaurant,” at 51 West 51st Street, New 
York City, is owned and operated by the complainant. It was established in April, 
1940, by Bernard Shor, nicknamed “‘Toots” when he was a boy in Philadelphia, and 
still best known by that pseudonym. 

The “Toots Shores” restaurant on the Boardwalk, opposite the Steel Pier, in 
Atlantic City, was opened by the defendant in January, 1946. Immediately, Bernard, 
or “Toots” Shor of New York received many letters referring to the Atlantic City 
restaurant and criticising what was assumed to be his action in opening and conduct- 
ing a branch unworthy of the character and reputation of his New York establish- 
ment. Upon receipt of these letters the complainant notified the defendant to cease 
the use of his imitation of the complainant’s trade-name. The notice was ignored; 
the result, this suit. 

The complainant seeks an injunction prohibiting the defendant from conducting 
his present or any other restaurant or food-selling business, under the name “Toots 
Shores” or under any name similar to “Toots Shor.” The defendant concedes the great 
similarity of his trade-name to that of the complainant, and that it was employed 
subsequent to the creation and use of the complainant’s trade-name. He contends, 
however, that he has not been guilty of “unfair competition’”’ because his restaurant 
is operated in a territory different from that in which the complainant operates, and 
because he caters to a class of people other than that from which complainant 
draws its patrons. 

Counsel for the complainant suggests that the principles stated in the conclusions 
filed by me in the recent cases of J. B. Liebman & Co., Inc. v. Liebman, 135 N. J. 
Eq. 288 [35 T.-M. Rep. 11] ; and Weiss v. The Stork and Gift Shop, 137 N. J. Eq. 475 
[36 T.-M. Rep. 55], are dispositive of all the questions herein agitated. This is true 
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but some of the defenses advanced in the instant case were not suggested in either 
the Liebman or the Weiss case. In the Weiss case, the junior competing business 
was opened almost directly opposite the store of the complainant, and there was 
actual and aggressive competition in merchandising the same type of goods. In the 
Liebman case, there was like competition and, although the principal store of the 
senior was located in Philadelphia, Pa., and the store of the junior was opened in 
Camden, N. J., the senior had over a period of years, developed and maintained 
an extensive trade with hundreds of customers in Camden. 

Law is not static; it is an ever developing science. Under some of the earlier 
and most of the more recent decisions in our federal and our state courts, in actions 
based upon unfair trade practices, actual competition between the litigants has not 
been held to be an indispensable prerequisite to injunctive relief. Annotation, 148 
L. R. A. 22, and collected authorities; 52 Am. Jur., Trade-Marks, Trade-Names, 
etc., §§ 93 and 109; Restatement of the Law, Torts, Introduction to ch. 35, pp. 537, 
540. The modern view was trechantly expressed in Vogue Co. v. Thompson-Hudson 
Co., 300 F. Rep. 509, 512: “This rule [that one should not be permitted to pass off 
his goods as those of another] is usually invoked when there is an actual market 
competition between the analogous products of the plaintiff and the defendants, and 
so it has been natural enough to speak of it as the doctrine of unfair competition ; 
but there is no fetish in the word ‘competition.’ The invocation of equity rests more 
vitally upon the unfairness. If B represents that his goods are made by A, and if 
damage therefrom to A is to be seen, we are aware of no consideration which makes 
it controlling whether this damage to A will come from market competition with 
some article which A is then manufacturing or will come in some other way. The 
injury to A is present, and the fraud upon the consumer is present; nothing else is 
needed... . the same considerations which make the misrepresentation so valuable 
to defendants make it pregnant with peril to plaintiff.” (Italics mine. ) 

In Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, the Supreme Court of 
the United States, had before it two cases involving questions of unfair trade prac- 
tices and of the territorial extent of the right in a trade-name. Mr. Justice Pitney, 
speaking for the court, said “Courts afford redress or relief upon the ground that 
a party has a valuable interest in the good-will of his trade or business, and in the 
trade-marks adopted to maintain and extend it. The essence of the wrong consists 
in the sale of the goods of one manufacturer or vendor for those of another. .. . 
Into whatever markets the use of a trade-mark has extended, or its meaning has 
become known, there will the manufacturer or trader whose trade is pirated by an 
infringing use be entitled to protection and redress.” (Italics mine.) 

The case nearest in point of fact to the instant case is Stork Restaurant, Inc. 
v. Marcus, 36 F. Supp. 90 [31 T.-M. Rep. 132]. In that case the plaintiff brought 
suit to protect the trade-name of its restaurant, “The Stork Club,” in the City of 
New York. That name had been continuously used by it for several years, and, with 
its restaurant, had been advertised extensively by various methods and through 
various media. It had also been referred to in various periodicals and other printed 
matter of local and national circulation, and the favorable publicity given the res- 
taurant had attracted to it persons of prominence in social, literary, artistic, profes- 
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sional, commercial, official and cinematic circles. Then, the defendant registered in 
Pennsylvania the trade-name “The Stork Club” to designate a restaurant he was 
opening in Philadelphia and widely advertised its opening and operation. The 
court held that the defendant had not deprived the plaintiff of any patrons, but was 
profiting from the fame and repute adjunctive to the name and insignia of the plain- 
tiff’s restaurant and, that the defendant’s business, although fundamentally similar 
to that of the plaintiff, was of such type that the reputation likely to be accorded to his 
business would differ materially from the reputation of the plaintiff's restaurant. The 
court said: “Jt is generally recognized today that the emphasis in cases concerning 
trade-marks, trade-names, and ‘unfair competition’ is no longer on competition, but 
rather on the injury suffered by the plaintiff and the public, it being enough if the 
defendant’s acts result in confusion or deceit of the public.... Because an attractive, 
reputable trade-name can be imitated not for the purpose of diverting trade from its 
owner, but rather for the purpose of securing some of the good-will, advertising, 
and sales stimulation appurtenant to it, the interest in a trade-name came to be 
protected against being subjected to the hazards of another’s business not in actual 
competition. Restatement of the Law of Torts, § 730, comment (a). That is, one’s 
interest in a trade-name came to be protected against simulation not only in a com- 
peting business, but in a business so related to that of the owner of the trade-name 
that the possible ill repute of the other would be visited upon him.” (Italics mine. ) 

The insistment of the complainant is that its established and nationally known 
trade-name is being belittled and depreciated in value by the defendant’s use of a 
name so similar as to confuse the complainant’s customers and the public and lead 
them to believe that his small restaurant is a branch of the complainant’s restaurant 
or controlled by it. Also, that the defendant deliberately pirated the complainant's 
trade-name in order to deceive complainant’s customers and the public and to ad- 
vantage himself from its fame and good repute. 

The New York restaurant features waiters and head waiters in evening dress, 
and the best of foods and beverages ; the Atlantic City restaurant occupies a narrow 
room, the tables are crowded together, there is waitress service, intoxicants are not 
served and the food specialties are salads and sandwiches. Atlantic City and New 
York are both cities almost continuously crowded with tourists. 

The defendant cites and relies upon the case of National Grocery Co. v. National 
Stores Corp., 95 N. J. Eq. 588. In that case Vice-Chancellor Bentley quoted from 
37 Cyc. 760: “ ‘Of course, there must be actual competition before there can be any 
unfair competition.’”’ The decree he advised was affirmed by our Court of Errors 
and Appeals, 97 N. J. Eq. 360, and has been cited in three subsequent decisions, 
Blue Goose Auto Service, Inc. v. Blue Goose Super Service Station, Inc., 110 N. J. 
Eq. 438 [22 T.-M. Rep. 292]; Peerless Laundry Co., Inc. v. Peerless Service 
Laundry, Inc., 111 N. J. Eq. 221; and Baltimore v. Clark, 131 N. J. Eq. 290, 132 
N. J. Eq. 374. As I read the opinions in these four cases they do not preclude relief 
in the instant case, in fact, the decision of this court in the latter case, is authority for 
the granting of an injunction in the instant case. In the National Grocery Co. case, 
Vice-Chancellor Bentley declared that fraud, a necessary element to a case of unfair 
competition, as he said, had not been asserted or proved, and that the parties were 
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so separated from each other territorially, and the character of their activities (cash 
and carry grocery stores) was such that “it was impossible for one to injure the 
other.” In the Blue Goose case, Vice-Chancellor Fallon found that there was no 
actual competition between the litigants. Significantly, he declared that there was 
no evidence before him which would warrant a finding that the defendant had so 
conducted its business as to expressly or impliedly represent that it was the busi- 
ness of the complainant, or indicate that any damage, chargeable to the defendant, 
had been done to the complainant’s business. In the Peerless Laundry case, Vice- 
Chancellor Backes took care to point out that the defendant had a right to the 
use of its trade-name, similar to that of the complainant, representing as it did a long 
established business which he had purchased. And, in Baltimore v. Clark, although 
Vice-Chancellor Bigelow repeated the quotation from Cyc., and found that there 
had been no actual competition between the parties, yet he advised an injunction, 
and this, despite the fact that the complainant had no intention of immediately using 
the trade-name that he had purchased and was seeking to protect. The decree ad- 
vising issuance of an injunction was affirmed by the Court of Errors and Appeals, 
132 N. J. Eq. 374. 

In another case in this court, the questions of absence of direct competition, trade 
with different classes of customers and territorial separation, were raised; The 
Surprise Store v. Mintz, 1 N. J. Mis. R. 191. That case was disposed of orally and 
the vice-chancellor remarked that no simulation by the defendant of the appearance 
of complaint’s New York store, or of its signs or advertisements, calculated to lead 
the public into thinking the defendant’s store was operated by the complainant, or 
to mislead them to patronize the defendant’s store in the belief that it was one of 
the complainant’s stores had been proved. He also pointedly added that there had 
been no proof of fraud. He held that the use of the word “surprise” by the de- 
fendant in its trade-name would not “result in probable injury to the complainant.” 

Likelihood of reliance upon the trade-name of the junior user as representing 
manufacture or service of the senior, without actual reliance, is sufficient to subject 
one to liability for fraudulently marketing his goods or services as those of another. 
Restatement of the Law, Torts, ch. 35 § 712 f. And particularly is this true, where 
the use of the simulated trade-name is unnecessary to the honest prosecution of the 
junior’s business. International Silver Co. v. William H. Rogers Corp., 67 N. J. Eq. 
646. 

The early common law rule in actions for infringement of trade-name, or for un- 
fair competition, that actual competition between litigants must be shown as an essen- 
tial prerequisite to relief, was formulated and promulgated in an age when national 
and international advertising, as we now know it, by radio, newspapers and maga- 
zines, was unknown, and when fast and convenient transportation by air, water 
and land was not habitually utilized by a people eager to visit and spend in distant 
cities. Here in New Jersey, and generally in the United States, it is now an accepted 
practice for housewives and wage-earners to use their automobiles to patronize 
locally and nationally advertised mail-order houses, department stores, and “‘super- 
markets” and, in recognition of this change of habit, such establishments are now 
being located outside of the congested business districts of our cities. Anyone who 
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has recently passed such an establishment on a Friday (pay-day) afternoon or eve- 
ning and noted the number and type of parked automobiles, and the variety of their 
licenses, must recognize the truth of this statement. 

In the present suit the parties are in actual competition. Each is seeking to at- 
tract the ever-moving but ever-present tourist trade. The individual of this class 
visiting our eastern seaboard, and looking for a restaurant and good food in Atlantic 
City today may, and probably will, be in New York City a day or two hence pur- 
suing the same purpose. Certainly residents of New York City frequently spend 
the week-end or their summer vacations in Atlantic City, and the fame and good 
repute of complainant’s trade-name and of its restaurant has extended to and beyond 
Atlantic City: Witness the flood of letters that came to Mr. Shor when defendant’s 
restaurant was opened for business. But, proof of actual competition has never been 
deemed essential to the granting of relief when the imitator of a trade-name acted in 
fraud. Cape May Yacht Club v. Cape May Yacht and Country Club, 81 N. J. Eq. 
454. And, the good or bad faith of the alleged infringer is an important factor on 
the territorial question. If he imitates the other’s trade-mark or trade-name know- 
ingly and acts in other ways to convey the impression that his business is associated 
with the other, the inference may reasonably be drawn that there are prospective 
purchasers of the senior to be misled. Restatement of the Law, Tort, ch. 35 § 732. 

That the defendant intended to deceive the public is obvious. He has just his lost 
lease for a restaurant on the Boardwalk opposite Million Dollar Pier and had pur- 
chased the restaurant business which had long been conducted at his present loca- 
tion. For his new enterprise he did not choose to use the name of his old restaurant 
nor the name under which the purchased business had been operated. Instead, he 
determined to advantage himself by using a simulation of complainant’s trade-name. 
The words most prominently displayed on the front of his restaurant were “Toots 
Shores” and these words were as prominently displayed in his advertising; when, 
in advertising, he noted his ownership and management, he did so in small type 
and at a place distant from his display of ‘Toots Shores.” 

Defendant’s greatest deceit was his deliberate alteration of a photograph of 
the front of his restaurant for advertising purposes. He had contracted for the 
entire cover page of the brochure, ““Amusement—Where to Go and What to See— 
Atlantic City,” intended for free distribution to all visitors at the shore resort. 
Actually, beneath the words “Toots Shores,” on the front of defendant’s restaurant, 
appears the word “Sandwiches.”’ But, in what purported to be a photographic re- 
production thereof, one read these words: “Toots Shores Restaurant,” and the de- 
fendant admitted that he personally persuaded his advertising agent to have the 
photographer blot out the word “Sandwiches” on the photograph and to substitute 
therefor the word “Restaurant.” Thus the defendant presented to the visiting pub- 
lic a restaurant bearing like name to that of the New York restaurant except for two 
added letters—and in sound those letters might well indicate the possessive case of 
the name “Shor.” 

The defendant’s explanation, under oath, of his selection of the trade-name 
“Toots Shores” was so absurd as to be unbelievable. He declared that he was not 
only engaged in the restaurant business but that he also conducted a real estate 
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and insurance business ; that his wife had assisted him in the other restaurant he had 
owned, and that he expected her to take most of the responsibility for the new res- 
taurant; that he had always called his wife ‘Toots’ and that the word “Shores” 
was but an indication that the restaurant was upon the sea shore. 

On direct examination the defendant was asked when he registered the trade- 
name “Toots Shores” in Atlantic County. He said that it occurred in November, 
1945. Then, his counsel asked: “Q. Did you ever hear of Toots Shor restaurant 
in New York prior to this suit? A. No, sir.’ The Court: “Never heard of it before 
this suit?” The witness: “No, sir.” On cross-examination the defendant was 
asked whether he had any objection to using his own name, Bert Roland, to designate 
his new restaurant. His answer was: “A. I didn’t have no objection to using it. 
May I explain why I did do what I did? After I opened this place, at least before 
I opened it, I found out there was a Toots Shor in New York, then I started to put 
my Own name on my advertisements and on the outside because I didn’t care to 
deceive anybody. Q. You knew it might deceive somebody? A. I didn’t know it. 
©. As a matter of fact, you didn’t care to deceive anybody and that is why you put 
your name on the place? A. That was before I even opened the place.” The de- 
fendant was then asked by the court: “OQ. I understood you to say in your testimony, 
before you opened your restaurant you learned there was a restaurant in New York? 
A. That is right, sir. Q. By the name of Toots Shor? A. Yes. Q. So that when 
you opened your restaurant you put your name on as owner-manager, did you? 
A. Yes.” Then, on redirect examination, and after the conflicting testimony had 
been read aloud by the court stenographer, defendant’s counsel asked the defendant : 
“Q. Prior to your purchase of the Dewey Sandwich Shop had you heard of Toots 
Shor restaurant in New York? A. No, I had not. The Court: So you heard of it 
between October, 1945, the day when you purchased it, and the day of your open- 
ing, January 26,1946? The witness: That is right. That is when I used my name.” 
(Italics supplied.) This irreconcilable testimony, and the attitude of this witness 
upon the witness stand, left no doubt in my mind that he knew of the “Toots Shor 
Restaurant” in New York when he chose and first advertised a similar name for 
his new restaurant, and that he fully intended to deceive the public and benefit by 
the nation-wide, extensive and favorable publicity which the New York restaurant 
had enjoyed. Falsus in uno, falsus in omnibus. 

The proof of the complainant was positive, definite, detailed and convincing. It 
introduced into evidence five books, including the recent best-seller novel “The 
Hucksters” in which its restaurant in New York received favorable mention ; four 
magazines, including Colliers and Esquire, in which friendly articles concerning the 
restaurant appeared; seven large scrap books filled with laudatory clippings and 
published photographs appertaining to the restaurant, and many original photo- 
graphs depicting Mr. Shor, his restaurant, and celebrities being there entertained. 

By close personal attention to the purchase, preparation and serving of foods 
and beverages, and intimate, friendly contacts with customers, Mr. Shor has at- 
tracted to the restaurant notable figures in the world of politics and of sports, stars 
of the stage and screen, authors, artists, news columnists and radio commentators. 
The reputation of the restaurant as the resort of epicures and celebrities has been 
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broadcast throughout the United States. The gross annual business done at com- 
plainant’s restaurant has attained a figure of $1,500,000, and the payroll runs from 
$7,000 to $7,500 each week. It is big business, nationally known. 

The jurisdiction of courts of equity to prevent injury from infringement of trade- 
names has been liberally exercised and applied in all circumstances whenever it 
appeared that the name was an established, distinctive and valuable adjunct to an 
undertaking, whether used to distinguish manufactured articles, a place of busi- 
ness, or a service. All that is required to bring into activity the injunctive powers 
of the court, is to inform it that the complainant’s trade is in danger of harm from 
the use of its name, by the defendant, in such a way, as is calculated to deceive the 
public into the belief that the defendant’s affairs, in the respect complained of, are 
those of the complainant. The test is, “Is the resemblance calculated to mislead or 
confuse to the complaint’s damage?” Of course, if a fraudulent intent to deceive 
is present, the court will take hold, regardless of the consideration whether the de- 
fendant would otherwise have the right to use its name. Cape May Yacht Club v. 
Cape May Yacht and Country Club, supra. 

The issuance of an injunction will be advised. 


IN RE W. A. SHEAFFER PEN COMPANY 
Court of Customs and Patent Appeals 
January 16, 1947 





TRADE-MARKS—DESCRIPTIVE MARKS 

It is now well settled that a mark is descriptive within the meaning of the Act if it de- 
scribes the intended purpose, function, or use, of the goods to which it is applied. 

There is, however, a class of words which, though not descriptive of the article, are 
suggestive of some supposed advantage to be derived from using it, or some effect produced 
by its use. These have been ordinarily, though not always, upheld as valid trade-marks. 

“Fineline” is descriptive of mechanical pencils, parts thereof, and leads therefor. 

APPEALS TO Court oF CUSTOMS AND PATENT APPEALS 
Court is obliged to rely upon records, and not brief, for information as to correctness 
of examiner’s statement that word has authorized usage. 











Appeal from Commissioner of Patents; 65 U.S. P. Q. 171. 

Application for registration of trade-mark of W. A. Sheaffer Pen Company, 
Serial No. 439,297, filed December 30, 1940. From decision refusing registration, 
applicant appeals. Affirmed. 


Thorley Von Holst, Chicago, Ill. (M. Hudson Rathburn, Chicago, IIl., and Edwin 
R. Hutchinson, Washington, D. C., of counsel) for appellant. 
W.W. Cochran (Pasquale J. Federico of counsel), for the Commissioner of Patents. 


O’ConNELL, J.: 
This is an appeal from the decision of the Commissioner of Patents refusing to 


register appellant’s mark ‘‘Fineline,’ 65 U. S. P. Q. 171, as applied to mechanical 
pencils, parts, thereof, and leads therefor. The ground of refusal was that the mark 
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is descriptive of the character or quality of the goods with which it is used and its 
registration prohibited under Section 5 (b) of the Trade-Mark Act of February 20, 
1905, 15 U. S. C., Sec. 85 (b). 

In its application appellant alleged that it had continuously used and applied 
its trade-mark to the goods since August 19, 1938. 

The Examiner of Trade-Marks took the position, which was upheld by the 
Commissioner of Patents, “that the mark is descriptive of the goods, because it 
conveys the information that applicant’s pencils will produce a fine written line.” 

The commissioner properly held [35 T.-M. Rep. 125] “it is now well settled that 
a mark is descriptive within the meaning of the Act if it describes the intended pur- 
pose, function, or use, of the goods to which it is applied.” 

Citing Sierra Chemical v. Berettini, et al., 33 F. 2d 397, appellant directs at- 
tention in its brief to the fact that the involved mark is not of that class of trade- 
marks known as arbitrary and fanciful, and citing O’Rourke v. Central City Soap 
Co., 26 F. 576, directs attention, in italics, to the principle of law upon which it 
relies herein: 


.... There is, however, a class of words which, though not descriptive of the article, 
are suggestive of some supposed advantage to be derived from using it, or some effect 
produced by its use. These have been ordinarily, though not always, upheld as valid 
trade-marks. . . 


The sol question to be determined therefor is whether ‘“Fineline” is descrip- 
tive of the character or quality of the goods; or whether as urged by appellant the 
mark “at most is suggestive of a possible result which may or may not be achieved 
in the use of a mechanical pencil.” 

Appellant argues that its mechanical pencil, or the lead used therein, does not 
necessarily make a fine line, that “Fineline” denotes an attribute which becomes 
apparent only when the article is used; and that a description of the goods does 
not by any stretch of the imagination include a line, fine or otherwise. 

Appellant argues further in its brief that: 


rer Appellant’s pencils and leads may or may not make a line that could be described 
as “fine,” depending on the manner in which the pencil is manipulated, the texture and 
hardness of the lead employed, and the standards of comparison used. To some users of 
appellant’s pencils a thick heavy line might be described as a “good” or “fine” line. 


It is true that appellant’s mark does not describe a mechanical pencil. The pur- 
pose for which it is used, however, is to make a written line, and it is clear from 
the facts presented in the record that appellant’s pencil, and the lead therein, when 
used for its intended purpose, does produce and include a line which by relative 
standards of comparison is properly described or characterized as “fine.” Appel- 
lant’s mark as correctly held by the Commissioner of Patents conveys the informa- 
tion that its pencil will produce that line. 

Words which are merely descriptive of the goods with which they are used, 
or the character or quality thereof, or the purpose for which they are used, shall 
not be registered under the mandate of the statute, for the reason that anyone is 
entitled to use such words in describing the goods which he offers for sale. Model 
Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 18 C. C. P. A. (Patents) 1294, 
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49 F. 2d 482,9 U.S. P. Q. 238; In re General Permanent Wave Corporation, etc., 
28 C. C. P. A. (Patents) 1099, 118 F. 2d 1020, 49 U. S. P. Q. 184; Celanese Cor- 
poration of America v. E. I. Du Pont De Nemours & Company, 33 C. C. P. A. 
(Patents) 948, 154 F. 2d 146, 69 U.S. P. Q. 101. 

It is clear that appellant’s mark, if registered, might hamper others in the free 
use of the words “‘fine” and “line.” 


Counsel for appellant state in their brief that: 



































. it is wholly erroneous not to say unfair, for the Examiner to suggest that “Fine- 
line” is a term having “authorized usage.” Until appellant used the mark in connection 
with its goods there was no association there between whatsoever and no one would have 
known what was meant by a “Fineline” per se. Now, after years of advertising, the 
public (including, apparently, the Commissioner), associates the mark with appellant's 
mechanical pencils, but surely this is no ground for calling it descriptive. .. . 


The difficulty with appellant’s position is that there is nothing of record tending 
to establish that the quoted statement of the examiner is erroneous, and the court 
is obliged to rely upon the record and not the brief of counsel for information on the 
subject, Jn re Burns, 23 C. C. P. A. (Patents) 1091, 83 F. 2d 292; 29 U.S. P. Q. 
423; Chrysler Corp. v. Trott, 23 C. C. P. A. (Patents) 1098, 83 F. 2d 302, 29 
U.S. P. Q. 363; In re Selmi, et al., 33 C. C. P. A. (Patents) 1187, 156 F. 2d 96, 
70 U.S. P. Q. 197. 

It is deemed unnecessary in view of the conclusion hereinbefore expressed to 
discuss and pass upon other points raised by appellant’s reasons of appeal and the 
decision of the Commissioner of Patents for the reasons stated is affirmed, 


J. S. IVINS’ SON, INC. v. LAMONT, CORLISS & COMPANY 
Court of Customs and Patent Appeals 
December 9, 1946 





TRADE-MARKS—PRIoR ADJUDICATION 
If registrations in the patent office of the word “House” have been improperly alllowed, 
it does not help the situation any to further confuse the purchaser by registering applicant’s 
mark containing word. 
PLEADING AND PRACTICE—REGISTRATION 
Whether applicant for registration has right to use mark is not considered; 1905 Act 
makes likelihood of confusion test for registration. 
TRADE-MARKS—CONFUSINGLY SIMILAR 
There is an association of ideas between “Toll House” and “Gate House” that would 
be likely to promote confusion. 
One who really wishes to distinguish his goods from those of another has a wide field 
to select from without going into disputed territory. 


Appeal from Commissioner of Patents; 65 U. S. P. Q. 51. 
Trade-mark opposition No. 22,877 by Lamont, Corliss & Company against J. S. 


Ivins’ Son, Inc., application, Serial No. 461, 252, filed June 9, 1943. From decision 
sustaining opposition, applicant appeals. Affirmed. 
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Benjamin T. Rauber, New York, N. Y. (Joseph H. Milans, Washington, D. C., of 
counsel), for appellant. 
Ray T. Ernst, New York, N. Y., for appellee. 






BLAND, J.: 






The appellant filed its application in the United States Patent Office for the 
registration of its trade-mark, ‘“‘“Gate House Cookies by Ivins” accompanied by the 
picture of a gate and a house at the side, for use upon cookies. The words, “Cookies 
by Ivins” were disclaimed except in combination with the other features. 

The appellee filed notice of opposition to such registration, basing the same upon 
its registered trade-marks, “Toll House” for chocolate and the same notation for 
cookies. Appellee’s seniority of use is not questioned. 

The Examiner of Trade-Mark Interferences held there was confusing similarity 
between the marks when applied to the goods involved and sustained the notice of 
opposition, which holding, upon appeal to the Commissioner of Patents, was af- 
firmed. 

Appellant has appealed here from the commissioner’s decision, 65 U. S. P. Q. 51, 
and, as below, stresses the contention that there is no possibility of confusion be- 
tween “Toll House” and “Gate House.” It calls attention to the fact that numer- 
ous so-called “House” trade-marks have already been registered and are in use, 
such as “White House,” “Doll House,” “Kent House,” etc., and argues that to 
refuse registration is equivalent to holding that the appellee has exclusive right to 
use the word “House”’ in the sale of goods of the character here involved. Appel- 
| lant stresses the fact that by reason of its frequent use in this connection the “House” 
| 

























feature of the mark is not the portion which would indicate origin of the goods 
and urges that there is no similarity between “Toll” and “Gate.” 

It is our view that appellant’s contention is without merit. 

If the registrations in the patent office of the word “House” have been improp- 
erly allowed, it does not help the situation any to further confuse the purchaser by 
registering such a mark as appellant here seeks to register. 

Whether or not appellant has the right to use its mark is not before us. The 
statute under which we are operating makes likelihood of confusion the tests for 
registration. 













The commissioner, in his decision, stated: 
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| Applicant’s mark as a whole differs considerably from opposer’s mark in appearance 
| and in sound. The dominant feature of applicant’s mark, however, is the expression “Gate 
} 






House.” As pointed out by the examiner of interferences this expression may have precisely 
the same meaning as “Toll House” ; and it is thus quite probable “that to many purchasers, 
at least, both notations would give rise to the same mental picture.” In view of the char- 
acter and identity of the merchandise to which the marks are applied, it therefore seems 
reasonably likely that confusion would result from their concurrent use in trade, and that 
opposer would be damaged by the proposed registration. 










The examiner had held as follows: 











While it is true that applicant’s mark is a composite one having a quite elaborate pic- 
ture of a house and gate, it nevertheless seems to the examiner that the notation “Gate 
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“House” is the dominant feature of this mark since this is the name by which the goods will 
be called by prospective purchasers and would probably be the only name by which the 
goods would be known in the case of radio advertising and word of mouth recommenda- 
tion. Both this notation and opposer’s mark are identical in the use of the word “house,” 
and further it seems to the examiner that when viewed in their entireties they are sus- 
ceptible of very similar significances. 

Webster’s New International Dictionary, edition of 1939, defines tollhouse as “a house 
where a tollgatherer is stationed, esp. such a house at a toll-gate or to the end of a toll 
bridge,” Funk & Wagnalls New Standard Dictionary, edition of 1930, defines tollhouse as 
“a tollcollector’s lodge adjoining a toll-gate.” Furthermore, the same dictionary defines 
gate-house as “a house beside, over, or at a gate, as a tollhouse.” It seems to the Examiner 
therefore that to many purchasers, at least, both notations would give rise to the same 
mental picture; and under such circumstances where, as here, the marks are applied to 
identical goods, confusion in trade is deemed reasonably likely. 


We agree with the position of the examiner and the commissioner that there is an 
association of ideas between ““Toll House” and “Gate House” that would be likely 
to promote confusion. 

As we have so frequently said, one who really wishes to distinguish his goods 
from those of another has a wide field to select from without going into disputed 
territory. 

The decision of the commissioner is affirmed. 





J. S. IVINS’ SON, INC. v. UNITED BISCUIT CO. OF AMERICA 
Court of Customs and Patent Appeals 
December 9, 1946 


TRADE-MARKS—IDENTITY AND SIMILARITY 

Applicant cites decision involving other marks to show that instant marks are not con- 
fusingly similar, but each case must rest upon its own bottom and the facts and circumstances 
of each case must be closely scrutinized; even then it is frequently not helpful to rely upon 
certain phases of analogy between cases in deciding a trade-mark issue. 

TRADE-MARKS—CONFUSINGLY SIMILAR 

“Gate House” and “Town House” the first words in each mark are descriptive and are 
composed of four letters, and that the term “House” in each of the marks is that portion of 
the marks which is the chief factor in directing the purchaser’s attention to the origin of the 
goods. 

The reasons set out by the tribunals below, we think, are sound and require but little 
discussion here. 

Appellant has complained quite earnestly of the statement by the commissioner that “a 
town house and a gate house are both houses, differing only in style, location, or purpose.” 
and urges that the style, location, or purpose of the house is what distinguishes his trade- 
mark “Gate House” from “Town House.” It does not seem to us that the purchaser of the 
particular kind of goods with which we are here concerned would spend much time, or 
should be required to do so, in distinguishing between the particular styles, locations, or pur- 
poses of houses in selecting his cookies, etc. 


Appeal from Commissioner of Patents; 65 U. S. P. Q. 50. 
Trade-mark opposition No. 22885 by United Biscuit Co. of America against 
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J. S. Ivins’ Son, Inc., application, Serial No. 461,252, filed June 9, 1943. From 
decision sustaining opposition, applicant appeals. Affirmed. 





Benjamin T. Rauber, New York, N. Y. (Joseph H. Milans, Washington, D. C., of 
counsel), for appellant. 

Robert I. Dennison, Washington, D. C. (John F. Brezina, Chicago, Ill., of counsel), 

for appellee. 









BLanp, J.: 





This is an appeal in a United States Patent Office trade-mark opposition pro- 
ceeding from the decision of the Commissioner of Patents, 65 U.S. P. Q. 50, affirm- 
ing that of the Examiner of Trade-Mark Interferences which sustained the oppo- 
sition filed by the appellee and denied appellant registration of its mark, comprised 
of the picture of a gate and a house and the notation “Gate House Cookies by 
Ivins.” The words “Cookies by Ivins’ were disclaimed except in combination with 
the other features, and the mark is alleged to be applied to cookies. 

The opposition was based upon appellee’s use (no registration shown) of its 











trade-mark “Town House” upon cookies, crackers, and other baked articles and 
food products. Thus the goods are in part identical and it seems to be conceded 
that the appellee is senior in the use of its mark. 

The mark of appellant in this proceeding is the same mark sought to be registered 
in the application involved in the appeal in J. S. Ivins’ Son, Inc. v. Lamont, Corliss 
















& Company (Patent Appeal No. 5205), 34 C. C. P. A. (Patents) ——, F. 
2d ——, 72 U.S. P. Q. 120, the opinion in which case is handed down concurrently 





herewith. 
The examiner stated the issue presented, which is the same issue as presented 
here, and held as follows: 











.... The only question for consideration herein . ... relates to the similarities of the 
} marks. 
With respect to the marks, applicant contends that the word “House” has been used 
by others as a part of two-word notations applied to similar goods and hence that this 
word is not a distinctive part of the mark and should be given little consideration in the 
comparison of the marks herein. The fact, however, that others may have used this word 
in their marks is immaterial to applicant’s right of registration, the only question before 
the examiner for consideration herein. 
The Pepsodent Co. v. Comfort Mfg. Co., 472 O. G. 258, 23 C. C. P. A. 1224, 83 F. 2d 
906 [26 T.-M. Rep. 481]. 
It seems to the examiner that the word “House” is a prominent, if not a dominant, 
portion of the spoken mark, and since the goods are identical, inexpensive, and consumed 
in use, the examiner is of the opinion that confusion in trade is likely to result. This con- 
clusion is deemed to be in accordance with the following decisions involving the marks 
indicated : 
“Young-Timers”—Two Timer C. B. Shane Corporation vy. Henri Bendel, Inc., 557 
O. G. 592, 166 Ms. D. 348, 59 U. S. P. Q. 308; ‘ 
“Town Tavern”—Kentucky Tavern Glenmore Distilliers Company vy. National Distillers ; 
Products Corp. 533 O. G. 1057, 163 Ms. D. 858, 51 U. S. P. Q. 329; 
“Red Horse”—White Horse D. J. Bielzoff Products Company v. White Horse Distillers, 
Ltd., 511 O. G. 801, 27 C. C. P. A. 722, 107 F. 2d 583; 
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“Lion Head”—W olf’s Head Gilmore Oil Company, Ltd. v. Wolverine-Empire Refining 
Company, 445 O. G. 775, 21 C. C. P. A. 943, 69 F. 2d 532. 

“Diamond Blossom”—Orange Blossom Traub Manufacturing Company v. R. Harris 
& Company, 414 O. G. 3, 19 C. C. P. A. 704, 53 F. 2d 416 [20 T.-M. Rep. 496]. 

Accordingly, the notice of opposition is hereby sustained and it is further adjudged that 
the applicant is not entitled to the registration for which it has made application. 


The commissioner agreed in all particulars with the examiner and stated that 
the word “House” was the dominant portion of the respective marks and that: 


A town house and a gate house are both houses, differing only in style, location, or 
purpose. And casual purchasers would be less likely to recall the exact type of house 
described in either trade-mark than to remember merely that it is some kind of house. 
I am constrained to agree with the examiner of interferences that “since the goods are 
identical, inexpensive, and consumed in use,” their concurrent sale under these particular 
marks may well lead to confusion. 


Substantially the same arguments are made in this case as were made in the 
companion case and need no extended discussion here. 

Appellant has pointed out certain decisions of this court involving “Washington 
Park” and “Fashion Park” (Rosenberg Bros. & Co. v. Robert G. Horowitz, 17 
C.C. P. A. (Patents) 641, 35 F. 2d 784, 3 U.S. P. Q. 239), “Gem-of-the-Sea” and 
“Chicken of the Sea” (Franco-Italian Packing Corp. v. Van Camp Sea Food Co., 
Inc., 31 C. C. P. A. (Patents) 1029, 142 F. 2d 274, 61 U.S. P. Q. 369), and other 
marks which were held not to be confusingly similar. It also cited in the companion 
case, supra, Firestone Tire & Rubber Co. v. Montgomery Ward & Co., Inc., 32 
C. C. P. A. (Patents) 1074, 150 Fed. 2d 439, 66 U. S. P. Q. 111, involving “Air 
Chiei” and “Airline.” These cases are easily distinguished, but regardless of this 
fact this court has often said that each case must rest upon its own bottom and that 
the facts and the circumstances of each case must be closely scrutinized and that even 
then it is frequently not helpful to rely upon certain phases of analogy between 
cases in deciding a trade-mark issue. 

It might be observed, however, that in the marks “Gate House” and “Town 
House” the first words in each mark are descriptive and are composed of four letters, 
and that the term “House” in each of the marks is that portion of the marks which 
is the chief factor in directing the purchaser’s attention to the origin of the goods. 

The reasons set out by the tribunals below, we think, are sound and require 
but little discussion here. 

Appellant has complained quite earnestly of the statement by the commissioner 
that ‘a town house and a gate house are both houses, differing only in style, location, 
or purpose” and urges that the style, location, or purpose of the house is what dis- 
tinguishes his trade-mark “Gate House” from “Town House.” It does not seem to us 
that the purchaser of the particular kind of goods with which we are here concerned 
would spend much time, or should be required to do so, in distinguishing between the 
particular styles, locations, or purposes of houses in selecting his cookies, etc. 

The decision of the commissioner is affirmed. 
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CRIDLEBAUGH, pornc BusINEss as MARVEL CO. v. MONTGOMERY 
WARD & CO., INC. 


Court of Customs and Patent Appeals 
December 9, 1946 


TRADE-MARKS—DESCRIPTIVE MARKS 

In order for a mark to be merely descriptive of the character or quality of goods it is not 
necessary that it should be descriptive of every characteristic and quality of such goods. 
“Hen Specs” is clearly descriptive of the form and appearance of Cridlebaugh’s article, and 
this certainly is a characteristic. 

Even if it could be concluded that the term is misdescriptive of Cridlebaugh’s device, he 
has no right to assert exclusive monopoly upon a descriptive term which describes the 
goods of others or which might fittingly be used by others in advertising and carrying out 


their business. 
TRADE-MARKS—EFFECT OF REGISTRATION 
Registration presumptively entitles registrant to exclusive use of term registered. 


Appeal from Commissioner of Patents; 64 U. S. P. Q. 513. 

Trade-mark cancellation No. 4081 by Montgomery Ward & Co., Inc., against 
J. Clayton Cridlebaugh, doing business as Marvel Co., Registration No. 379,108, 
issued July 2, 1940. From decision sustaining petition, registrant appeals. Af- 
firmed. 

See also 50 U. S. P. Q. 558, 55 U. S. P. Q. 386, 57 U. S. P. Q. 568. 
Richard J. Cook (Charles R. Allen of counsel), both of Washington, D. C., for ap- 

pellant. 
F. P. Keiper, Rochester, N. Y., for appellee. 


BLAND, J.: 


J. Clayton Cridlebaugh, doing business as Marvel Co., has here appealed from 
a decision of the Commissioner of Patents, 64 U. S. P. Q. 513, affirming the action 
of the Examiner of Trade-Mark Interferences in sustaining the petition of Mont- 
gomery Ward & Co., Inc., for the cancellation of appellant’s mark. The appellant 
will be hereinafter referred to as Cridlebaugh and the appellee as Ward. 

The trade-mark in controversy, “Hen Specs” (printed generally throughout the 
record as “Hen Specs’’), was by Cridlebaugh registered in the United States Patent 
Office on July 2, 1940. 

The petition for cancellation, sustained by the Patent Office tribunals as afore- 
said, is based, for the most part, upon the premise that the term “Hen Specs” is 
either descriptive or misdescriptive of Cridlebaugh’s goods. 

The mark “Hen Specs” is by Cridlebaugh applied to a metal device, called an 
“anti-picking device,” to be fastened on the beak of a chicken in such fashion as to 
present the appearance of the bird wearing spectacles, although Cridlebaugh’s de- 
vice is all solid metal material and completely obstructs the forward vision of the fowl. 
It is mounted on the fowl’s beak by a pin passing through the breather openings of 
the bird. The portions of the device which obstruct the vision immediately in 
front of the eyes simulate in shape the two vision portions of a pair of spectacles, and 
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the portion fitting over the beak is rounded as is the intermediate or nose portion 
of a pair of spectacles. 

Figure 1 below is the drawing of Cridlebaugh’s patented device to prevent 
picking in poultry (being Figure 3 of patent No. 2,079,107), and Figure 2 is Maurice 
L. Rudolph’s patented device for preventing pick-outs (being Figure 2 of patent No. 
2,181,070). Rudolph’s device is the one that was at one time exclusively adver- 
tised and sold by Montgomery Ward. These drawings are supplied for the pur- 
pose of illustrating the appearance of the articles as related to the issue of the 
mark “Hen Specs” being descriptive of the character or quality of the articles in- 
volved. 





In support of Ward’s petition for cancellation there are many allegations con- 
taining interesting facts, most of which we need not consider here. The record 
discloses much litigation [35 T.-M. Rep. 123] and controversy between the parties 
hereto concerning the use of the terms “Specs” and “Spectacles” by both parties 
hereto, and the use of the term “Goggles” by Ward in selling its article, which is 
quite comparable to that of Cridlebaugh. It is shown in the record that during a por- 
tion of the period of controversy and up until a comparatively recent date Ward sold 
and advertised an anti-picking device for chickens almost identical in shape with 
that of Cridlebaugh’s article except that the so-called blinders contained two open- 
ings of transparent red material, which afforded vision to the fowl immediately in 
front but which, owing to the red color, made it impossible for the chicken to ob- 
serve blood or red-colored flesh on the other fowls. 

Such issues as estoppel and res judicata are raised here, but in view of our 
conclusion it is only necessary for us to consider the sole question of the descriptive- 
ness of the mark, which consideration forms the basis of the decisions of the patent 
office tribunals. 

Cridlebaugh urges that his mark is not descriptive but is merely suggestive ; that 
this is true by reason of the fact that his device does not aid the vision of the 
chicken but obstructs it, and that the transparent, colored glasses of Ward do 
not aid vision because the glasses become dirty and consequently opaque. 

In Section 5 of the Trade-Mark Act of February 20, 1905 (15 U.S. C., 1940 Ed., 
§ 85), it is provided that no mark shall be registered which consists “merely in 
words or devices which are descriptive of the goods with which they are used, 
or of the character or quality of such goods.” [Italics not quoted.] Section 13 of said 
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Act (15 U. S. C., 1940 Ed., § 93) provides that “whenever any person shall deem 
himself injured by the registration of a trade-mark in the patent office he may at 
any time apply to the Commissioner of Patents to cancel the registration thereof.” 

In order for a mark to be merely descriptive of the character or quality of goods 
it is not necessary that it should be descriptive of every characteristic and quality 
of such goods. “Hen Specs” is clearly descriptive of the form and appearance of 
Cridlebaugh’s article, and this certainly is a characteristic. Being placed in front 
of the eyes of the chicken it has an effect upon vision, and it is immaterial that it is 
not the same effect as characterizes most spectacles (although it frequently occurs 
that one class of a pair of spectacles is not transparent). 

Moreover, as was pointed out by the examiner, the term “Hen Specs” is truly 
descriptive of Ward’s goods and the registration of Cridlebaugh presumptively en- 
titles the latter to the exclusive use of the term. The examiner on this phase of the 
question said: 


Even aside from this narrow question, the examiner is of the opinion that the notation 
is descriptive of other forms of the goods and, likewise, for this reason is unregistrable. 
(Ex parte American Chain Company, Incorporated, 259 O. G. 777, 1919 C. D. 20; In re 
Hair Net Packers, Inc., 524 O. G. 265, 28 C. C. P. A. 715, 115 F. 2d 254. 


The same view was taken by the commissioner and other decisions as equally 
pertinent as those cited by the examiner were cited in the commissioner’s decision. 

Even if it could be concluded that the term is misdescriptive of Cridlebaugh’s 
device, he has no right to assert exclusive monopoly upon a descriptive term which 
describes the goods of others or which might fittingly be used by others in advertis- 
ing and carrying out their business. See Model Brassiere Co., Inc. v. Broniley- 
Shepard Co., Inc., 18 C. C. P. A. (Patents) 1294, 49 F. 2d 482,9 U.S. P. Q. 238. 

As to the descriptiveness of the mark, we are in entire accord with the holding 
of the Circuit Court of Appeals, Third Circuit, in a case involving Cridlebaugh and 
the inventor and manufacturer of the devices advertised and sold by Ward, Cridle- 
baugh v. Rudolph, 131 F. 2d 795, 55 U.S. P. Q. 386. Cridlebaugh had sued Rudolph 
for infringement of the ‘“‘Hen Specs” trade-mark ; the suit involved other issues not 


important here. The court held the mark invalid on account of its descriptive charac- 
ter and said: 


In this case the word “Specs” is but a figurative description of the plaintiff’s articles 
of manufacture and does not grow out of either the origin or ownership of the goods. 


The designation, therefore, does not entitle the plaintiff to the exclusive use of the word 
or its synonyms. 


In In re Hair Net Packers, Inc., 28 C. C. P. A. (Patents) 715, 115 F. 2d 254, 
47 U.S. P. Q. 270, cited by the examiner, this court had before it a trade-mark 
application for registration of the word “Professional” as a trade-mark for hair 
curlers, hair pins, etc. It was argued there that the word was not descriptive be- 
cause hairdressing was not a profession and that appellant’s goods, for the most 
part, were not used by professionals. There we said: 


The contention that appellant’s goods are for the most part used by those who are 
not professionals is unavailing. This court and other courts have frequently held that as 
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TRADE-MARKS—CLASSES OF Goops 








RODDENBERY CoO. v. KALICH 


to registrability, it does not help the situation for a trade-mark to be misdescriptive rather 
than descriptive. This is the view which was entertained by the trade-mark examiner when 
he stated that a mark was to be regarded as descriptive when it “describes the like goods 
of others.” This court in a number of cases has held to the same effect. It will be suffi- 
cient to cite this court’s decision in the case of In re Bonide Chemical Co., Inc., 18 C. C. 
P. A. (Patents) 909, 46 F. 2d 703 [8 U. S. P. Q. 297], which involved the registrability 


of the term “Crow-Tox” applied to a preparation used in protecting seeds against birds 
and animals. 


In the “Crow-Tox” case, if “Crow-Tox” did not describe a characteristic of 
appellant’s preparation it would fittingly describe that of others that would contain 
poison and was therefore a descriptive term that was not registrable. 

The decision of the commissioner, for the reasons stated, is affirmed. 


W. B. RODDENBERY CO. v. KALICH 
Court of Customs and Patent Appeals 
December 9, 1946 


The applicant’s goods and Roddenbery’s goods were all food products there would be 
likelihood confusion. This is obviously true, because “fresh vegetables” would include cucum- 
bers and other vegetables to be pickled and confusion might result. 

That fresh lettuce and the food products sold under the trade-marks of Roddenbery are 
of the same descriptive properties we have no doubt, under well-settled decisions of this and 
other courts. It is generally understood that modern practices in dealing in food products 
involve the production, advertising, and selling of many different products of varied de- 
scriptions under a single trade-mark. This is also true of drugs and certain other articles. 
By reason of this practice, the purchasing public of these articles are probably more likely to 
be confused by virtue of the similarity of trade-marks. Lettuce is sold by the same people 
to the same customers who purchase pickles and pickle relish and peanut butter. All of the 
commodities are of vegetable origin. The seller of pickles would seem to have the right to 
extend its trade-mark, in the natural extension of its business, to green cucumbers and other 


articles, raised, marketed, advertised, and sold by the same people to the same class of cus- 
tomers. 


TRADE-MARKS—IDENTITY AND SIMILARITY 


In the case of a trade-mark which consists of words accompanied by other pictorial indicia 
the portion of the mark which would be likely to indicate origin would be the words used 


and that this is particularly true in these times when resort is so frequently made to radio 
advertising. 


TRADE-MARKS—CONFUSINGLY SIMILAR 






“Big Patch,” “Patch” being dominant with pictorial indicia is confusingly similar to 
“Cane Patch,” “Pickle Patch” and “Patch.” 


Appeal from Commissioner of Patents; 65 U.S. P. Q. 254. 
Trade-mark opposition No. 22762 by W. B. Roddenbery Co. against Rose 
Kalich, application, Serial No. 460,801, filed May 21, 1943. From decision dismiss- 


ing opposition, opposer appeals. Reversed. 
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A. W. Murray, Chicago, Ill., for appellant. 











| 
} 
i 
' 







74 THE TRADE-MARK REPORTER 37 T.-M. Rep. 








Jackson, Webster & Read, San Francisco, Calif. (Wm. G. Mackay, San Francisco, 
Calif., and Chas. R. Allen, Washington, D. C., of counsel), for appellee. 


BLAND, J.: 


The appellant, W. B. Roddenbery Co. (hereinafter referred to as Roddenbery ), 
has appealed here from the decision of the Commissioner of Patents, 65 U. S. P. Q. 
254, overruling that of the Examiner of Trade-Mark Interferences which sustained 
Roddenberry’s notice of opposition to appellee Kalich’s application for the registra- 
tion of the notation “Big Patch” as a trade-mark which, as applied for, was for fresh 
vegetables. The notice of opposition was based upon Roddenbery’s use of its reg- 
istered trade-marks, “Cane Patch” for cane syrup, “Pickle Patch” as applied to 
pickles and pickle relish, and “Patch” for table syrup and peanut butter. 

The examiner held, among other things, that since the applicant’s goods and 
Roddenbery’s goods were all food products there would be likelihood of confusion. 
This is obviously true, because “fresh vegetables” would include cucumbers and 
other vegetables to be pickled and confusion might result. 

The examiner’s decision was rendered on July 6, 1944. On July 27, 1944, 
Kalich sought to amend her application by substituting for the language used the 
following: “Fresh vegetables—namely, fresh lettuce.” On July 31, 1944, after ap- 
peal had been taken to the commissioner by Kalich on July 28, 1944, the examiner 
overruled the motion to amend on the ground that since the final hearing was had 
on June 29, 1944, and decision was rendered on July 6, 1944, and the motion 
was filed subsequent to the decision it was therefore untimely and involved “merely 
piecemeal prosecution.”’ 

The commissioner in his decision on April 28, 1945, permitted the amendment 
and regarded the application as being confined to a trade-mark use of the term “Big 

Patch” on fresh lettuce and reversed the decision of the examiner, stating [35 T.-M. 


Rep. 188]: 


In the absence of the amendment to the application .. . , I should be inclined to agree 
with the examiner of interferences that applicant’s goods include some items having the 
same descriptive properties as pickles; for there are certain fresh vegetables from which 
pickles and pickle relish are made. But so far as I am aware, lettuce is never used for 
that purpose. 


Roddenbery in this court has assigned error against the action of the commis- 
sioner in entering the amendment, which, to say the least, seems to us to be a rather 
unusual proceeding. However, we prefer to base our decision upon the merits of 
the controversy even if Kalich’s application must be confined to lettuce alone. 

That fresh lettuce and the food products sold under the trade-marks of Rodden- 
bery are of the same descriptive properties we have no doubt, under well-settled 
decisions of this and other courts. It is generally understood that modern practices 
in dealing in food products involve the production, advertising, and selling of many 
different products of varied descriptions under a single-trade mark. This is also 
true of drugs and certain other articles. By reason of this practice, the purchasing 
public of these articles are probably more likely to be confused by virtue of the 
similarity of trade-marks. Lettuce is sold by the same people to the same custom- 
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ers who purchase pickles and pickle relish and peanut butter. All of the commodities 
are of vegetable origin. The seller of pickles would seem to have the right to extend 
its trade-mark, in the natural extension of its business, to green cucumbers and 
other articles, raised, marketed, advertised, and sold by the same people to the same 
class of customers. 

In California Packing Corporation v. Tillman & Bendel, Inc., 17 C. C. P. A. 
(Patents) 1048, 40 F. 2d 108, 5 U. S. P. Q. 59, this court, when it first began to 
exercise its jurisdiction in appeals from the patent office in trade-mark matters, 
early recognized this growing tendency on the part of the big handlers of food 
products and held that if coffee, particularly in one-pound cans, were sold from the 
same shelves by the same people to the same class of customers along with “Del 
Monte” fruits and vegetables confusion would be likely to result and the purchaser 
probably would be misled as to the origin of the merchandise. There we cited the 
case of Yale Electric Co. v. Robertson, 26 F. 2d 972, to the effect that there must 
“be enough disparity in character between the goods of the first and second users 
as to insure against confusion.” 

Also cited in the California Packing Corporation case was the case of The I. E. 
Palmer Co. v. Nashua Manufacturing Co., 17 C. C. P. A. (Patents) 583, 34 F. 2d 
1002, 3 U. S. P. Q. 46, which was a decision by this court following the ruling in 
California Packing Corporation v. Price-Booker Mfg. Co., 285 F. 993, 52 App. D. C. 
259, where it was stated: 


Whenever it appears that confusion might result it is because the goods have the 
same descriptive properties. 


Numerous cases decided by this court subsequent to the holdings referred to 
supra followed the principles laid down in those cases, and we think most of them 
are clearly in point in the decision of the instant issue. In Check-Neal Coffee Com- 
pany, Maxwell House Products Company, Inc. (Substituted Opposer) v. Hal 
Dick Manufacturing Company, 17 C. C. P. A. (Patents) 1103, 40 F 2d 106, 5 
U.S. P. Q. 55, it was held that horse-radish, olive spread, and similar goods were of 
the same descriptive properties as coffee and tea. In Raffaele Martorelli, etc. v. 
The Atlantic Macaroni Company, Inc., 27 C. C. P. A. (Patents) 1171, 111 F. 2d 
494, 45 U.S. P. Q. 431, this court affirmed the decision appealed from which held 
that canned peeled tomatoes and tomato paste, fish preserved in oil, canned vege- 
tables, rice, coffee and tea were goods of the same descriptive properties as macaroni. 
vermicelli and noodles. 

The following cases are cited in support of our conclusion herein: Sun-Maid 
Raisin Growers of California v. American Grocer Company, 17 C. C. P. A. (Patents) 
1034, 40 F. 2d 116, 5 U. S. P. O. 68; National Biscuit Co. v. Joseph W. Sheridan, 
18 C.C. P. A. (Patents) 720, 44 F. 2d 987, 7 U.S. P. Q. 117; Revere Sugar Refin- 
ery Vv. Joseph G. Salvato, 18 C.C. P. A. (Patents) 1121, 48 F. 2d 400, 8 U.S. P. Q. 
547; Noll v. Krembs, 22 C. C. P. A. (Patents) 722, 73 F. 2d 491, 23, U. S. P. Q. 
282; California Prune & Apricot Growers Association v. Dobry Flour Mills, Inc., 
26 C. C. P. A. (Patents) 910, 101 F. 2d 838, 40 U. S. P. Q. 616; General Foods 
Corporation v. Casein Company of America, Inc., 27 C. C. P. A. (Patents) 797, 
108 F. 2d 261, 44 U.S. P. O. 33; The William S. Merrell Co. v. The Anacin Co.. 





76 THE TRADE-MARK REPORTER 37 T.-M. Rep. 


27 C. C. P. A. (Patents) 847, 109 F. 2d 339, 44 U.S. P. Q. 366; White House 
Milk Products Co., etc. v. Dwinell-W right Co., 27 C. C. P. A. (Patents) 1194, 111 
F. 2d 490, 45 U.S. P. Q. 444; Dwinell-W right Co. v. Gundlach, etc., 28 C. C. P. A. 
(Patents) 1348, 121 F. 2d 639, 50 U.S. P. Q. 141. 

Kalich here stresses the fact that the mark for the registration of which her ap- 
plication was filed is a composite mark consisting of a pictorial representation of a 
small boy, with big patches on the seat of his pants, looking over a large patch of 
lettuce, with the words “Big Patch” in large letters at the top of the enclosed indicia 
and that there being a difference in the goods and a difference in the marks there is 
no likelihood of confusion, and cites a number of cases in which this court, in holding 
that there was non-likelihood of confusion, emphasized the fact that the marks and 
goods were different. This and other courts have frequently said that in the case 
of a trade-mark which consists of words accompanied by other pictorial indicia the 
portion of the mark which would be likely to indicate origin would be the words 
used and that this is particularly true in these times when resort is so frequently 
made to radio advertising. In the instant case it is obvious that the word “Patch” 
is the principal feature of the mark which would serve the purpose of designating 
the origin of the goods. Kalich has here taken this dominant feature of the mark 
and applied it to goods in such a way, we think, as to promote the possibility of con- 
fusion as to the origin thereof. 

The decision of the commissioner, for the reasons stated, is reversed. * 


PRIMROSE HOUSE, INC. v. THE RANDOLPH DRUG CO. 
Commissioner of Patents 


January 24, 1947 


TRADE-MARKS—CONFUSINGLY SIMILAR 
“Prim” with design and disclaimed “Stops Perspiration” and “deodorant” is confusingly 
sintilar to “Prim”; composite mark includes as predominant element whole of petitioner’s 
mark; “Prim” is word by which each product is necessarily identified by customers. 
TRADE-M ARKS—CANCELLATION 
As between parties to cancellation, there can be no question but that petitioner owns mark, 
for it has been continuously used by petitioner since prior to respondent’s first use; whether 
petitioner owns registration relied on by it is unimportant, and need not be decided. 
EVIDENCE OF CONFUSION 
Registrant argues that there is impossibility of confusion under present trade practices, 
but there is ample opportunity for confusion; regardless of where purchase is made, it is 
inevitable that woman finding self in possession of cake of petitioner’s “Prim” depilatory and 


bottle of registrant’s “Prim” deodorant might assume that both are produced by same 
concern. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation No. 4246 by Primrose House, Inc., against The Ran- 
dolph Drug Co., Registration No. 361,130, issued October 11, 1938. From decision 
sustaining petition, registrant appeals. Affirmed. 
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Howard S. Neiman, New York, N. Y., for Primrose House, Inc. 
Jacobi & Jacobi, Washington, D. C., for The Randolph Drug Co. 


FRAZER, F. A. C.: 






This is an appeal from the decision of the Examiner of Interferences sustaining 
the petition of Primrose House, Inc., to cancel trade-mark registration No. 361,130, 
issued October 11, 1938, under the provisions of the Act of February 20, 1905, to 
The Randolph Drug Co. 

Respondent’s mark is the word ‘‘Prim,” displayed in association with a design 
and the disclaimed words ‘‘Stops Perspiration” and “deodorant” ; which latter word 


constitutes the description of goods for which the mark is registered. 


It has been 
in use since 1937. 


The petition to cancel is predicated upon petitioner’s prior use of the word 
“Prim” as a trade-mark for a depilatory, and its alleged ownership of a renewed 
registration of that word, issued in 1923, for “‘a toilet preparation for the removal 
of superfluous hair.” As to the registration, respondent suggests that petitioner’s 
“title is not clear.” But as between the parties to this proceeding there can be no 
question but that petitioner owns the mark, for it has been continuously used by 
petitioner since 1926. Whether or not petitioner owns the registration is therefore 
unimportant, and need not be decided. 

Respondent also points out that the marks are not identical, but manifestly 
respondent’s composite mark includes as its predominant element the whole of peti- 
tioner’s mark. ‘“‘Prim” is the word by which the product of each party is necessarily 
identified by customers, and this word is of course the same in both marks. 

The point most seriously argued by respondent relates to the descriptive prop- 


erties of the goods, and the asserted impossibility of confusion under present trade 
practices. 
















Petitioner’s depilatory, as now sold, is in cake form. It is used for the most part 
in so-called salons, where hair-removing treatments are given by trained attend- 
ants. Toa lesser extent, however, it has been delivered to customers for home use, 
accompanied by appropriate instructions. iXespondent’s deodorant may be a paste, 
a liquid, or a powder. It has been sold only through stores owned by respondent 
in the city of Detroit, and respondent disclaims any intention to enlarge its field of 
activity. Petitioner’s goods are not handled by respondent. Under these circum- 
stances respondent argues that there can be no confusion in trade, and that the 
two products are of different descriptive properties. 

In Marion Lambert, Inc. v. O’Connor, 24 C. C. P. A. 781, 86 F. 2d 980 [25 T.-M 
Rep. 476] the Court of Customs and Patent Appeals said: 
















Depilatories unquestionably are of the same descriptive properties as deodorants—one 
removes hair, the other removes odors. Both are for personal application, and are sold in 
the same places and to the same class of casual purchasers. 


It seems there could be no question that confusion would likely result if the mark were 
identical. 












Respondent seeks to avoid that ruling, “for the reason that distinctions have 
been made of record herein that were not made in the Lambert, supra, case.” But 
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none of those distinctions affects the descriptive properties of the goods. They are 
still depilatories and deodorants, which the court has held “unquestionably are of the 
same descriptive properties.”” Moreover, even should neither party ever deviate from 
its present sales methods, which either may do at will, there is still ample opportunity 
for confusion. For regardless of where the purchase is made, it would seem in- 
evitable that a woman who finds herself in possession of a cake of petitioner’s “Prim’”’ 
| depilatory and a bottle of respondent’s “Prim” deodorant might assume that both 
are produced by the same concern. 

The decision of the Examiner of Interferences is affirmed. 










THE VISCOL COMPANY v. VACUUM OIL COMPANY (SOCONY- 
VACUUM OIL COMPANY, INCORPORATED, ASSIGNEE, SUBSTITUTED) 







Commissioner of Patents 


January 21, 1947 









TRADE-MARKS—EFFECT OF REGISTRATION 
Expired 1889 and 1908 registrations were not renewed, but establish use by registrant’s 
successor on goods from filing date of earlier application until expiration of later registration. 
TRADE-MARKS—EVIDENCE OF USE 
Proof of use of mark in 1928 is not proof that use was continued until 1935. 
Failure to renew registration indicates suspension of use, if not abandonment, of registered 








} 
| 
| mark. 

It would have been simple to prove continuous use of mark by cancellation petitioner if 
| such were the fact ; doubts created by own record must be resolved against petitioner. 
i 
i 
' 






TRADE-MARKS—CANCELLATION 
Registrations should not be lightly cancelled, particularly where registration is forty- 
seven years old and parties stipulate that for thirty-seven years registrant has sold trade- 
marked goods throughout the world. 
Burden of proof is on cancellation petitioner. 









Appeal from Examiner of Interferences. 
Trade-mark cancellation No. 4436 by The Viscol Company against Vacuum Oil 
Company (Socony-Vacuum Oil Company, Incorporated, assignee, substituted), 
Registration No. 32,900, issued May 16, 1899, and renewed. From decision sus- 
taining petition, registrant appeals. Reversed. 








Stone, Boyden & Mack, Washington, D. C., for The Viscol Company. 
Nims, Verdi & Martin, New York, N. Y., for Socony-Vacuum Oil Company, In- 
corporated. 


Frazer, F. A. C.: 








This is an appeal from the decision of the Examiner of Interferences sustaining 
the petition of The Viscol Company to cancel trade-mark registration No. 32,900, 

' issued May 16, 1899, and renewed. 
The registered mark is the word “Viscolite.” The goods named in the registra- | 

tion are “lubricating oils.” 
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Petitioner relies upon its alleged prior use and ownership of the trade-mark 
“Viscol,” which is admitted in the answer to be confusingly similar to respondent’s 
mark “if and when used on goods of the same descriptive properties.” Petitioner’s 
mark was registered on August 11, 1936, for “oils and greases for waterproofing, 
making flexible, stuffing, finishing, and improving the texture of leather and fibrous 
goods.” It was expressly held in The Viscol Co. v. Valvoline Oil Co., 501 O. G. 
873, 40 U. S. P. Q. 670, that these goods and lubricating oils are of the same de- 
scriptive properties. The determinative question, therefore, is whether or not peti- 
tioner has established its asserted priority. 

Respondent took no testimony, and that of petitioner relates only to the nature 
and characteristics of petitioner’s goods. A “stipulation of facts” was filed, however, 
from which I quote the following : 


1. That petitioner is the successor in business of Adolph Sommer, who first registered 
the mark “Viscol” in the patent office on April 2, 1889, as shown by registration No. 
16,460. 

2. That the said Adolph Sommer began to use the term “Viscol” as a trade-mark on 
compositions for dressing or treating shoes and leather, prior to the year 1892. 

3. That the said Adolph Sommer and his successors in business, including petitioner, 
have, since prior to 1892, continuously used, and petitioner is now using the said term 
“Viscol” as a trade-mark on compositions for dressing or treating shoes and leather. 


Registration No. 16,460 is in evidence, as is also registration No. 69,780, issued 
to Sommer on July 7, 1908. The first is for “leather grease”; the second for “oils 
and greases for waterproofing, making flexible, stuffing, finishing, and improving 
the texture of leather and fibrous goods.” Neither was renewed, and both have long 
since expired. It was the examiner’s opinion, however, in which I concur, that 
they “establish use by the petitioner on greases and oils used in leather treating” 
from the filing date of the earlier application to register until the expiration date of 
the later registration. But the only proof of use by petitioner since that date is the 
registration of August 11, 1936, the application for which was filed November 6, 
1935; for I disagree with the examiner’s conclusion that “the stipulation broadly 
covering such goods adequately establishes petitioner’s prior and continuous use 
of the notation ‘Viscol’ on oils and greases for use as leather dressings and the like.” 
It will be observed that the stipulation makes no mention of oils or greases, and there 
may well be “compositions for dressing or treating shoes and leather’ that con- 
tain neither oil nor grease. There is thus a period of more than seven years during 
which petitioner’s use of its mark on goods of the same descriptive properties as re- 
spondent’s goods is purely speculative. For proof that petitioner was using the 
mark on oils and greases in 1928 is not proof that such use was continued until 
1935. Skene v. Marinello Co., 50 App. D. C. 265, 270 F. 701; Old Monk Olive 
Oil Co. v. Southwestern Coca-Cola Bottling Co., 28 C. C. P. A. 1091, 118 F. 2d 1015 
[30 T.-M. Rep. 291]. Rather, petitioner’s failure to renew its 1908 registration 
would indicate suspension of use if not abandonment, of the registered mark. At 
any rate it would have been a simple matter to prove continuous use if such were 
the fact, and doubts created by its own record must be resolved against petitioner. 
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As I have had occasion to observe in a number of cases, trade-mark registrations 
should not be lightly canceled. And that 1s particularly true in respect to a registra- 
tion of such antiquity as respondent’s, concerning which it is stipulated that re- 
spondent has “sold petroleum lubricating oils for thirty-seven years under the 
trade-mark “Viscolite,” such sales extending throughout the principal countries of 
the world. 

Bearing in mind that the burden of proof rested upon petitioner, I am convinced 
that the evidence adduced was insufficient to support the examiner’s ruling. 

Error is assigned to the examiner’s denial of respondent’s motion to reopen for 
the purpose of pleading and proving an alleged defense of estoppel and res judicata. 
This had to do with an old interference proceeding involving the same marks as 
those here in question. It may well be that the record in that case would have been 
pertinent ; but it was always available to respondent, and its nonproduction at the 
proper time is not adequately explained. Moreover, in my view of the instant pro- 
ceeding, recourse to that record is unnecessary ; and on the appeal respondent urges 
its motion to reopen only as alternative relief. 

For the reason stated, the decision of the Examiner of Interferences sustaining 
the petition to cancel is reversed, and the petition is dismissed. 


BOURJOIS, INC. v. PARFUMS SCHIAPARELLI, INC. 
Commissioners of Patents 
December 27, 1946 


TRADE- MARKS—CONFUSINGLY SIMILAR 
“Si.Si. . Si... ,” with or without “de Schiaparelli,” is confusingly similar to “Mais 
Oui” and to “but yes”; “si” and “oui” mean “yes” to considerable portion of American pub- 
lic; knowledge of foreign tongue is not essential to such understanding; words are so widely 
popularized that they are virtually part of our language. 
TRADE-MARKS—IDENTITY AND SIMILARITY 
Inclusion of applicant’s name in mark adds nothing to registrability. 
Similarity in meaning alone may result in confusion between competing marks. 


Appeals from Examiner of Interferences. 
Trade-mark opposition Nos. 23009 and 23042 by Bourjois, Inc., against Par- 
fums Schiaparelli, Inc., applications, Serial Nos. 463,550 and 463,551, filed Septem- 


ber 21, 1943. From decisions sustaining oppositions, applicant appeals. Affirmed. 
See also 61 U. S. P. Q. 524. 


Briesen & Schrenk, New York, N. Y., for Bourjois, Inc. 
Schaines & Liberman, New York, N. Y., for Parfums Schiaparelli, Inc. 


Frazer, F. A. C.: 


These are appeals from decisions of the Examiner of Interferences sustaining 
oppositions of Bourjois, Inc., to the registration of two trade-marks applied for by 
Parfums Schiaparelli, Inc. 
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One of applicant’s marks is the notation “Si.Si. . .Si. . .” The other is the same 
notation, followed by the words “de Schiaparelli.” Both are appropriated to per- 
fumes and cosmetics. 

The oppositions were sustained on the ground that each of applicant’s marks is 
confusingly similar to opposer's trade-mark “*Mias Oui,” registered for substantially 
identical merchandise prior to applicant's first use of either mark. Opposer also 
owns a registration of the words “but yes,” which was issued concurrently with the 
“Mais Oui” registration, and is for the same goods. 

In the French language the expression “mais oui’ means “but yes,” and is used 
as an emphatic affirmation. In Spanish and Italian “si” means “yes.” And when 
repeated, as in applicant’s marks, it likewise becomes an emphatic affirmation. “Si” 
also means “yes” in French; but in that language it has various other meanings, and 
according to applicant is used in the sense of “yes” only in “answering a negative 
statement.” 

Regardless of the language from which derived, however, I think the word “si” 
means “‘yes” to a considerable portion of the American public, who also recognize 
the word “oui” as having the same meaning. Nor is a knowledge of any foreign 
tongue essential to such understanding. These two words have been so widely 
popularized that they are virtually a part of our language. 

And while I agree with the Examiner of Interferences that the expressions 
“Mais Oui” and “Si.Si. . .Si. . .”’ may well be confused by some purchasers, I think 
there is greater likelihood of confusion between applicant’s marks and opposer’s “but 
yes’ mark. Certainly this latter mark would bar registration for like goods of the 
word “yes,” either singly or in repetition; and by the same token it is a bar to the 
registration of applicant’s marks. In re Maclin-Zimmer-McGill Tobacco Co., 49 
App. D. C. 181, 262 F. 635. This applies equally to both marks, for the inclusion 
of applicant’s name in one of them adds nothing to its registrability. California 
Prune & Apricot Growers Association v. Dobry Flour Mills, Inc., 26 C. C. P. A. 
910, 101 F. 2d 838 [29 T.-M. Rep. 151]. 

Applicant points out that the only similarity between opposer’s marks and its 
own is in significance, and argues that this factor is of less importance than appear- 
ance and sound. It is my opinion, however, that similarity in meaning alone may 
result in confusion between competing trade-marks. Expello Corporation v. General 
Brands Corp., 553 O. G. 772, 58 U. S. P. Q. 424; Campana Corporation v. Lissar 
Compania Incorporada, 542 O. G. 806, 54 U. S. P. QO. 420; White Horse Distillers. 
Ltd. v. Berson, 487 O. G. 673, 36 U.S. P. Q. 208. 

Each of the decisions appealed from is affirmed. 
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STATE EX REL. AMERICAN DISTILLING COMPANY v. PATTERSON, 
ET AL. 


Connecticut Supreme Court of Errors 
January 22, 1947 


TRADE- MARKS—FOREIGN AND STATE REGISTRATIONS 
Under Connecticut General Statutes, Supplement 1941, Section 469f, and Cumulative 
Supplement 1939, Section 984e, approval of and registration with Liquor Control Commission 
is required of certain brands and trade-names of alcoholic liquors; Commission has duty to 
withhold approval from brands the labels of which deceive or tend to deceive unsuspecting 
purchasers; approval is refused where front label on bottle describes choice product while 
back label, not ordinarily visible to prospective customer, indicates that liquor meets only 
bare minimum requirements of federal regulations and does not have choice characteristics. 
TRADE-MARKS—PLEADING AND PRACTICE 
The plaintiff also claims that the statute, 469f, if it gives the defendant discretion, is un- 
constitutional because it sets up no effective standards to guide the administrator. In asking 
for an order requiring the commission to approve the brands, it is in the position of seeking 
relief under a statute which it claims is unconstitutional. Such a position is untenable. 


Appeal from Court of Common Pleas, Hartford County, Connecticut, CULLINAN, 


5. 

Action by State of Connecticut ex rel. American Distilling Company against 
Russell L. Patterson et al., Liquor Control Commission, for writ of mandamus to 
compel defendants to register and approve a brand of liquor. From judgment for 
defendants, plaintiff appeals. Affirmed. 


Arthur D. Weinstein, Hartford, Conn., and John J. Kenny for appellant. 
Bernard A. Kosicki (William L. Hadden on the brief), both of Hartford, Conn., 
for appellees. 


JENNINGS, J.: 


The liquor control commission, hereinafter called the defendant, refused to ap- 
prove a brand of liquor submitted by the American Distilling Company, hereinafter 
called the plaintiff. The plaintiff brought mandamus in which it sought, unsuccess- 
fully, an order that the defendant do so. It claims that the duties of the defendant 
are ministerial only, that if it had any discretion its discretion was abused and that 
the statute requiring such approval is unconstitutional. 

The plaintiff is entitled to no material corrections in the finding. On September 
7, 1945, the plaintiff applied in proper form to the defendant for the registration and 
approval of a brand or trade-name known as “Private Stock Whiskey.” A front and 
a back label were filed with the application. In displaying bottled liquor for sale at 
retail, ordinarily the front label only is visible to the prospective customer. 

The front label was the larger. It was attractively printed on gold and white 
paper, carried the words “Private Stock Whiskey” in large type and made them 
conspicuous through the employment of gold, red and black ink. Under the legend 
“Private Stock Whiskey” appeared a paragraph of descriptive material, reading: 
“A superb quality whiskey of excellent character and distinctive flavor, produced 
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by the American Distilling Company with almost half a century experience in the 
distillation of Fine American Whiskies ; Distilled and Bottled by the American Dis- 
tilling Company, Incorporated, Pekin, Ill.” The back label was printed on gold and 
white paper and carried the words “Private Stock” in bold type with further use 
of gold, red and black ink. At the bottom of this back label, in substantially reduced 
type, appeared the legend: “Whiskey colored and flavored with wood chips. Eighty 
Proof. This whiskey is less than one month old.” 

The defendant refused to approve the brand, substantially on the ground that 
the labels were designed to deceive and mislead the public and had a tendency to de- 
ceive and mislead. The deception consisted in employing on the front label language 
descriptive of an unusual, choice or special product whereas the statement on the 
back label indicated that the whiskey met only the bare minimum requirements of 
the federal regulations, was less than one month old and had had no opportunity 
to age and thus acquire unusual or choice characteristics.” 

General Statutes, Sup. 1943, § 524g, grants to the commission “‘power generally 
to do whatever is reasonably necessary for the carrying out of the intent” of the 
Liquor Control Act. Supplement 1941, § 469{, provides, in part: “No holder of 
any manufacturer, wholesaler or out-of-state shipper’s permit shall ship, transport or 
deliver within this state, or sell or offer for sale any alcoholic liquors unless the... . 
brand, trade-name or other distinctive characteristic . . . . shall be registered with the 
liquor control commission . . . . and until such brand, trade-name or other distinct- 
tice characteristic shall have been approved by the commission.” This was an 
amendment of the statute forbidding generally the unauthorized sale of liquors ; Cum. 
Sup. 1935, § 1087c; and transferred to the liquor control commission the duty of 
registration formerly assigned to the tax commissioner. Cum. Sup. 1939, § 983e. 

Cumulative Supplement, 1939 § 984e, reads as follows : “Advertising and bottling. 
There shall be no advertising, labeling, bottling, or canning of alcoholic liquor which 
shall, in any way, deceive or tend to deceive, a purchaser or consumer of such al- 
coholic liquor as to the nature, quality or quantity of such liquor, and all advertising, 
labeling, bottling or canning of alcoholic liquors, shall be subject to such rules and 
regulations as the liquor control commission shall prescribe.” 

On December 13, 1944, the defendant adopted regulations. The last and sixty- 
seventh paragraph related to labeling and adopted the regulations promulgated by 
the federal alcohol administration. Section 41 of the latter provides that no label 
shall contain any false statement or one which, irrespective of its falsity, “directly 
or by ambiguity, omission, or inference . . . . tends to create a misleading impres- 
sion.” 

Sections 469f and 984e have to do with related subjects, the former with the 
registration and approval of brands and the latter with false labeling. They appear 
in the same chapter, the Liquor Control Act, and in the 1939 and 1945 supplements 
one follows the other. §§ 983e, 643th, 644th. The reason why § 469f appeared 
alone in the 1941 supplement was obviously because the companion section was not 
amended in that year. It is also significant that the only requirement imposed upon 
the tax commissioner was to “register” the brand; § 983e; but when the duty was 
assigned to the defendant, the brand was not only required to be registered but also 
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to be “approved.” The intent of the legislature, in view of this legislative history, 
is clear. Even if § 469f is considered alone, the requirement for approval added 
thereby indicates that the defendant is endowed with discretion. If the language 
and purpose of the two sections are considered together, that conclusion is in- 
escapable. Savings Bank of Rockville v. Wilcox, 117 Conn. 188, 193, 167 A. 709. 
It was the duty of the defendant to withhold its approval from brands the labels of 
which deceived or tended to deceive unsuspecting purchasers. It is, of course, ele- 
mentary that “Mandamus will not issue to control the exercise of a discretion which 
is vested in a public officer or board.” State ex rel. Heimov v. Thomson, 131 Conn. 
8, 12, 37 A. 2d 689. 

The conclusion of the trial court that the action of the defendant was fully justi- 
fied was correct. Whether or not representations have a tendency to deceive is a 
question of fact. Cottrell v. Babcock Printing Press Mfg. Co., 54 Conn. 122, 138, 
6 A. 791. The claim of the plaintiff that the defendant abused its discretion is 
without foundation. See Siegel Co. v. Federal Trade Commission, 327 U. S. 608, 
614, 66 S. Ct. 758, 90 L. Ed. 697 [69 U.S. P. QO. 1]; see also Aronberg v. Federal 
Trade Commission, 132 F. 2d 165, 167; Gulf Oil Corporation v. Federal Trade 
Commission, 150 F. 2d 106, 109; Federal Communications Commission v. WOKO, 
Inc., — U.S. —, —, 67 S. Ct. 213, 216, 91 L. Ed. 190. 

The plaintiff also claims that the statute, §469f, if it gives the defendant discretion, 
is unconstitutional because it sets up no effective standards to guide the admin- 
istrator. In asking for an order requiring the commission to approve the brands, it 
is in the position of seeking relief under a statute which it claims is unconstitutional. 
Such a position is untenable. Holley v. Sunderland, 110 Conn. 80, 85, 178 A. 300. 

It would serve no useful purpose to analyze the numerous cases cited by the 
plaintiff. Where they are relevant, the successful relator has been supported by a 
finding of all of the essential facts in its favor. In State ex rel. Markley v. Bartlett, 
130 Conn. 88, 32 A. 2d 58, for example, it was held (p. 94) that “the plaintiff pos- 
sesses all of the qualifications which the statutes prescribe for obtaining a certificate” 
and that the defendant was therefore under a clear duty to issue one to him. In the 
case at bar the plaintiff is seeking to enforce the registration and approval of a brand 
which violates the provisions of the statutes and of regulations passed pursuant 
thereto. The plaintiff takes nothing by its appeal. 

There is no error. 

In this opinion the other judges concurred. 
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